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IN THE UNITED STATES DISTRICT COURT 
FOR THE DISTRICT OF WASHINGTON, D.C. 

MORPHOSYS AG, ) 

Plaintiff, ) 
) 

vs. ) Case No. 1:00CV00146 

) 

CAMBRIDGE ANTIBODY TECHNOLOGY ) 
LIMITED, ) 
) 

Defendant. ) 



VIDEOTAPED DEPOSITION OF GEORGE P. SMITH, Ph.D., 
a witness, produced, sworn, and examined on Tuesday, May 14, 
2002, between the hours of 1 1 :00 a.m. and 6:00 p.m., at the 
law offices of Davis, Susan and Holder, 1001 Cherry Street, 
in the City of Columbia, County of Boone, State of Missouri, 
before 

Sally Bredeman Harmon, CCR 
BREDEMAN & ASSOCIATES, INC. 

3 1 1 Jackson Street 
Jefferson City, Missouri 65101 

and a Notary Public within and for the State of Missouri, 

commissioned in Cole County, Missouri, on the part of the 

plaintiff, pursuant to notice. 
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1 
J 


PROCEEDINGS 


1 


Did you receive this letter and this subpoena? [ 


X 


MK. HAK 1 H: Appearing for the manufacturer, 


2 


A. I'm sure I did. Yes, I did. ] 


"2 


MorphoSys: David Harth and Paul Booth. 


3 


Q. And you'll note that attached to the subpoena ] 


4 


MK. VbZfcAU: And on behalf of Cambridge 


4 


there is an Exhibit A which contains a list of various j 


c 


Antibody Technologies, I am Tim Verzeau. And with me are my 


5 


documents that have been requested of you in connection with ] 


£. 

0 


colleagues Jane Choi and Dr. David Clough of the firm of 


6 


this deposition. Do you see that? | 


/ 


Katten Muchin Zavis Rosenman. 


7 


A. Yes. Exhibit A, yes. 1 


0 

o 


MK. HUbKJNa: And my name is Philip J. 


8 


Q. Have you searched through your files and produced I 


Q 


Hoskins. I appear here this morning on behalf of Marvin 


9 


to counsel for both sides documents that you believe are j 


i n 

1 V 


Wright, who was also subpoenaed to bring some documents at 


10 


responsive to this document request in Exhibit A? \ 


1 1 
j i 


this time. 1 will state for the record that we have filed 


1 1 


A. Yes, I have. I've most of them, at least. ] 


JZ 


objections with Ms. Choi prior to the stated date and time 


12 


Q. All right. ] 


13 


for the production and that those objections have been 


13 


A. I have attempted to get what I have in my files. j 


I** 


timely filed with Ms. Choi, raising certain objections to 


14 


MR. HARTH: And it's my understanding, Mr. 1 


l c 
13 


the document request served upon Mr. Wright, the general 


15 


Hoskins, that there are a few documents that originally were 


1 £ 

io 


counsel of the university. 


16 


contained in Dr. Smith's files which the University of I 


1 "7 


Also in my capacity as an attorney with the 


17 


Missouri is asserting a privilege? j 


1 C 
Io 


Utnce ot the General Counsel, I am appearing here today on 


18 


MR. HOSKINS: Well, I would say that the j 


19 


behalf of the witness, Dr. George P. Smith. 


19 


privilege is being asserted by Dr. Smith -- ] 


20 




20 


MR. HARTH: AH right. \ 


21 


GEORGE P. SMITH, Ph.D., being sworn by the Certified 


21 


MR. HOSKINS: « and by the university. I 1 


22 


Reporter/Notary Public, testified as follows: 


22 


\ 

will identify those documents in some summary fashion for ; 


23 


EXAMINATION BY MR. HARTH: 


23 


the record. 1 


. 24 


Q. Please state your full name. 


24 


One document is a letter from Jorge Goldstein j 


25 


A. George Pearson Smith, 
9 


25 


dated 10/8/91, the attorney who was prosecuting the patent j 
11 


1 


inn wuiNEW. uo you want rearson .' 


1 




application. That letter is to George Smith, one of the 


2 


j tin rsjcrUK i tK. r-e-a-r-s-o-n? 


2 


co-inventors of the invention for which the patent was being 


3 


i ill. w 1 1 i\coj. i nai s correct. 


3 


sought. 


A 


DV KjTO UADTU. 

IS I MK. HAKIH: 


4 


The second is an undated handwritten note, 


5 


V- wncrc uu you live, Ui . oiTllUl . 


5 


appears to be from Dr. Smith to Connie the last name 




A. 228 East Parkway Drive in Columbia. 


6 


isn't given; I believe that to be Connie Armentrout the 


7 


O Columhia MiQcmiri9 


7 


university patent administrator at the time, detailing a 


8 


A. Columbia, Missouri. 


o 
8 


conversation that Dr. Smith had with me as counsel for the | 


9 


V- nuvv arc you currenuy employed / 


9 


university regarding a research contract being negotiated 


10 


A. I am a professor at the University of Missouri in 


10 


between the university' and an entity' known as Genex 


11 


Cnl iimHin 

VsUiUlllUla. 


1 1 


Corporation. 


12 


v^. in wnai aepanrnent' 


12 


The third is a memo, dated 5/16/90, from 


n 


A. Division of biological sciences. 


13 


Connie Armentrout to me, Phillip Hoskins, as the attorney 


14 

i < 

i j 


MR HARTri' Im onino in act* imt> in mn^Lr 

jtuv. iu-ii\iu, im guuiji tu doK you io mane 


1 A 

14 


tor the university, asking certain legal questions regarding 


this, please. 


15 


terms and conditions of that contract under negotiation. 


16 


MR. VEZEAU: David, are you marking these as 


16 


The fourth item is a memorandum from Connie 


17 


Smith exhibits? 


17 


Armentrout to George Smith, dated June 5, 1990, detailing 


18 


JVuv MAKi ri, Un-nUn. 


18 


her conversation with me about the terms and conditions of 


19 


(SMITH DEPOSITION EXHIBIT NO. 1 WAS MARKED 


19 


the proposed research agreement between Genex Corporation 


20 
21 


FOR IDENTIFICATION BY THE REPORTER.) 


20 


and the University of Missouri. 




21 


As to those four items, they were contained 


22 


BY MR HARTH- 

^* ■ 1 » 1 1 V , 1 LV» I \ 111, 


22 


originally in the files of Dr. Smith. The university' and 


23 


Q. I'm going to hand you, Dr. Smith, what the court 


23 


Dr. Smith are asserting an attorney-client privilege as to 


24 


reporter has marked as Smith Deposition Exhibit !, which is 


24 


those documents. 


25 


a letter, and attached to that letter is a subpoena. 

10 


25 


MR. HARTH: Mr. Hoskins, I would ask that you 
12 
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1 retain those four documents for the at least for the near 

2 future so that they will be accessible if either side or 

3 both sides cares to pursue the matter through the court. 

4 MR. HOSKINS: I will represent for the record 

5 that I have received your request, intend to follow it, and 

6 will retain those four documents in my files so that if a 

7 court subsequently orders production of those documents, we 

8 may do so. 

9 MR. HARTH: Thank you. 1 appreciate that. 

1 0 MR. VEZEAU: May I clarify one date? 

11 MR. HOSKINS: Sure. 

12 MR. VEZEAU: On the first document that you 

13 identified, Phil, that you are withholding on the basis of 

1 4 privilege, you said the date was 1 0/8/91 . Do I understand 

1 5 correctly that the date is the 8th of October of 1 99 1 ? 

16 MR. HOSKINS: That's correct. It is October 

17 8, 1991. 

1 8 MR. VEZEAU: And that's the letter from Jorge 

1 9 Goldstein to Dr. Smith? 

20 MR. HOSKINS: That's correct. And I might 

2 1 add that there is a voluminous attachment to that two-page 

22 letter that I believe also is covered by the attorney-client 

23 privilege in that it is communications either to Dr. Smith 

24 from Goldstein or comments from doctor « from Goldstein to 

25 Dr. Smith, either of which would be covered by the 

13 


1 MR. VEZEAU: (Nodding head.) 

2 MR. HARTH: Why don't we go ofT the record. 

3 (Discussion off the record.) 
4 

5 MR. VEZEAU: Back on the record. 

6 MR. HARMON: We're back on record. 

7 MR. HOSKINS: Okay. This is Phil Hoskins. 

8 I'd like to state for the record, I have examined closely 

9 the October 8, 1 99 1 , letter from Jorge Goldstein to Dr. 

1 0 Smith and attachments thereto. The total pages of the 

1 1 attachments to that two-page letter are five pages prior to 

1 2 a document entitled "Title of the Invention," stamped 

13 "Draft," and which contains a total of 63 pages, including 

1 4 the exhibits at the end. 

1 5 Dr. Smith is going to now tell you on what 

16 pages of that attachment "Title of the Invention" his 

1 7 comments appear. 

18 THE WITNESS: Page 1, page 2, page 3, page 8, 

1 9 page 9, page 1 1 , page 1 2, page 1 3, page 1 4, page 1 5, page 

20 16, 17, 18, 19, 20, 21, 22, 23, 24, 25, 26, 27, 29. There 

21 are two page 29s. So there are two page 29s, both of which 

22 have comments on them. Page 30, page 3 1 , page 32, page 34, 

23 page 35, page 36, page 38, page 39, page 40, page 42, page 

24 43, page 45, 46, 47, forty « 

25 MR. HOSKINS: That has no page number, I 

15 


1 

\ 
\ 

\ 

\ 
i 

% 
I 

I 

i 

\ 

I 
I 


1 privilege, it's our position. 

2 MR. VEZEAU: Would you please identify the 

3 nature of those documents attached to the letter? 

4 MR. HOSKINS: It's a » the document is 

5 entitled "Comments on Continuation In Pan of Serial Number 

6 07/680,009" filed April 2, 1991. I haven't counted the 

7 pages, but it certainly is multiple » a multiple-page 

8 document. It may in fact be a duplicate of the original 

9 letter and attachment. But I'm going to estimate it's about 

10 a half-inch thick. If you'd like to number the pages, we 

11 can do that, 

1 2 MR. VEZEAU: No, but can you tell us how many 

1 3 pages were comments by Dr. Smith as opposed to materials 

14 sent to Dr. Smith? 

1 5 THE WITNESS: You might have a hard time 

16 doing this. 

17 MR. HOSKINS: If 1 could have a moment 

1 8 MR. VEZEAU: Sure, absolutely. 

1 9 MR. HOSKINS: - to confer with Dr. Smith, I 

20 think I can. 

21 MR. VEZEAU: Sure. 

H THE WITNESS: It looks like the - 

23 MR. HOSKINS: We'll do it quietly off the 

24 record. 

25 MR. HARMON: We're off the record? 

14 


1 guess, but it's figure 1. 

2 THE WITNESS: figure I following page 52, 

3 figure 4 following page 52. And that's all. 

4 MR. HOSKINS: And for further clarity of the 

5 record, I'd like to state that although the numbers I gave 

6 you previously were assuming that the pages were 

7 sequentially numbered and there were not duplicate pages, 

8 that appears not to be the case. There are some duplicate 

9 page numbers and there are some page numbers that seem to be 

1 0 omitted throughout the document, so that the total of the 

1 1 attachments to that October 8, 1991, letter may be slightly 

1 2 different from those indicated previously. 

1 3 MR. HARTH: Thank you, Mr. Hoskins. 

1 4 Do you have anything further at this time, \ 

1 5 Mr. Verzeau? \ 

16 MR. VEZEAU: No. 

17 MR. HARTH: Let me ask you a couple of 

1 8 follow-up questions so we can try to get this housekeeping 

19 all out of the way at the beginning. 

20 Mr. Hoskins, has the university produced any \ 

2 1 additional documents in compliance with the subpoena that 

22 was served by Cambridge Antibody Technology? 

23 MR. HOSKINS: It has produced no documents j 

24 today. It has, as I indicated earlier, submitted in a ! 

25 timely manner, objections to that subpoena raising certain 

16 j 
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1 


objections. 


1 


1 

MR. VEZEAU: Thank you. | 


2 


I believe, as to some of the categories of 


2 


MR. HARTH: As to the non-privileged 


3 


items in the subpoena, there will be no responsive documents 


3 


documents that are responsive to items 1 , 2, and 3, when 1 


4 


within the possession, custody, or control of the 


4 


will those be produced? j 


5 


university. 


5 


MR. HOSKINS: Well, again, we've objected to j 


6 


As to others, there will be some documents 


6 


the entire subpoena. Those 1 have no plan right now to j 


7 


that are responsive, some of which will be privileged in the 


7 


produce those documents until such time as either an J 


8 


nature of attorney-client privilege; others of which may be 


8 


agreement is reached with counsel for Cambridge Antibody 1 


9 


privileged in the sense of they may contain trade secrets or 


9 


Technology or until such time as a court orders us to do so. j 


10 


other confidential information of a research, development, 


10 


BY MR. HARTH: j 


11 


or commercial interest to the university. But those 


11 


Q. And, Dr. Smith, have you brought any additional 


12 


documents do exist. 


12 


documents with you today? 


13 


As to item 4 of the subpoena served upon Mr. 


13 


A. Beyond what the - I showed you yesterday, no. So 1 


14 


Wright that's Marvin E. "Bunky" Wright - I will say that 


14 


you've seen all the documents that I have produced in | 


15 


item No. 4 is a very broad and expansive request, the exact 


15 


response to the subpoena. | 


16 


nature of the documents responsive to which we don't yet 


16 


Q. All right. How old a man are you? E 


17 


known and it will take a considerable period of time to 


17 


A. 61. | 


18 


gather those documents. 


18 


Q. How long have you been a professor at the | 


19 


MR. VEZEAU: I believe you indicated off the 


19 


University of Missouri? 1 


20 


record that you thought that might take a couple of weeks? 


20 


A. Since 1975. 1 


21 


MR. HOSKINS: Yes, that's correct. If we're 


21 


Q. Did you happen to bring a CV with you today? 


22 


ordered to produce those and have to go to the time and 


22 


A. No. 


23 


expense of doing that, I think it will take a couple of 


23 


Q. Do you have a CV? 


24 


weeks before the documents can be gathered, reviewed, and 


24 


A. Yes. 


25 


identified as those privileged documents that exist in that 
' 17 


25 


Q. Would you be agreeable to providing both counsel j 
.9 


1 


document. 


1 


with a copy of that CV - j 


2 


MR. VEZEAU: My understanding was you were 


2 


A. Yes. ] 


3 


going to take a look in the areas that you felt they would 


3 


Q. -- when we're through with the deposition? 1 


4 


be found, and do a reasonable search. Are you saying now 


4 


A. Yes. | 


5 


that you're not going to do that? 


5 


Q. Are you an inventor on any issued patents? j 


6 


MR. HOSKINS: As to items 1, 2, and 3 of the 


6 


A. Yes. I 


7 


subpoena, I believe that's already been done. 


7 


Q. Can you identify those patents? j 


8 


MR. VEZEAU: Okay. 


8 


A. I am an inventor on -- 1 don't know what the title | 


9 


MR. HOSKINS: We have done a reasonable 


9 


is, but it's a display of conopeptides on phage. So it's an ] 


10 


search. We believe we have the documents either in 


10 


issued patent. And I am afraid I didn't bring the patent ! 


1 1 


combination with what Dr. Smith has produced that arguably 


11 


number. 


12 


might be within the possession, custody, and control of the 


12 


Q. All right. So there's that's one patent? 1 


13 


university, and from other offices of the university. 


13 


A. Yes. 1 


14 


As to item 4, it's so broad and expansive, 


14 


Q. And that's the only one? | 


15 


we have done no search of those « for those documents, 


15 


A. I believe that's the only one. j 


16 


believing it could not be accomplished by today's date for 


16 


Q. Who is Jorge Goldstein, to your understanding? \ 


17 


production of those documents, and opted instead to file the 


17 


A. He's an attorney for the - attorney for the 1 


18 


objections. 


18 


company, Enzon, that was pursuing the patent originally | 


19 


MR. VEZEAU: Are you going to do a search? 


19 


filed by Genex Corporation for single-chain antibodies « j 


20 


MR. HOSKINS: I think that remains to be 


20 


display of single-chain antibodies on living organisms. I'm j 


21 


seen. I'm not making a commitment to do that broad and 


21 


not sure exactly what their wording was, but it was a patent j 


22 


expansive search unless we can reach some agreement on 


22 


application that arguably could be phage display of \ 


23 


narrowing it or somehow subsidizing the expense involved for 


23 


antibodies, could cover that field. ] 


24 


the university in doing such a search or pursuant to a court 


24 


Q. At some time were you named or added as an j 


25 


order that says we should do that. 

18 


25 


inventor on that enzyme application? 

20 I 

I 
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1 


A. Yes, 1 was. I was - I don't know what the legal 


1 


making modifications to one of the coat protein genes of j 


2 


term was, but the invention was enlarged in some way to 


2 


filamentous phage called gene III. And because that coat 


3 


include me as a co-inventor. 


3 


protein seemed to tolerate many large modifications, 1 


4 


Q. And was it your belief that Mr. Goldstein was 


4 


thought that it would be possible to put some foreign piece 


5 


representing you personally in connection with that enzyme 


5 


of protein from some completely different source into that 


6 


application? 


6 


coat protein so that it was displayed on the surface of the 


7 


A. Me personally? No. I think he was representing 


7 


filamentous phage. i 


8 


the company. 


8 


And there — I - there was a suitable vector that 


9 


MR. VEZEAU: Would you, David, clarify what 


9 


had encoded a foreign protein being worked on in that 


10 


company? 


10 


department. And I took a piece from that vector that 


11 


BY MR. HARTH: 


11 


encoded a part of that foreign protein; start with a couple \ 


12 


Q. What company are you talking about? 


12 


of pieces — 


13 


A. Enzon. 


13 


THE REPORTER: Are you saying "foreign" 


14 


THE REPORTER: Do you know how to spell that, 


14 


protein? 


15 


Doctor? 


15 


THE WITNESS: Foreign protein. Foreign. i 


16 


THE WITNESS: E-n-z-o-n. 


16 


BY MR. HARTH: 


17 


BY MR. HARTH: 


17 


Q. Do you remember what that foreign protein was? 


18 


Q. Dr. Smith, I'm going to hand you a document that 


18 


A. EcoRI endonuclease. That's capital E, little "c," 


19 


was previously marked as McCafferty Deposition Exhibit 13, 


19 


little "o," capital R, capital I as a Roman numeral. 


20 


the first page of which is a copy of the cover page of a 


20 


Q. Okay. What did you do with that EcoRI endonucleus j 


21 


book entitled "Phage Display of Peptides and Proteins, A 


21 


that — | 


22 


Laboratory Manual." 


22 


A. Endonuclease. 


23 


Are you familiar with that book? 


23 


Q. — endonuclease that was available to you at Dr. 


24 


A. Yes. 


24 


Webster's lab*? 


25 


O What was vour connection with the hook "Phapp 

. it lllil ttuj J KJ U 1 VvllllVwIlvIl Willi llllr U\J\Jt^ 1 ilAKv 

21 ' 


25 


A The ppne for that nrotein was cloned and I took 
23 


1 


Display of Peptides and Proteins"? 


I 


pieces of the gene that specified pieces of the endonuclease 


2 


A. 1 wrote a preface or introduction. I forgot what 


2 


and inserted them into the coat protein gene, the so-called 


3 


it was called. 


3 


gene III of filamentous phage. 


4 


Q. Can you confirm that the - 1 think it's called a 


4 


And then demonstrated in a somewhat indirect 


5 


foreword. 


5 


method that those pieces of the foreign protein, that EcoRI 


6 


A. Foreword. 


6 


endonuclease, were indeed displayed on the phage. 


7 


Q. Can you confirm that attached to McCafferty 


7 


Q. Did you publish a paper on that work? 


8 


Deposition Exhibit 1 3 is the foreword that you wrote? 


8 


A. Yes. In 1985, a paper in "Science" magazine. 


9 


A. Yes. 


9 


MR. HARTH: Would you mark this as Exhibit 2, 


10 


Q. I'm going to ask you some questions about that 


10 


please. 


11 


foreword and about the events that you talk about in that 


11 


(SMITH DEPOSITION EXHIBIT NO. 2 WAS MARKED 


12 


foreword. 


12 


FOR IDENTIFICAION BY THE REPORTER.) 


13 


On the very first page, in the second paragraph, 


13 




14 


you talk about phage display having "its genesis in May 


14 


BY MR. HARTH: 


15 


1984." Do you see that? 


15 


Q. I'm handing you what we have marked as Smith 


16 


A. Yes. 


16 


Deposition Exhibit 2. Is that the article that you 


17 


Q. I wonder if you could describe for us, in your own 


17 


published in "Science"? 


18 


words, what happened in May of 1984 that you consider to be 


18 


A. Yes. 


19 


the genesis of phage display? 


19 


Q. And this article describes your insertion of the 


20 


A. Well, I had been working on sabbatical in Bob 


20 


foreign « the gene for the foreign protein into the gene 


21 


Webster's lab at the department of biochemistry in « at 


21 


for gene HI and the display of that protein on - 


22 


Duke University. And I had been doing a number of 


22 


A. Yes. 


23 


experiments with filamentous phage, which was his specialty 


23 


Q. -the phage? 


24 


and which I had come to work on as well. 


24 


A. Yes. 


25 


And the among the things that I was doing was 
22 


25 


Q. Now, in your foreword, you say that by 1988 Steve 
24 
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1 Parmley, a graduate student in your lab, had developed a 

2 practical display vector and a very effective affinity 

3 selection method. 

4 What was that practical display vector that you're 

5 referring to in the foreword? 

6 A. Well, there were a series of vectors. They were 

7 called fUSE vectors. 

8 So that's spelled lower case "f ' and then upper 

9 case U-S-E. 

1 0 And there were a series of them that he 

1 1 constructed. But basically they were the same type of 

1 2 vector. 

1 3 And they put -- they put a cloning site, which is 

1 4 a site for a restriction endonuclease, that was unique in 

1 5 the whole virus chromosome, in a suitable place in the 

16 filamentous phage gene III. This is the gene for the coat 

1 7 protein into which we were displaying foreign domains. 

18 So it would have been similar to the original 

19 experiments that I did in Webster's lab. But, here, that 

20 cloning site made the display easier to do and also put the 

21 foreign domain in a different location in the coat protein. 

22 Q. What was that location? 

23 A. The original work in Webster's lab put the foreign 

24 domain roughly in the middle of the protein. Steve 

25 Parmley's work tried a number of locations, but the one that 

25 



1 MR. VEZEAU: Objection, lack of foundation 

2 and alternative. 

3 BY MR. HARTH: 

4 Q. Let me ask it this way. Was Dr. Parmley able to 

5 display anything using a phagemid system? 

6 A. Yes. 

7 Q. What was it that he was able to display? 

8 A. Can I give an answer that I'm not a hundred 

9 percent sure of? 

10 Q. Go ahead. 

11 A. I believe it was pieces of the E. coli lacZ gene 

12 that encodes a protein called Beta-galactosidase. I do have 

1 3 the books, but - so I'd have to look at them to be sure of 

14 that. 

15 Q. Okay. What books do you mean? 

16 A. Well, maybe his lab books. But his thesis is 

1 7 here, and it may be in that thesis. 

18 Q. All right. 

19 A.I actually can't remember whether that work on 

20 phagemid is in his thesis. 

21 Q. Can you also describe, at least in general terms, 

22 the very effective affinity selection method that you refer 

23 to in the foreword? 

24 A. The general idea is to start with some binding 

25 protein or binding entity, such as an antibody in his 

27 



1 seemed to work the best by his criteria was putting the 

2 foreign domain at the N. terminus, the beginning of the 

3 protein. 

4 Q. Did Dr. Parmley's work involve what is known as a 

5 phagemid? 

6 A. Parmley tried a number of types of vectors, one of 

7 which was a series of phagemid vectors called pIG3 vectors. 

8 So that's lower case "p," capital I, capital G, 

9 and then the numeral 3. 

10 These were standard phagemids, which was a well- 

1 1 developed technology at the time. But they had, in addition 

1 2 to the standard features of a phagemid, they had a copy of 

13 the - a modified version of the gene III protein. 

1 4 Q. How was the gene III protein modified in this 

15 phagemid? 

16 A. The phagemid had a modified gene III protein that 

17 had a suitable, a convenient cloning site, as we call it, a 

18 restriction site that was unique in the whole construct and 

19 it allowed foreign domains to be easily — the coding 

20 sequence for foreign domains to be easily inserted into the 

21 vector at that point. 

22 Q. All right. And was Dr. Parmley able to 

23 successfully display proteins or peptides on « using these 

24 phagemids? 

25 A. Yes. 

26 



1 case it was an antibody and immobilize it onto a surface. 

2 In his case it was just the surface of a plastic petri dish. 

3 And then expose that surface to a mixture of bacteria phage, 

4 filamentous bacteria phage. 

5 A tiny number of the phage would be phage 

6 displaying a foreign domain that the antibody recognizes. 

7 And the vast bulk of the phage would be phage that don't 

8 display that domain, empty phage. 

9 And after exposing that surface, then the surface 

1 0 is washed so anything that is not bound to the surface is 

1 1 removed. And the phage that were bound by the antibody 

12 would be retained. 

13 Then what he showed was that the phage that bound 

14 were overwhelmingly the phage that displayed the foreign 

15 domain recognized by the antibody. 

16 Whereas, the background phage, which were 

1 7 overwhelmingly numerous in the initial mixture of phage, 

1 8 were mostly gone. That was the - what ultimate ~ he 

19 called it biopanning, but ultimately this came to be called 

20 affinity selection. 

21 Q. Now, you describe lunch on January 19, 1988, as an 

22 epiphany. Why was that? 

23 A. I was visiting the malaria group at the National 

24 Institutes of Health and two of the young workers there. 

25 Vidal de la Cruz and Tom McCutchan, who was his supervisor 
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1 


who had invited me there, were telling me about some work of 


1 


Q. Let me show you what we've marked as Smith 




2 


Mario Geysen. 


2 


Deposition Exhibit No. 3. Is this a copy of the article in 




3 


THE WITNESS: Do you want the spelling? 


3 


"Gene" by Dr. Parmley and yourself that you were just 




4 


THE REPORTER: Uh-huh. 


4 


referring to? - 




5 


THE WITNESS: Mario is M-a-r-i-o. And Geysen 


5 


A. Yes. I see that I got the date slightly wrong, so 




6 


is G-e-y-s-e-n. 


6 


it's late in nineteen - published late in 1 988. 




7 


A. Mario Geysen had made libraries, random libraries, 


7 


Q. All right. 




8 


of peptides by chemical means. 


8 


A. This is the right paper. 




9 


And the gist of the conversation between Vidal, 


9 


Q. Did you submit a grant application to the National 




10 


Tom, and me was essentially the same experiments of making 


10 


Institute of Health in 1988 with respect to seeking funding 


If j 


11 


libraries could be done with filamentous phage. 


11 


for work on this epitope library idea? 




12 


And although Mario Geysen developed clever 


12 


A. Yes. 




13 


techniques for surveying/screening his chemical libraries of 


13 


Q. I'm going to show you what was previously marked 




14 


peptides for peptides that would bind to some target protein 


14 


as Pope Deposition Exhibit 2, which is in fact two 




15 


such as an antibody, phage display would make that much 


15 


documents. And if you would look, you'll see the very first :| ] 


16 


easier and make it possible to survey libraries many orders 


16 


page of this document is marked CM 009441, and if we go 


■ 


17 


of magnitude larger. 


17 


through until you get to CM 009480. I want to ask you about j 


18 


That was the general gist of that conversation. 


18 


that section of this exhibit. 


t 


19 


Q. And did you come up with a term for that idea? 


19 


A. Okay. 


I 


20 


A. Ultimately, we called it an epitope library. I'm 


20 


Q. Do these pages from Pope Deposition Exhibit 2. 


Ik 


21 


actually not sure of what 1 don't know if I had a term at 


21 


that is CM 009441 through CM 009480 -- what are those pages? 


22 


the time. 


22 


What is that section? j" 


23 


Q. But in your later work when you're talking about 


23 


A. That is a grant proposal — actually could I -- f 


. 24 


epitope libraries, that refers back to that lunch in January 


24 


Q. Yeah, take your time and make sure you're sure. \ 




25 


of- 

29 


25 


A. This is a grant proposal that was submitted in \ 
31 [ 


1 


A. Yes. 


1 


mi. ^- 


2 


Q. - nineteen - 


2 


Q. 1987? 




3 


A. '88. 


3 


A. Yes. The beginning funding date is 4/1/88, but j 




4 


Q. -eighty-eight? 


4 


the submission « I'm afraid I didn't bring my folder on * 




5 


And did you, in fact, publish later in 1988 on 


5 


this grant proposal. But the submission would have been; 




6 


this idea of an epitope library? 


6 


July or June of '87 probably. I believe that's when you 




7 


A. Steve Parmley and I published a paper in "Gene" 


7 


would have to submit for a 4/1/88 — 




8 


around the summer of 1988. And that paper detailed Steve's 


8 


Q. All right. 




9 


work on developing display vectors, especially the fUSE 


9 


A. — starting date. And this covers the idea of 




10 


vectors. 


10 


what we were calling fusion phage at the time. 1 presented 


1 1 


But it contained in it, I think in the discussion 


11 


it as a continuation of our work on filamentous phage 




12 


section « I haven't read the paper in awhile, but it's 


12 


physiology, but it does not, I believe - I can't imagine it 




13 


probably in the discussion section a short, speculative 


13 


would cover the epitope library concept because it was 




14 


sentence to the effect that this could be used to display 


14 


submitted before January of 1988. 




15 


random peptides that we would call -- what we would call an 


15 


Q. AH right. 




16 


epitope library. 


16 


A. And I don't see any reference to the epitope 




17 


Q. At that point you had not actually created an 


17 


library. 




16 


epitope library? 


18 


Q. All right. If you'll then continue with this 




19 


A. No. We were trying to, but as of that point - 


19 


document, starting on CM 009481 and continuing to the end of 


20 


well. I don't ~ I'm not sure, actually. I'm not sure 


20 


the document, what is that? 




21 


exactly about the timing here. 


21 


A. This is a submission -- it's a resubmission of a 




22 


(SMITH DEPOSITION EXHIBIT NO. 3 WAS MARKED 


22 


proposal for a grant to support research on what I'm now 




23 


FOR IDENTIFICATION BY THE REPORTER.) 


23 


calling filamentous fusion phage. 




24 




24 


So in contrast to the previous proposal that was 




25 


BY MR. HARTH: 

30 


25 


part of this exhibit, the focus of this is entirely on 
32 
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1 filamentous fusion phage rather than on phage physiology in 

2 general. 

3 And this covers the - this proposal covers the 

4 concept of the epitope library, as did its predecessor. 

5 This is a resubmission of a proposal that was not funded. 

6 And the — it also covers the concept of infectious 

7 libraries -- of infectious antibodies, which would now be ^ 

8 called phage antibodies. 1 

9 Q. What was the date this grant application starting | 

1 0 on 9/4/8 1 was submitted? i 

11 A. The deadline for this submission was 11/1/1988. I |, 

12 have looked for documentation of this, but I know that I - !/ 

1 3 I don't know, but I'm pretty sure that I submitted a few V 

14 modified pages of this documentation. And the modifications 

1 5 had to do with what we would now call phage antibodies. \ 

1 6 That would have been -- those modifications would have been ; 

17 at 1 1/1/88 or no more than a day or two after that 

1 8 Q. And does the copy of the grant application 

1 9 starting at 948 1 , does that have the modified pages? 

20 A. Yes. It is the modified pages. And I have sought 

2 1 in vain for the proposal that was originally submitted. 

22 Q. All right. So the proposal with the modified 

23 pages was submitted on November 1 , 1 988? 

24 MR. VEZEAU: Objection, leading, lack of 

25 foundation. 

33 

'i 


1 

1 We'll send you and Mr. Hoskins a letter following the j 

2 deposition reiterating these requests. £. j 

3 Do you recall why it was — let me step back. ? . 

4 Was the application that you've identified as j. 

5 being submitted around July of 1987 that starts at 9441 at \ 

6 the beginning of Pope Exhibit 2, was that grant funded? j 

7 A. No. l\ l 

8 Q. And was the in-between grant that you think was ; j 

9 filed about March of 1988 funded? £ j 

10 A. No. J 1 

11 Q. Do you recall the reasons why that March 1988 \ j 

12 grant was not funded? \ j 

13 A.I have - the introduction to the grant that was i * 

14 submitted 1 1/1/88 is a rebuttal of those » of the \ j 

15 criticisms of the previous proposal. jj| j 

16 Q. Could you just identify the Bates number of— ff { 

17 A. The- [ j 

18 Q. - where that starts? V j 

19 A. -CM number? j \ 

20 Q. Yes. j. } 

21 A . The CM number of the introduction is CM 949 1 i j 

22 through 9492. So there were - the objections had to do" j 

23 with construction of libraries that I regarded as a S 

24 misunderstanding of "construction of libraries." rp 1 

25 Q. So that March of 1 988 grant did include the idea. . 

35 p 


$ 

1 BY MR. HARTH: 

2 Q. When was the modified proposal submitted? ; 

3 A. I cannot find records of that, but within a day or 

4 two of 1 1/1/88 is my best of my recollection. 

5 Q. Now, you say that the 1 1/1/88 grant application \ 

6 was a resubmission of an earlier application. Was that 

7 earlier application the application that constitutes the 

8 first half of Pope Exhibit 2? | 

9 A. No. There was one in between. \ 

1 0 Q. There was one in between, all right. [ 

11 A. And it would have had the title Filamentous Fusion J 

1 2 Phage rather than the title Filamentous Phage Physiology. \. 

13 Q. Do you know when that in-between grant was \ 

14 submitted? \ 

15 A. Let me calculate. 

1 6 I'm not sure, but my guess is March of 1 988, early ! 

17 in 1 988. I don't remember the NIH deadlines then. ^ 

1 8 Q. And do you still have a copy of that earlier 

1 9 in-between grant application? £ 

20 A. Yes. I didn't bring it with me. >' 

21 Q. Ail right. ■ 

22 A. I'm sure 1 do. [ 

23 Q. All right. I'm going to request that you provide (• 

24 both sides with a copy of that. This is now the second 

25 request I've made from you. And I'll keep track of it. 

34 « 


1 of the epitope libraries? 

2 A. Yes, it included the idea of an epitope library. j 

3 Q. Did it include the idea of phage antibodies? j 

4 A. No. , j 

5 Q. And that was added to the proposal - pr \ 

6 A. The resubmission - 

7 Q. - the resubmission? 

8 A. - contained a proposal of phage ~ what now would 

9 be called phage antibodies. 

10 Q. All right. 

11 A. So the objections had to do with the library 

1 2 construction, that affinity purification didn't represent a { 

1 3 technological advance, about whether peptides would be 1 

14 efficiently displayed, about folding of peptides displayed 

1 5 on phage, and then about the quality of the peptide ligands 

16 that would emerge from the proposed affinity selection 

1 7 procedures. 

1 8 And that's - at least those are the criticisms 

1 9 that I responded to. |- 

20 Q. All right. In the foreword to "Phage Display of \ 

21 Peptides and Proteins," you talk about how, "In October of 

22 1988, while preparing to resubmit my NIH proposal. ..I : 

23 happened to read the 'Science' article by Bird, et al. on i 

24 single-chain antibodies, I was inspired by a new vision." | 

25 I'm going to ask you to first look at what was i 

36 
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1 marked at a previous deposition as CAT 30(b)(6) Exhibit 26 

2 and ask you whether this is a copy of the article by Dr. 

3 Bird that you were referring to in your foreword? j 

4 A. Yes, this was the article. 

5 Q. And describe for us in your own words the new 

6 vision that came to you upon reading that, the Bird article 

7 A. This article by Bird, et al., describes making an 

8 engineered version of an antibody which pares the antibody I 

9 molecule down to kind of the minimal structure that could be I 

1 0 expected to have the specific binding properties of a whole 

1 1 antibody. 

12 So the pared-down protein is called a single-chain 

13 antibody. It has several other names as well. And it is 

14 about 200 -- a little bit more than 200 amino acids long, r 

1 5 roughly 1 1 0 amino acids of heavy chain, 1 1 0 amino acids of \ : 

16 light chain: the two chains that make up natural :■' 

1 7 antibodies. But just the 110 amino acids of the two chains 

1 8 that actually have the binding structures that bind ; 

1 9 specifically to antigen, and then they're connected by a 

20 linker. 

21 And the vision was that this would be potentially 

22 a molecule that was simple enough to display on filamentous 

23 phage. And that if that could be accomplished and the 

24 protein retained its ability to bind specifically to 

25 antigen, then ultimately it might be possible to construct 

37 ' i 



1 paratopes or single-chain fragments of interest? 

2 MR. VEZEAU: Objection, lack of foundation. 

3 BY MR. HARTH: 

4 Q. You can answer. 

5 A. I envisioned using affinity selection or, quotes, 

6 biopanning. The idea would be the same as we envisioned in 

7 the case of -- the same as Steve Parmley had demonstrated. 

8 The target antigen would be immobilized on a 

9 plastic surface. And the library of phage displaying pared- 

10 down antibodies would be exposed -- the surface would be 

1 1 exposed to that library, and those phage that display a 

12 single-chain antibody or paratope or pared-down antibody 

1 3 that would bind to the antigen would be retained on the 

14 surface. And other phage-displaying antibodies that don't 

15 bind to the antigen would be washed away. And then what 

16 remained on the plate would be eluted and would represent \ 

1 7 the antibodies of interest. t>, 

18 MR. HARTH: AH right. Why don't we take a 

19 short break. I want to get some of the copies that have 

20 been made. I see that they're back in the room. And we 

21 usually take a break every 80 or 90 minutes or so. Let's do 

22 that now and in ten minutes we'll pick it up again. 

23 (Recess.) 

24 (SMITH DEPOSITION EXHIBIT NO. 4 WAS MARKED 

25 FOR IDENTIFICATION BY THE REPORTER.) 
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f 

1 what I - in my own terminology at the time, I called it a 

2 paratope library that was analogous to the epitope library, r 

3 So an epitope library was a huge array of peptides \ 

4 displayed on filamentous phage. And some of those peptides 

5 might be expected to bind to any particular target antibody, j 

6 The paratope library concept would reverse the \ 

7 roles of epitope and paratope. Paratope was the name for ; 

8 the pared-down antibody. You'd have a very large library of 

9 pared-down antibodies or paratopes displayed on filamentous 

10 phage. [ 

1 1 And the user could put use any antigen of ) 

1 2 interest and use that antigen to select out of that huge \. 

1 3 library of displayed-on-phage those few pared-down { 

14 antibodies, those few single-chain antibodies or paratopes, ? 

15 as I called them, that would bind to their particular \ 

16 antigen. j 

1 7 So this would be a way of obtaining monoclonal 

1 8 antibodies that didn't involve animals or culturing animal 

1 9 cells in vitro. That would be a micro -- a simple 

20 microbiological procedure for making antibodies. 

2 1 Q. Did you envision using the biopanning method that 

22 we've talked about in connection with this? 

23 MR. VEZEAU: Objection, leading. 

24 BY MR. HARTH: 

25 Q. How did you envision being able to select the 
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MR. HARMON: Back on record. 
BY MR. HARTH: 

Q. Dr. Smith, you previously testified that you have 
incorporated this new vision concerning phage antibodies 
into your November I, 1988, grant proposal. And I'd simply 
like you to confirm that Smith Deposition Exhibit 4, which 
is a copy taken from your files, is indeed that grant 
application. 

MR. VEZEAU: Can you give us a second so we 
can see if we can find the same document? 

MR. HARTH: It's right at the end. 
MR. VEZEAU: Okay. Thank you. 
THE WITNESS: What was the question? 
BY MR. HARTH: 

Q. The question is, is Smith Deposition Exhibit 4 a 
copy of your November 1, 1988, NIH grant application taken 
from your file? 
A. Yes. 

(SMITH DEPOSITION EXHIBIT NO. 5 WAS MARKED 
FOR IDENTIFICATION BY THE REPORTER.) 



BY MR. HARTH: 

Q. I'd now like to hand you what we've marked as 
Smith Deposition Exhibit 5, which is a copy of another 
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1 document taken from your files. 1 

2 MR. VEZEAU: May we see that, please? \ 

3 MR. HARTH: Toward the front. \ 

4 MR. VEZEAU: Thank you. 

5 BY MR. HARTH: 

6 Q. Can you identify this document? 

7 A. This is an application for a National Research 

8 Service Award, would be a senior well, you might call it 

9 a fellowship, to spend a year working with Genex on - just 

10 make sure that this is the one that I think it is -- with 

1 1 Genex Corporation on developing the concept of an epitope 

1 2 library - I'm sorry, of a phage antibody library, what we 

13 called a paratope library. 

1 4 Q. What was the date of this application? 

1 5 MR. VEZEAU: Objection, lack of foundation. 

16 BY MR. HARTH: 

1 7 A. Am I supposed -- 

18 Q. You can answer, yes. 

19 A. I believe the deadline was January of '89. I have 

20 down the - in the signature space, the date is -- 1 haven't 

21 got my signature there, but the date I've written in as 

22 January 2, 1989. And I believe that I typed this front page 

23 personally. 

24 Q. Did you actually submit this application? 

25 A. Yes. It was not - it was not accepted. 

41 ' 


L 

1 the members of the study section and the officers from NIH H 

2 that ran the study section. ^ j 

3 Q. When were you informed that the grant had been ( 

4 accepted? - ^ j 

5 A. I can just give you a rough time. My guess would % * 

6 be the middle of April of '89. I know that the study p j 

7 section met — it's the February /March study section, series f>. 

8 of study sections. I don't know exactly when they met. S 

9 I see a note up here on the top that says M.Z. ¥ 

10 4/14/89. My guess is that was Marian Zatzman, who was the 

1 1 program officer for the agency that would be administering j£ 

12 this proposal. h\ 

13 So my guess is that it went through her office 

14 then, so I would probably have gotten it soon after that. j 

1 5 She was was very expeditious about sending out her resumes, 

16 her summary statements. f ; 

17 Q. Were you required to respond to the pink sheet, j- 

18 Exhibit 6? \- : 

19 A. Apart from saying "hooray"? No. .1 

20 Q. Did you learn from this pink sheet that the grant ; \ 

2 1 had been accepted or — £ 

l 

22 A. I learned that the grant was - well, if you'll ; 

23 look on the first page, it received a priority score of I 

24 130 and a percentile rating of 6.3. And that was clearly f 

25 going to be in the funding zone for this round of NIH ; 


1 Q. All right. It was not accepted in what sense? 

2 A. Not in the sense that they did not, did not accept 

3 this proposal and review it. 

4 Q. Because it was late? 

5 MR. VEZEAU: Objection, leading. 

6 BY MR. HARTH: 

7 Q. Why was that? 

8 A. The reason was that the letters of recommendation, 

9 according to new rules that I was not aware of, had to be, 

10 I believe it was, part of the application. It was something ; 

11 to do with the letters of recommendation that had to support * 

12 this proposal. So it was not accepted for review by NIH. ; 

1 3 Q. Was the NIH application, Smith Deposition Exhibit ^ 

14 4, granted? *. 

15 A. Yes, that was funded. 

1 6 (SMITH DEPOSITION EXHIBIT NO. 6 WAS MARKED 

1 7 FOR IDENTIFICATION BY THE REPORTER.) 
18 

19 BY MR. HARTH: 

20 Q. I'm handing you what we've marked as Smith 

21 Deposition Exhibit 6. What is that document? 

22 A. This is called the summary statement or in sort of 

23 a jargon, the pink sheet. It is a critique summarizing « a 

24 critique of the proposal, summarizing the comments of the 

25 study section. And then that's followed by just a list of 

42 


1 funding. j | 

2 So that meant -- this is not a formal notification ; j 

3 of funding; but to all intents and purposes, it meant I was ! 

4 going to be funded. • j 

5 Q. Were you in fact funded? V\ 

6 A. Yes. \ \ 

7 Q. What was the effective date of the grant? \. \ 

8 A. Of the starting of the grant? |. \ 

9 Q, (Nodding head.) f j 

10 A. I believe as the requested date, which would have> 

1 1 been 7/1/89 - that is July 1, 1989. I think that's when f 

12 it started. | 

1 3 Q. You stated that the single-chain antibody $ 

14 fragments discussed in the Bird article typically are in the 

1 5 realm of 200 amino acids long? 

16 A. Well, it's- j 

17 MR. VEZEAU: Objection, lack of foundation. 

1 8 For your information, I will state objections 

19 on the record. I don't know if you've been in a deposition 

20 before. I 

21 THE WITNESS: (Shaking head.) 

22 MR. VEZEAU: But those are for the judge to 

23 rule on. If I think a question -- and David will do it when 

24 I question you -- is improper, I'll state my objection. And 

25 that's for the court to rule on. j 

44 
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1 


Certainly, if you can answer the question and f 


i 


f 

A. Yes. 




2 


you know the answer, you should. So I hope my objections/ 


2 


Q. How did you think you could achieve the display of 




3 


don't upset you. It's not intended really for you as an i 


3 


phage antibodies as described in your November 1, 1988, 




4 


audience. 1 


4 


grant application when those fragments would be somewhere in 




5 


f. 

THE WITNESS: I understand. f 


5 


the neighborhood of 675 base pairs, when in an article that 




6 


MR. VEZEAU: Okay. 1 


6 


you had published earlier in the year, you had stated that 




7 


BY MR. HARTH: [ 


7 


inserts that exceed 335 base pairs may lead to excessive 




8 


A. About 230, 250 amino acids. [ 


8 


breakdown and recommended using fragments of 1 00 to 300 base i 


9 


Q. AH right. How many base pairs would that be? 


9 


pair? 




10 


A. The number of base pairs in the coding sequence is 


10 


MR. VEZEAU: Objection, lack of foundation 




11 


three times of the number of amino acids, so that would be, 


11 


and misstates the witness's testimony as to the number of 1 


i 


12 


about 750 amino acids — 700 to 750, in that region. 


12 


base pairs. You said 650. 


w \ 


13 


MR. VEZEAU: You said amino acids. Did you ' 


13 


BY MR. HARTH: f 


14 


mean base pairs? 


14 


Q. And you said...? *:• 


15 


THE WITNESS: Sorry. 


15 


A. I think I said around 700 to 750. : 




16 


BY MR. HARTH: 


16 


Q. All right. But the point is that the antibody 




17 


A. The number of base pairs is three times the number > 


17 


fragments that Bird was talking about were significantly 




18 


of amino acids. So the number of base pairs would have been 


18 


more than 335 base pairs, correct? 




19 


700 to 750 or so. 


19 


A. Yes. 




20 


Q. I'm going to ask you to take another look at Smith 


20 


Q. And so how was it that you thought you could 




21 


Deposition Exhibit 3, which is the Parmley and Smith article 


21 


display single chain fragments of 700 or 750 base pairs in 




22 


in "Gene." 


22 


light of the statement that I just read you from the "Gene" 




23 


A. Yes. 


23 


article? 




24 


Q. Would you look at page 3 1 5 of that article, which 


24 


A. The reservations that Steve Parmley and I 




25 


also has a Bates stamp number in the lower right-hand corner 
45' 

t 


25 


expressed in that "Gene" paper that you just quoted from 
47 




1 


\ 

of M 01 1627? Do you have that? 


1 


weren't meant to be formal or strict guidelines. They were 




2 


A. Yes. 


2 


very informal recommendations. 




3 


Q. And if you'll look in the upper left-hand corner 


3 


And at the time we did not — we did not realize 




4 


of that page, starting five lines down, the following 


4 


that there would be a strong motivation for considering much 


5 


statement is made: "These results demonstrate the ability 


5 


larger inserts. When the Bird, et al., paper became -- when 




6 


of fUSE vectors to accept inserts up to 335 bp" 


6 


I became aware of the Bird, et al., paper that you've 




7 


WTiat does "bp" stand for? / 


7 


already mentioned, that provided a strong motivation for 




8 


A. Base pairs. 


8 


considering much larger inserts. And certainly at the time 




9 


Q. - parentheses perhaps more parentheses and 


9 


I did not consider that, our recommendation against longer 




10 


express the foreign aa" - 


10 


inserts, to be deterrent to considering the much larger 




11 


Which means...? 


11 


inserts that would be required for a phage antibody library 




12 


A. Amino acid. Amino acids. 


12 


as we would now call it - 


{ 


13 


Q. -"encoded in the inserts on the surface of the * 


13 


MR. VEZEAU: Would you - 




14 


virion"? 


14 


A. -- display of phage on -- display of antibodies on 




15 


A. VEER-e-on. 


15 


phage. 




16 


Q. VEER-e-on. "Some inserts by their very nature * 


16 


MR. VEZEAU: Would you mark that portion of 




17 


will affect pill function. Inserts that contain anchor - f 


17 


the transcript so I can come back to that? Will you be able 




18 


domains or other hydrophobic segments may stop transfer of 


18 


to do that? 


\ 


19 


pill into the host membrane" -- citing Davis and Model, 1985 


£ 


19 


THE REPORTER: (Nodding head.) 


20 


"and presumably would not be tolerated. Inserts that 


20 


MR. VEZEAU: Thank you. 




21 


exceed 335 base pairs may lead to excessive breakdown of the ( 


21 


MR. HARTH: Would you mark this, please. 


i 


22 


fusion protein or otherwise impair pill function, so for the 


i 


22 


BY MR. HARTH: 


C 


23 


time being we recommend using fragments of 100 to 300 base 


23 


A. Shall I continue this answer? 


r 


24 


pairs." f 


24 


Q. Yes, please. 




25 


Did 1 read that correctly? 

46 

1 




25 


A. There were also, as I tried to spell out in the 
48 





12 (Pages 45 to 48) 

BREDEMAN & ASSOCIATES, INC. 
(573) 636-2742 * (888) 828-2742 * (573) 364-6336 



5/14/2002 



George P. Smith, Ph.D. 
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\ 

grant proposal submitted November 1 , '88, there were some \ 


1 


f 

to report periodically to the NIH on your progress? ] 


> 

* ! 


^ 


considerations about single-chain domains, single-chain | 


2 


MR. VEZEAU: Objection, lack of foundation as 


/■ i 

'< \ 


3 


antibodies, that might make it a little easier because -- J 
than a -- rant (phonetic) of most inserts of that size \ 


3 


to who the recipient was. 


j: 


4 


4 


BY MR. HARTH: 


* i 1 
K | 


5 


because it was reasonable to expect it would be a folded \ 


5 


A. Yes. Any recipient of a NIH grant has to apply 


6 


domain. { 

A J _ /V IJJJ * 1 t ■ 1*11 / 

And a folded domain would be more likely, we I 


6 


for what's called a noncompeting continuation, which would 


F.Y \ 


7 


7 


include a short progress report; and at the end of the 


8 


thought, to survive degradation in the relevant compartment | 


8 


granting period, either submit a competitive renewal 






of the cell, which is the periplasm. So that they might be } 


9 


proposal, which would include a summary of what you did in 


i | 


10 


a particularly favorable case for displaying large domains ji 


10 


the previous - under the previous grant period, or a final 


; j 


1 1 


than an average, randomly chosen segment of the amino acids ? 
of the same length. u 


11 


report. 




12 


12 


Q. At the end of the grant period? 




13 


MR. HARTH: Would you mark this, please? {' 


13 


A. Right. They have to have a final report either as 


I 


14 


(SMITH DEPOSITIN EXHIBIT NO. 7 WAS MARKED FOR;; 


14 


a final report itself or as the progress report for a 




15 


IDENTIFICATION BY THE REPORTER.) • 


15 


competitive renewal proposal. 




16 




16 


Q. All right. 




17 


BY MR. HARTH: 


17 


MR. HARTH: Would you mark this, please? 


! 


18 


Q. Let me hand you what we've marked as Smith 


18 


(SMITH DEPOSITION EXHIBIT NO. 8 WAS MARKED; j 


19 


Deposition Exhibit No. 7, which is a copy of a paper by 


19 


FOR IDENTIFICATION BY THE REPORTER.) 




20 


Skerra, S-k-e-r-r-a, and Pluckthun, P-l-u-c-k-t-h-u-n, 


20 






21 


entitled "Assembly of a Functional Immunoglobulin Fe 


21 


BY MR. HARTH: 




22 


Fragment in E. coli," which was published in "Science." Are 


22 


Q. Would you look at what we have marked as Smith 




23 


you familiar with this paper? 


23 


Deposition Exhibit 8 and tell me whether you can identify 




24 


A. Yes, I » yes, 1 know about this paper. You asked 


24 


that document? 




25 


"familiar." This is not a paper that I read every comma of 
49 ■ 


25 


A. This is the noncompeting and continuation 
51 




i 
1 


deeply. But I -- in a general way, I was acquainted with 


1 


application so, technically, it's termed Application for 




1 


this paper. 


2 


Continuation Grant. 


% 

\ ■ 


i 


Q. And did you become acquainted with this paper when 


3 


And it would request period - funding for the ? 
7/1/91 to 6/30/92 year of the grant, which would be so \ 


A 

4 


it came out or thereabouts? 


4 


5 


A. I can't answer that question. I would - my guess 


5 


that would be year 3. Let's see. '89 to '90, '90 to '91. \ 




0 


is that I was, but I don't know. I can't -- 1 can't 


6 


Yes. So it would be request for the year 3 and would \ 




7 


certify. And I have as far as I know, I have not quoted - 


7 


summarize progress in year 2. \ 




5 


not cited it anywhere. 


8 


Q. All right. And as part of this continuation 




o 


\J. All right. Did this paper have any effect on your 


9 


application, did you summarize your progress for the 




1 A 


thinking about the ability of antibody fragments to fold 


10. 


previous year? 




1 1 
1 1 


properly in periplasmic space? 


11 


A. Yes. 1 




1 1 


mk. vtz.tAU: Objection, lack of foundation 


12 


Q. Where does that appear in this document? \ 




13 


and leading. 


13 


A. Which page numbers do you want me to give you, the 


1 A 


BY MR. HARTH: 


14 


MO page numbers? 




1 e 

1 J 


A. I — at least indirectly it did because it was 


15 


Q. Yes, why don't do you that. 






pan of the growing field of showing successes in in vitro 


16 


A. Okay. The MO page numbers are 80550 to 80552. 




17 


expression of antibodies. 


17 


Q. And that section of the continuation application 


1 


IS 
1 o 


And if I — if this paper did not directly 


18 


reports on progress made during what period? 




19 


influence what I was thinking at the time, indirectly I was 


19 


A. That would be from July 1st — actually — so that 




20 


aware of the field. I was aware of the field, the successes 


20 


would be July 1, 1990, to June 30, 1991. 




21 


of the field. They were pretty well publicized. 


21 


Q. All right. I want to call your attention to page 


I 


il 


So I can say with a fair amount of assurance that 


22 


number MO80552. The first full paragraph on that page -- 




23 


this paper at least indirectly influenced my thinking. And 


23 


one, two, three -- seven lines down, there is a sentence 




24 


whether the paper itself did. I can't answer, as I've said. 


24 


that reads: "We ourselves have constructed a phage 


IS 

i j 


25 


Q. As a recipient of an NIH grant, were you required 


25 


displaying a single-chain anti-fluorescein antibody exactly 




50 




52 


V 
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1 


as planned in the original grant proposal." 


1 


\ 

Q. All right. | 


2 


Do you see that? j 


2 


A. And it wasn't until February 1 , according to this. 


3 


A. Yes. \ 


3 


I did not remember this correctly, but it wasn't until S 


4 


\ 

Q. The original grant proposal was which? ; 


4 


February 1 that we did the specific binding assays. And \ 


5 


A. That was the proposal that was submitted 1 1/1/88. j 


5 


that refers to a page number. Again, these -- neither of \ 


6 


Q. And had you in fact, during this time period, r 


6 


these two lab books is available anymore. \ 


7 


constructed a phage that displayed an anti-fluorescein | 


7 


Q. When did Ned Watson work in your lab? 


8 


antibody on its surface? ^ 


8 


a in n i • i • . i /* a - ^ r 1 C\f\l\ * 

A. Well, obviously it was before August 25, 1990, ; 


9 


A. Yes. A graduate student named Ned Watson, in my % 


9 


because he'd done a few experiments beforehand. So I guess \ 


10 


lab, had constructed - made this construct with the f 


10 


it must have been in the — earlier in the summer of that \ 


11 


anti-fluorescein single-chain antibody, which was the one f 


11 


year. He was doing a rotation, which meant a few months of 


12 


that was described in the Bird, et al. ( paper that you have 


12 


work in the laboratory just seeing how the laboratory is. 


13 


already referred to. 


13 


And I don't know when he stopped. My recollection 


14 


Q. When did Ned Watson accomplish this? : 


14 


was the end of December, but I think that may well be wrong 


15 


A. I can t tell you exactly because I no longer have 


15 


now because it's not likely he would have started, say, { 


16 


the notebooks covering that period, but the -- I'm pretty 


16 


beginning of August and worked all the way through the end 


17 


sure he started in the fall, possibly late summer of 1990. 


17 


of December on a rotation. So I'm not sure actually when he i 


18 


And I'm pretty sure he was basically finished by Christmas ; 


18 


worked in the laboratory. 


19 


of 1990. 


19 


And that would mean that the - if I'm correct 


20 


MR. VEZEAU: Objection, pure speculation. By 


20 


about that, the experiments demonstrating binding on 


21 


the way, your notes are in the pile of documents you gave 


21 


February 1, 1991, would have had to be - would have had to 


22 


us, your own chronology, so you might want to refer to that. 


22 


be done by me using his constructs. 


23 


THE WITNESS: Thank you. I have a chronology 


23 


Q. Do you know w r hat the reference M RDE" refers to? [ 


24 


in there? 


24 


A. RDE is a name of a lab book. And so RD refers to 


25 


MR. VEZEAU: Yes. I assume it's your 
53 • 


25 


Robert Davis. He's my chief technician. And E would be 
55 


1 


handwriting, maybe someone else s, but it was in your files. 


1 


book E of his books. And 65 would refer to the page number 


2 


MR. HAKI H: Let s mark it as an exhibit. 


2 


in that book. 


3 


(SMI iti UbPOSI I ION EXHIBIT NO. 9 WAS MARKED 


3 


So my guess is that he did at least some of the 


4 


FOR IDENTIFICATION BY THE REPORTER.) 


4 


manipulations for this experiment; otherwise, it wouldn't be 


5 




5 


in his book. If I did everything, it would be in another 


6 


BY MR. HARIH: 


6 


book like SE or SF; S for Smith and then a letter 


7 


Q. I'm going to hand you what we've marked as Smith 


7 


designation. 


S 


Exhibit 9. What is that this document? 


8 


Q. All right. Is Exhibit 9 in your handwriting? 


n 

y 


A. My — I'm not sure. But my guess is that this is 


9 


A. Yes, that's my handwriting. 


10 


a summary of significant dates that I submitted to the 


10 


Q. And did you prepare Exhibit 9 with reference to 


1 1 


lawyers for Enzon in pursuant of the patent on single-chain 


1 1 


the laboratory notebooks that are referenced? Did you have 


12 


antibodies. And it's a copy of that. 


12 


those in front of you 


13 


And it's accompanied - the original accompanied 


13 


A. Yes. 


14 


notebooks covering this work that I sent to thai to those 


14 


Q. « when you did this? 


15 


lawyers. Those notebooks got lost in the' mail. We have 


15 


A. Yes. It was a guide to significant dates. 


16 


never seen them since. 


16 


Q. The second entry, is that May 2 or May 21? 


1 T 


So this would have been sometime in nineteen ~ 


17 


A. May 21, 1990. Again, I'm really not remembering 


15 


end of 1991 , beginning of 1992 or something like that. I'm 


18 


correctly here. 


19 


not sure when 1 sent those documents, those notebooks. 


19 


Q. Do you know where Ned Watson is today? 


20 


But I see that my memory is not correct here 


20 


A. No, but I could find out. He elected to go with 


21 


because if we look at August 25, 1990, that's when Ned 


21 


another professor for his Ph.D. and that professor is here, 


zz 


Watson first started, or close to when he first started, 


22 


so I can find out where Ned is. 


23 


working on these - on this display. So he demonstrated 


23 


Q. All right. We'd appreciate that, and we'll put 


24 


inserts August 25. 1990. And I give a reference to page 


24 


that in your letter. 


25 


number in his notebook I called NED-1. 

54 


25 


A. Okay. 

56 
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1 


0 Is Robert Davie still with von*? 


i 
i 


i 

of entity that's bound to a surface-immobilized ligand. 


2 


A. Yes. 


<> 


ao it the lormat is a Vo-well so-called bL15>A dish 


3 


I) At th* tim» that VI/ t r urnr <lninn ftiic u//M>L' 

v^. rii uic nine uidi jncu v> aison was uoing mis work, 


5 


made out of polystyrene plastic, in each well you immobilize 


4 


where was he in hie crhnnlino'? 


A 
H 


some target. And then each well is filled with something 


5 


A A hepinninn pradtiate ctiid#»nt with In the firct 

*»• '» l/bgllllllllg glaUUalC MUUCUL, Wlulin UIC HIM 




that might potentially bind to that target. 


6 


vear or vear and a half enmetimec will talre r.niircec of 
/»™ «• / vw cuiu o nail, 9\Jiiit>iiiiiC3 v>iii uu\& wuiiuts ui 


0 


The wells are washed, and then in some way you 


7 


course hut also do what are called — what wr rail 


/ 


detect the binding by some suitable technique that generates 


g 


rotatifinc and what are railed rntatinnc in mnct oradnate 
luioiiuiid oiiu wiial alC WI11CU lULallUlld 1(1 IllUil gldUUalC 


5 


color. And the plate reader is basically a color reader. 


9 


nrnpramc I helieve 


o 

y 


It reads the amount of color. 


10 


ou uicsc cue pciiuud ui, lypiLdiiy, iwu, uircc, 


1 fx 
IU 


So if you look up in the — the upper leftmost 


11 


sometimes four mnnthc where the ctndent will dn a email 

1UUI Illl/ilUlS Wlit.lt Lilt SlUUClll Will UU a 311 lull 


i i 
1 1 


number is .6. That's an optical density of .609. That's an 


12 


nrniect in a nrnfeccnr'c lahnratnrv opt tn ^nnur the 


t 0 


optical density of .609, which would represent sort of a ! 


13 


lahoratArv And true it dpcion^d frt h^ln a ctnrt^nt moVp tin 
lauuiaiuiy . avuu una la ucMgucu iu ncip a bluucni IIldKC up 


1 1 
IJ 


relatively strong color. This was probably yellow or green. ] 


14 


ma ui ucj iiiinu ouuui which lapuiaiury nc ib going 10 cnoose 


1 A 


I think probably green. It ought to be a fairly intense 


15 


do the Ph D nroiect in 

W Ulv 1 ILL*/. LFI\SJV^l 111* 


1 c 
I -> 


green color. 


16 


\g. /a. ii iigui. l/iu ivii . waLbun uo inis woik on nis 


10 


Those .033 at the lower, at the bottom of the left 


17 




17 


column would be something that your eye wouldn't detect as | 


18 


/\. u. ixu. j ma — nc uiu uic pnysicoJ worK oil on 


1 D 
16 


color probably. But I would have to look at this more jj 


19 


his own. But certainly in any rotation, the student is new 


19 


carefully to tell you exactly what all these entries are. j 


20 


to the system, so he would have daily, daily consultation. 


20 


Q. AH right. Does -- do these ELISA results have ] 


21 


Q. Do you know how the single-chain inserts were 


21 


any connection to the first experiment demonstrating ] 


22 


identified on August 25, 1990, by what technique? 


22 


specific binding, which is referenced on Smith Exhibit 9? j 


23 


A. No, I can't tell you. It would be speculative. 


23 


A. Yes. It's -- let's see if there is a date on ] 


24 


MR. HARTH: Would you mark this, please. 


24 


this, on these results. Obviously, the results were j 


25 


(SMITH DEPOSITION EXHIBIT NO. 10 WAS MARKED 

57 - 


25 


obtained before 1/22/91. This would be one of the results j 
59 


1 


FOR IDENTIFICATION RY THF RFPORTFR ^ 


i 
l 


that were leading to what I regarded on February 1, '91, as 


2 






actually, as an experiment demonstrating specific binding. 


3 


BY MR HARTH* 

U 1 1T11\. I 1AI\ 111. 


-a 
j 


1 aon t trunk this itseli was the, what I regard 


4 


O I et me hand vmi what vi'pVp marL-f^d ac Qmith 


A 

4 


as the definitive experiment. Partly I've got all these 


5 


Deposition Exhibit 10 — 


c 

j 


oiner controls. 


6 


MR. VEZEAU: Thank you. 


z: 
0 


I'd have to look at the structure of this to 


7 


O »• • ajln I m Poinp tn aclr whether vaii r»nn identirv/ 
v^. cuiu i in gviug ikj <i}\ wiicujci you L>di i luciiiiiy 


"7 


deconstruct this. It would take me awhile. I'd probably 


8 


this document? 


o 
O 


need a hour at least to tell you exactly what's going on in 


9 


A. Yes. This was — I was communicating with Carlos 


9 


this experiment. 


10 


Karri ac fit Scrinnc who wac alert interect#»H i n /licrilQv «f 

"•"uoa av ijbi ijjjjd, wiiu noj OJ3U lIKClCdlCU III UljUldy OI 


1 A 

IU 


All I can say is I don't think that this was the 


] l 


antibfifliei And thi<; wac nrnKaKlv t hie ic a fav tn 

uiiiiiruuivj- /V i j vj mis ▼» oo VJUJUaUlj VI lis IS Ct loA IW 


1 1 

1 1 


first experiment demonstrating specific binding that I 


12 


Carlos dated 1/22/91. 


1 1 
12 


referred to, though possibly I have the dates wrong. That 


13 


Ann 1 nCllPVP thlC wniilH inct a fiatu dav/c afV^r 
^v* 'VJ i Lt>ii&vw uilo WUU1U UC JUbl a ICW OaYh ullCT 


13 


February 1, 1991, might be wrong. This could be the 


14 


I returned From a vicit to that \nhir\ratr\nr f^nr\r\c Do^Koe 
i iwiuin&u iikjiu a visit \\j uidi idtjurdiury. t .Hr|(is ocuoas 


1 /t 

14 


experiment that I was referring to there, but I don't think 


15 


is in the laboratory of Richard I ?mpr tn Rirhnrd 


1 c 

1 J 


so. 


16 


I pTTier and Carlos Rarhac And 1 K*»1 ipi;p r*iAnntc Ritrt/\n umr 


16 


Q. Was the experiment that you were referring to in 1 


17 


there, and AnEraV Kane At leact Andre l^ahn and Parlnc 
,IIV1V : fc ' '^""g' «v 1 icoAL r\IlUlC JVdllll oilU V^dJ lUb 


1 *7 
1 / 


/"\ T"? T T O A * ±r% 

exhibit y an bLIbA experiment? 


18 


BarbaS. And We had SOrt Of talked ahnnt nrnhlemc nf nhnoe 


I o 


A. I'm not sure. It probably was, but I'm not sure 


19 


antibodies. 


19 


without seeing -- without being able to see the notebook, I 


20 


Q. What is it on the second page that you faxed to 


20 


won't be able to tell you that. 


21 


Dr. Barbas? 


21 


Q. Do you know who did the ELISA testing that is -- 


22 


A. Well, this is a I wnttld have tn cit down tn 
/ i. ii vii, iiuo ij a i viuuiU lld>C IU oil UUVSI1 lO 


22 


the results of which are shown on Exhibit 10? 


23 


tell you exactly. But what « the printout here is a 


23 


A. I don't know for sure. I would imagine that I at 


24 


printout of a so-called ELISA plate reader which reads the 


24 


least did some of the actual manipulations. But Robert 


25 

=T7S 


amount of signal of some kind of -- generated from some kind 
58 


25 


Davis, my technician, might have done some of the sort of 
60 
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1 
J 


preliminary work with them and might have washed the plate 


i 
1 


Q . How SO f i 


I 


or something like that, washed the ELISA dish. 


l 


A. There were many details that Genex required, 1 


5 


Q. On your chronology you indicate that plasm id 


3 


several aspects of it — I'm not going to be a hundred j 


A 


pGX5420 was received from Genex on May 21, 1990. Do you see 


4 


percent sure of my memory here, but this is my recollection j 


e 


mat: 


< 


as best I can remember. • 


£ 

0 


A. Yes. 


0 


There were several details and provisions that [ 


/ 


Q. What was the significance of receiving that 


/ 


they required that were hard to meet. We had many letters ) 


o 
6 


pi asm id from Genex with respect to your work? 


o 
«5 


going back and forth. I met with them there, including [ 


Q 

y 


A. Uaj4zu, l m almost certain, is trie plasm ia mat 


Q 


their chief counsel. \ 


10 


encodes the fluorescein single-chain antibody -- the 


10 


And it just turned out to be very difficult to get j 


1 1 
1 1 


anti -fluorescein single-chain antibody that Bird, et al., 


1 1 


them to agree to this collaboration. And I guess maybe from j 


1 1 
12 


descnbed. 


1 1 

12 


their point of view, it was difficult for them to get the 


13 


Q. And that was the antibody that was inserted into 


13 


university to agree to what they wanted. 


1 A 

14 


mL/\ AnO 

the phage .' 


14 


Q. Did the university and Genex and yourself 


15 


A. Yes. 


15 


eventually agree on the terms of the collaboration? 


16 


Q. Was it a whole phage that was utilized here or was 


16 


A. Can 1 consult with — 


1 / 


it a phagemid? 


17 


Phil, do you know? 


t 0 

IK 


A. This is a phage. It was — the vector was fUSE 5, 


1 o 

18 


MR. HOSKJNS: No, 1 dont. g 


19 


which is a phage vector. 


19 


A. I believe we did, yes. I believe we came to an | 


20 


Q. When did you first start talking to Genex about 


20 


agreement. 5 


21 


obtaining the anti-fluorescein antibody fragment from Dr. 


21 


Q. Would that have been sometime before May 21,1 990? 


22 


Bird? 


22 


MR. VEZEAU: Objection, lack of foundation 


23 


A. I can't give you an exact date, but I'm pretty 


23 


BY MR. HARTH: 


24 


sure it was the very end of October of 1988. 


24 


A. I'm actually not sure. 


25 


Let me see if there is a — may I refer to Exhibit 

Ol • 


25 


Q. How was it that you physically obtained the 


] 


A tnA oront f^r/*»rv\ci>l v Poop "2 1 r*t" t V* of r^r^irv^col le o Mrtto 

ii ic gioiu piupusal. rage Ol ulal proposal lb a INOlc 


} 


plasmid that had the single chain? 


£. 


uu v-uiiauor aiiuii wiin ivuDcri Diru. ixOucrx oiru 01 oencx 


z 


A. I don't know. My recollection was that I got it 


J 


V/Orporduon 1 men as 10 couaooraie wiin me on me ciomng or 


3 


at a meeting a month earlier than this. And I didn't, 


A 
H 


single-chain antibodies into fusion phage ~ 


4 


evidently. So it must have come in the mail is my guess. 


C 

J 


i rit KJbrUK i tK. r lease slow down. 


5 


Q. Now, between the time that you submitted your 


A 
U 


i nL wi i rx too. un, i m sorry. 


0 


grant proposal in early November 1 988 and February 1 , 1 99 1 , 


7 

i 


i nc ivcr^jiv i ctv. imenas to coiiaooraie witn 


/ 


when you performed the first experiment demonstrating 


Q 
o 


inc.. 


O 

6 


specific binding, did you make any attempt to keep secret 


O 


A. "...on the cloning of single-chain antibodies 


9 


your idea for displaying single chain on phage or the work 


in 


miu iusion pndge, ne win supply me gene ana neip me 


1U 


that you were doing to accomplish that? ;' ; 


1 1 

1 1 


cnaracienze me Dinaing properties 01 trie phage. 


1 1 


MR. VhZhAU: May 1 get the question back, 


1 z 


V- ^JKay. 


12 


please? 


i j 


/\. 00 ii wouiu nave naa -- i wouia nave nao to taiK 


13 


(The reporter read the last question.) 


id 


to him, and this is also my memory, right away after reading 


1 A 

14 


A. Not that 1 remember. 1 do know mat l talked 


15 


ins paper. i nc paper is in an issue 01 ocience aateo z i 


15 


about it quite freely in a number of instances. For 


16 


wuiuuci i7oo, /Aiiu wc wouia nave gonen it vjctooer zo or 


1 A. 
10 


example, a departmental seminar, I believe I talked about 


17 


Seventh Or SfimPthino HlfP tVint - vnn tnnu; fiv#» civ /4»a\fe 
ov wuiii wi .njiii&uuiig iiivc uiai, yuu Knuw, live, SIX Ua\S 


1 7 

1 / 


it, about this — that concept of what is now called phage 


18 


Intpr thnn thp miKlinat inn Ante* ' 
laiti uiaJ) liic puullLallOn dale. 


1 o 
16 


antibodies, sometime in 1989 probably. * 


19 


Q. What accounts for the time that elapsed between 


19 


Q. Who attends these departmental seminars? v. 


20 


your first talking to Dr. Bird about obtaining a clone of 


20 


A. Our department. So this would be post-doc * 


21 


his single chain in late October of 1988 and your actual 


21 


graduate students and faculty from our department. 


22 


icccipi ui piasmiu pvjA-?**zu on iviay zi, iyyu, some l o montns 


11 


Q. All right. 


23 


later? 


23 


A. The division of biological sciences. 


24 


A. The negotiations between the University of 


24 


And I talked about it at a - the only public time 


25 


Missouri and Genex were very problematical. 

62 


25 


that I talked about it in that time that I can remember 

64 ! 

1 

3 
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1 specifically is a Banbury Conference in 1990. That would 

2 have been in April of 1 990. 

3 Q. Where was that held? 

4 A. Banbury, Long Island in New York. 

5 Q. Did you give a formal talk at that conference, the 

6 Banbury Conference? ^ 

7 A. No. Banbury conferences don't have formal talks. 

8 But I did give a talk, yes. 

9 Q. All right. And what was the substance of that 

10 talk? 

1 1 A. The idea, the - if I could just refresh my memory 

12 here. The title of Banbury Conference was Vectors For 

13 Cloning the Immune Response. And the burden of my talk was 

1 4 to describe the concept no experiments, obviously, at 

1 5 that time, but the concept of what we called the paratope 

1 6 library or what we would now call phage antibody libraries. 

1 7 Q. Now, you have referred to some documents in a 

18 folder? 

19 A. Yes. 

20 Q. Is this a folder that you have kept involving the 

2 1 Banbury Conference? 

22 A. Yes. 

23 Q. Do you have any notes of your talk at the 

24 conference? 

25 A. I won't be able to answer that question 

65 


1 that subpoena calling for Mr. Wright to produce four 

2 categories of documents, and I have some response to each of 

3 those categories for the record so that both the parties 

4 will know at what stage in the process of gathering these 

5 records the university is. 

6 As to item 1, it's my belief after searching, 

7 or asking others to search at my request, those offices of 

8 the university most likely to have any such documents 

9 described in item 1, that the university has no such 

10 documents responsive to that, with the exception of whatever 

1 1 documents Dr. Smith has in his files related to that. g 

12 As to item 2, after checking with those M 

1 3 offices most likely to have any requests for a copy of that ji 

14 grant application, it's my belief that the university in ]§ ! 

1 5 fact has no documents evidencing or indicating that there's^ 

1 6 been a prior ~ any request prior to July 10, 1 99 1 , for l?| 

1 7 copies of that document under the Freedom of Information* 

18 Act. j| 

19 As to item 3, 1 think that there are " : ; 

20 documents not only in Dr. Smith's files, but documents 

21 within the files of the office of technology transfer and 

22 special projects that may be responsive to that request. 

23 All of those documents may in fact be duplicates of those 

24 documents contained in Dr. Smith's file, but I have not yet 

25 had an opportunity to compare those and cannot state with 

67 


1 deflntively. But these two pages are, I believe, my talking 

2 notes. 

3 Q. All right. 

4 A, They certainly look -- these are exactly like the 

5 talking notes that I traditionally made in those days. 

6 Q. All right. Could I see your folder? 

7 A. Yes. 

8 MR. HARTH: Have you seen this, counsel? 

9 MR. HOSKINS: No. 

10 MR. HARTH: Why don't you take a look. 

1 1 MR. HOSKINS: There's no attorney-client 

12 communications in there? 

13 THE WITNESS: No. 

14 MR. HARMON: Do you want to take a short 

15 break? 

16 MR. HARTH: Yeah, why don't we go off the 

1 7 record. 

18 (Recess.) 
19 

20 MR. HARMON: This is tape 2. Back on record. 

21 MR. HOSKINS: Yes. I'd like to state for the 

22 record, make a few statements related to the subpoena served 

23 on Mr. Wright by Ms. Choi and the party she represents in 

24 this matter. 

25 First of all, speaking to the Exhibit A to 

66 


1 certainty that existing documents responsive to item 3 are 

2 all duplicates of what you've seen from Dr. Smith's files. 

3 As to item 4, no effort has been made by the ^ E 

4 university to this stage in trying to identify all U.S. or p 1 

5 foreign patents or pending patent applications which have || 

6 been funded in whole or an in part by NIH grants from all of i 

7 its employees on all of its campuses and without regard to g 

8 date. |l 

9 That was perceived by me to be a burdensome ,c 

10 and expensive task and prompted - was in large measure 

1 1 responsible for prompting the objections to the subpoena and 

12 the submittal of those objections today to Ms. Choi prior to 

1 3 the eleven o'clock deadline for producing those documents, 

14 rather than undertaking that burdensome and expensive task. 

15 I might say also that some of the items which 

16 I have seen and which are responsive to Exhibit 3 are 

1 7 believed by me and by Mr. Wright to be privileged 

18 communications between attorneys and clients. 

19 And in addition to that, some of those 

20 documents are believed by me to be — contain trade secrets 

21 or other confidential information of a research, development 

22 or commercial basis; and, therefore, deemed, in my review of 

23 those documents, deemed confidential and privileged and not 

24 subject to disclosure. 

25 Is there anything else? 

68 
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1 

1 


MR. VEZEAU: Yeah, let me, Phil, to clarify 


1 


slides blown up onto paper copies? 


2 


on 3, it seems to me you're saying there are such documents 


2 


MR. HOSKINS: Do you have any objection to 


"2 
J 


but you believe they're privileged. Is that correct? 


3 


that? 


A 

4 


MR. HOSKJNS: I don't want to leave the 


4 


THE WITNESS: Oh, of course not. 


c 

J 


impression that I believe all of the documents responsive to 


5 


MR. HOSKJNS: Sure, I'll do that. 


0 


No. 3 are privileged. I believe that some of the documents 


6 


MR. HARTH: Is that acceptable to you? I'm 


/ 


responsive to No. 3 are privileged. And I believe that I've 


7 


trying to find a way to have a neutral third party take 


o 

8 


received copies of those documents from the office of 


8 


control of these slides and provide both sides with readable 


o 
y 


technology transfer and special projects. 


9 


copies. 


1 A 
1U 


They may or may not be entirely duplicative 


10 


MR. VEZEAU: That's well, I don't know 


1 1 
1 1 


of records available through Dr. Smith's files. I have not 


11 


that I have any basis to say one thing or another. I don't 




yet had an opportunity to compare those documents. But I 


12 


know what you mean by "acceptable," candidly. You said you 


1 1 


certainly know there are documents responsive to No. 3 found 


13 


were paying for it. That's always nice! 


1/1 


in files other than Dr. Smith's which are not privileged or 


14 


MR. HARTH: All right. 




claim to be privileged. That's the extent - 


15 


MR. BOOTH: We'll send you the bill, though! 


Id 


MR. VEZEAU: Wait. There are documents that 


16 


MR. HOSKINS: Now, one more thing for the 


17 


you're not claiming are privileged; is that correct? 


17 


record. I'm going to indicate for purposes of the record, 


1 o 
IK 


MR. HOSKJNS: There are documents responsive 


18 


it's approximately 1:30 p.m. I'm going to have to leave 


19 


to item No. 3 that 1 believe are not within any privilege. 


19 


this deposition. And you have my permission to continue in 


20 


MR. VEZEAU: Okay. But you are not producing 


20 


my absence with Dr. Smith. 


21 


any or - 


21 


And I have instructed him that if he runs 


22 


MR. HOSKJNS: No, none were produced today. 


22 


into a question and he needs to seek legal advice in the 


23 


MR. VEZEAU: Okay. Will you be producing 


23 


middle, he may take time and call me for that consultation. 


. 24 


those that you don't deem to be privileged? 


24 


MR. HARTH: Absolutely. 


25 


MR. HOSKINS: If we can reach agreement or if 
69 ' 


25 


MR. HOSKJNS: Nice to meet you-all. 
71 

1 


I 


by order of the court we're compelled to do so, we will. 


1 


1 

MR. VEZEAU: Thank you. | 


I 


We're exercising our rights under Rule 45(c) to object 


2 


Dr. Smith, I also ~ your counsel is leaving, | 


3 


rather than produce those documents. 


3 


but I don't know that we told you at the beginning of this, | 


4 


MR. VEZEAU: I understand. All right. Well, 


4 


this is not - I know it's — you're very kind putting in a | 


5 


Jane will certainly be in touch with you and see if there's 


5 


long day. But when you feel you need a break, you take it. | 


6 


something we can work out. 


6 


You just tell us and we'll take time for it. | 


7 


MR. HOSKINS: Okay. 


7 


THE WITNESS: (Nodding head.) 


o 
o 


MR. VEZEAU: Thank you. 


8 


(SMITH DEPOSITION EXHIBITS NOS. 1 1, 12, 13, 


Q 

7 


XjfD LI ADTTJ. A _ J *l_ j 

MR. HARTH: And there are no documents 


9 


and 14 WERE MARKED FOR IDENTIFICATION BY THE REPORTER.) 


1 u 


responsive to No. 2 that you're aware of? 


10 




1 1 
1 1 


MR. HOSKINS: There are no documents 


11 


BY MR. HARTH: 


1 T 


responsive to No. 2 that I'm aware of, having checked with 


12 


Q. Dr. Smith, I'm going to hand you what the court 


t 1 

13 


those offices of the University of Missouri-Columbia where 


13 


reporter has just marked as Smith Deposition Exhibit Nos. 


1 A 

14 


those documents are most likely to exist. 


14 


11, 12, 13, and 14. I'm going to hand you these exhibits. 


1 c 

1 J 


MR. HARTH: And is the same true for category 


15 


and the first thing I'd like to ask you is to confirm that 


io 


NO. 1 


16 


these exhibits are copies, photocopies, of papers that were 


1 7 


MR. HOSKINS: It's my belief, having checked 


17 


contained in the manila folder entitled "Banbury Conference 


I 5 


with those offices most likely to have those documents, that 


18 


4/90" that you handed us right before the break? 


19 


there are none that exist other than those which have been 


19 


MR. VEZEAU: But before you do that, may we 


20 


produced to you by Dr. Smith. 


20 


see that so we can conform our copies to these — no, the 


21 


MR. HARTH: Thank you. 


21 


marked exhibits, so we can conform our copies? May we use 


22 


Mr. Hoskins, Dr. Smith just produced a manila 


22 


your stapler, David? Thank you. 


23 


folder entitled "Banbury' 4/90, Cloning Immune Response." 


23 


That's 14? 


24 


And as part of that file, there are nine slides. Will you 


24 


MS. CHOI: Uh-huh. 


25 


take custody of these slides and at our expense have these 
70 


25 


THE WITNESS: Can you repeat the question? 
72 
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1 


MR. HARTH: No, but she can. 


1 


then let's makes sense. i 


2 


(The reporter read the last question as 


2 


.... \ 
MR. HARTH: All right. 


3 


follows: 


3 


BY MR. HARTH: j 


4 


"QUESTION: Dr. Smith, I'm going to hand you 


4 


Q. Have you had a chance to review these talking j 


5 


what the court reporter has just marked as Smith Deposition 


5 


points? } 


6 


Exhibit Nos. 1 1, 12, 13, and 14. I hand you these exhibits, 


6 


A. Yes, briefly. \ 


7 


and the first thing I'd like to ask you is to confirm that 


7 


Q. All right. And do these points on Exhibit 1 1 | 


8 


these exhibits are copies, photocopies, of papers that were 


8 


conform to your recollection of what you discussed at this- 


9 


contained in the manila folder entitled "Banbury Conference 


9 


meeting? \ 


10 


4/90" that you handed us right before the break?") 


10 


A. Yes, they do. \ 


11 


BY MR. HARTH: 


11 


Q. Turning to the first point, fusion phage, what [ 


12 


A. That's correct. 


12 


were discussing there? 


13 


Q. Where did - where did you obtain the original 


13 


A. This is a general description of the idea of what | 


14 


manila file from that you brought today? 


14 


is now called phage display. So that would describe how 


15 


A. My filing cabinet. 


15. 


foreign domains are displayed, fused to gene III protein on \ 


16 


Q. And I think you said before the break that it was 


16 


the surface of filamentous phage. 


17 


your belief that Exhibit 1 1 contained the talking points of 


17 


And it says that as a preview — as sort of an I 


18 


your informal talk at that 4/90 Banbury Conference? 


18 


introduction of what's going to be talked about later, that 


19 


A. The first two pages of Exhibit 1 1 would be my 


19 


among the things that I would like to display, that I wanted 


20 


talking notes. 


20 


to display, were single-chain antibodies. And that a 


21 


Q. All right. And what is the third page? 


21 


library displaying single-chain antibodies would be called 


22 


A. On the third page it looks like that is a, sort of 


22 


the paratope library. 


23 


an outline, an earlier version of the talking notes. And 


23 


But that first I was going to describe in a [ 


24 


then - so that would be the first third of that page. 


24 


simpler system how phage display could be used in the \ 


25 


And then underneath were notes from the meeting, 
73 • 


25 


context of an epitope library. 

75 


1 


from someone named Chaudhary that was -- who talked at that 


1 


Q. And that's your second point? 


2 


meeting. So this was not really a very 1 just scribbled 


2 


A. So the second talking -- the second main heading 


3 


those notes on the bottom of this page that had previously 


3 


was description of what an epitope library is. 


4 


used for - as a to make an outline for the talk. 


4 


Q. Why is Jimmy Scott's name - 


5 


Q. All right. In looking at the first two pages, the 


5 


A. Jamie Scott -« 


6 


talking points, a number of the points have the word "slide" 


6 


Q. -boxed? 


7 


to the right-hand. Do you see that? 


7 


A. Jamie Scott was the post-doc in my lab who was 


8 


A. Yes. 


8 


primarily responsible for the epitope library project. And 


9 


Q. What does that refer to? 


9 


she was the one that constructed this epitope library. 


10 


A. That refers to the fact that there is a slide 


10 


Q. So you were giving her credit 


11 


associated with that talking point. 


11 


A. Yes, of course. 


12 


Q. And were those the slides that we just entrusted 


12 


Q. — mentioning her? 


13 


to Mr. Hoskins? 


13 


A. Right, yes. 


14 


A. The slides that you entrusted to Mr. Hoskins, I 


14 


Q. And then you also talked about biopanning? 


15 


would have to look in detail but probably included these 


15 


A. Biopanning is the term that was used then for 


16 


slides that are referred to here. 


16 


affinity selection. And I credited Steve Parmley, who was 


17 


Q. All right. 


17 


the graduate student in my laboratory who had worked out | 


18 


A. And I would imagine they have other there are 


18 


that technology. So this -- under this heading, the general 1 


19 


other slides as well. 


19 


idea of biopanning or affinity selection was described. ! 


20 


Q. Let's go through these talking points. And I'd 


20 


Q. All right. And what is the next heading? What j 


21 


like you to elaborate to the extent you can what you were 


21 


does that refer to? \ 


22 


speaking of. The first topic is fusion phage. 


22 


i 

A. This is monoclonal antibodies A and M. These are j 


23 


MR. VEZEAU: May I may I suggest that this 


23 


two monoclonal antibodies from Lerner's lab at Scripps. \ 


24 


is going to be quite confused, David, until you establish. 


24 


Terry Fieser is the scientist there who developed these j 


25 


one, recollection; and, two, if there's no recollection, 
74 


25 


monoclonal antibodies. They were elicited by a protein j 

i 

76 ! 

i 

i 
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1 called myohemerythrin. And they're specific for a small 

2 segment of that protein, an epitope, with the amino acid 

3 sequence DFLEK1 That's what that DFLEKJ refers to. 

4 And then it goes on to describe what happened when 

5 the epitope library that would contain a huge array of six 

6 amino acid peptides, DFLEKJ possibly being among them, was 

7 affinity selected with these two monoclonal antibodies. 

8 And the burden of the result was that they had in 

9 common the DFL part of DFLEKJ, although they differed in 

1 0 other positions. But they were clearly related to the 

1 1 DFLEKI epitope that originally elicited those antibodies. 

12 Q. All right. 

13 A. So this is describing what we regarded as a 

1 4 success of the -- of epitope libraries. 

15 Q. All right. And then the next topic is paratope 

16 library. Will you tell us what you spoke about with respect 

1 7 to paratope libraries? 

1 8 A. Well, this part of the talk was the guts of the 

19 talk, but it's entirely speculative. Paratope, as I have 

20 said before, was a term for pared-down antibody. A single 

2 1 chain antibody where you've sort of eliminated all the parts 

22 of the antibody that aren't necessary to make the specific 

23 binding contacts with the epitope on the antigen. 

24 And so I - this is a description of the idea of 

25 what now would be called a phage antibody. So that's, I 

77 


L 

1 if anybody wouldn't fold, it would be possible to 

2 potentially try to renature the antibody because the phage 

3 were resistant to 6M urea at low pH, which would be 

4 conditions that could allow the antibody chain to unfold. 

5 And then by gradually allowing it to refold, potentially you 

6 could restore binding activity to the antibody. This is a 

7 hedge here, that second point. 

8 Q. What about the next sub point degradation in 

9 periplasm? 

1 0 A. The burden of that argument was that mal-folded 

1 1 proteins are vigorously degraded in the periplasm, which has 

1 2 potent proteases. And I made the point that this is 

1 3 probably desirable for this system because any antibody 

14 chain that - any single-chain antibody that didn't succeed 

15 in folding correctly probably would be degraded and lost, so 

16 it wouldn't be a sticky piece of protein that might give 

17 rise to a high background of sticky non-specific binding. 

18 Q. There's someone's name at the very bottom of the 

19 page: Kathy...? 

20 A. Strauch. She was, I believe, a post-doc in John J 

21 Beckwith's lab at Harvard. And she was the person that had j 

22 cloned and characterized periplasmic proteases in E. coli. | 

23 Q. All right. And then on the second page of Exhibit j 

24 1 1 there are a few more notations. Could you take us J 

25 through those? t 

79 j 


1 guess, the guts or the gist of this segment of the talk. 

2 Q. How long did you talk? 

3 A. Oh, the talks are maybe 1 5 to 20 minutes. I think 

4 this was about 15 minutes. And there were five minutes of 

5 questions. 

6 Q. You have a question: "Will it fold right?" What 

7 did you mean by that? 

8 A. Well, the -- as Steve Parmley and I had shown in 

9 the 1988 paper, large inserts, large peptide inserts or 

10 peptides displayed on phage can be degraded. So we were 

1 1 worried. I bought up as an issue in displaying single-chain 

1 2 antibodies on phage that they may be subject to degradation 

13 and may not fold correctly. 

1 4 So the question of whether they would fold 

1 5 correctly was one of the issues that needed to be 

1 6 confronted in the design of what we were calling a paratope 

17 library. 

1 8 And 1 started by describing the protein on which 

1 9 foreign domains are displayed, the pill protein went through 

20 the membrane. Although the word isn't down here, I would 

21 have described it was in the periplasm. The periplasm was 

22 an oxidizing environment that would be favorable for 

23 folding, correct folding, of disulphide-bonded protein like 

24 a single-chain antibody. 

25 And then I mentioned under that same heading that 

78 


! 

1 A. Okay. The first one says Interference dash j 

2 Trypsin, and I don't know what I was talking about. j 

3 Q. All right. 1 

4 A. Got me. j 

5 "In Vitro Evolution" referred to the idea that if j 

6 a single-chain antibody wouldn't fold very well on phage, » 

7 maybe you could mutagenize it in parts that don't have to do a 

8 with its specific binding to antigen to make it work better \ 

9 in this context. ] 

10 You could sort of adapt the single-chain antibody ] 

1 1 frame - the framework part, as it's called, the part that \ 

1 2 doesn't actually make the specific contacts with antigen, 

1 3 but that sort of holds the whole structure together so those i 

14 contacts can be made. j 

1 5 The idea was you might evolve those so that it j 

1 6 would adapt it to this unusual — a sort of unusual j 

1 7 environment that differs from the natural way that | 

1 8 antibodies are produced in the mammalian cells inside the ] 

19 body. j 

20 Q. What about "Making the Library"? j 

21 A. Okay. So I'm drawing a distinction here between a ! 

22 model involving one particular single-chain antibody. In j 

23 our case, we were thinking of the fluorescein, the anti- ] 

24 fluorescein antibody that Genex had converted into a j 

25 single-chain antibody. ] 

80 | 

! 
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1 Experiments involving one single antibody and 

2 showing that that could be displayed and could have its 

3 binding properties from making a library that would be 

4 billions of different single-chain antibodies with different 

5 binding specificities. 

6 And the » under Making the Library, the 

7 subheading "Degenerate Synthetic Oligos" referred to the 

8 idea that perhaps you could substitute for the short regions 

9 of antibodies that actually are responsible — mostly 

1 0 responsible for specificity they're called complementary 

1 1 determining regions or CDR's ~ perhaps you could make 

1 2 artificial antibodies that would have just random amino acid 

1 3 sequences in that region encoded by random oligonucleotides 

1 4 coding sequences that you can make chemically. 

15 That's what that referred to. That was my 

1 6 conception of what a phage antibody library might look like. 

17 Q. Do you recall whether you got any questions? 

18 A. I recall that I got questions, but I don't know 

1 9 what they were. 

20 Q. Okay. That was 14 years ago, so... 

21 What is Smith Exhibit 12? 

22 A. This is a schedule for the meeting. But what I 

23 don't know here is whether this is the final schedule or 

24 just a preliminary version that Juan Wikowski (phonetic) 

25 sent to the participants. But it's a schedule of where the 

81 • 


1 A.I can't visualize it. 

2 Q. Ail right. 

3 A. Twenty or more, let's put it that way. 

4 Q. As I recall the testimony you -- well, strike 

5 that. 

6 Did you have any private conversations with 

7 various participants during the course of this meeting? 

8 A. Certainly. 

9 Q. And isn't that one of the purposes of these 

1 0 Banbury conferences, to permit private conversations between 

1 1 participants? 

1 2 MR. VEZEAU: Objection - 

13 A. Yes. 

14 MR. VEZEAU: - leading. 

15 BY MR. HARTH: 

16 Q. Do you recall having any private conversations at 

17 the Banbury Conference with respect to phage antibodies? 

18 A. I would have a hard time remembering specific 

19 conversations. I can't imagine I didn't, but I can't recall 

20 specific conversations. 

21 Q. All right 

22 (SMITH DEPOSITION EXHIBIT NO. 1 5 WAS MARKED 

23 FOR IDENTIFICATION BY THE REPORTER.) 
24 

25 BY MR. HARTH: 

83 


1 various sessions will be held. 

2 Q. Do you recall at which session you gave your talk? 

3 A. No. 

4 Q. What is Smith Exhibit 13? 

5 A. These are notes from the meeting. But I'm 

6 really - the first part of this is rather formal. So if 

7 we - let's see, if we - the first two pages of this are 

8 rather formal. This is not my style of writing notes, so 

9 I'm, I'm not sure what these are. 

1 0 Q. And how about Exhibit 1 4. what is that? 

1 1 A. Let me take a minute to look through it. 

1 2 This is a list of the participants with their 

1 3 addresses. I was hesitating because I think that - 1 just 

1 4 wanted to make sure this is the final list of participants, 

15 and I believe this is the final list of participants. 

16 Q. Did all the participants attend all of the 

1 7 sessions, or were there breakouts, or how did that work? 

18 A. No, there were no breakouts. 1, of course, 

19 couldn't tell you whether all participants went to all 

20 sessions. But, certainly, most participants went to most 

2 1 sessions because there wasn't anything else to do. 

22 0. All rieht. How manv Deonle do vnn rpmpmhpr hpino 

23 present for your talk, approximately? 

24 MR. VEZEAU: Objection, lack of foundation. 

25 BY MR. HARTH: 

82 


1 Q. Let me show you what we've marked as Smith Exhibit 

2 1 5 and ask whether you recognize that document? 

3 A. This is, I guess, a summary of a poster exhibit 

4 that Jamie Scott gave at the — Jamie Scott, who was a 

5 post-doc in my lab at the time, working on what we called 

6 the epitope library that she gave at the Miami Winter 

7 Symposium. I guess she gave it on January 25 of 1990. 

8 Q. Did you attend that symposium? 

9 A. No. 

10 Q. But Dr. Scott did? 

11 A. Yes. 

1 2 Q. Would you look at page M08 1 890, page headed 

13 "Introduction"? 

14 A. Yes. 

1 5 Q. And the last paragraph reads as follows: "The 

16 study presented here serves as a model system to test 

1 7 whether monoclonal antibodies, which are known to bind a 

1 8 number of related hexapeptide sequences, will do so when 

1 9 they are displayed as part of a fUSE phage coat." 1 

20 Do you see that? 

21 A. Yes. 

22 Q. The sentence is. at least to me, ambiguous as to 

23 what "they" refers to on the second line from the bottom. 

24 That is, whether it refers to monoclonal Abs or hexapeptide 

25 sequences. 

1 
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1 


A. "They" there refers to hexapeptide sequences. 


1 


. — _ 1 

L 

Q. And you say you called him right after you read 


2 


Q. Did Jamie Scott ever tell you that she told Cesar 


2 


his article? 


3 


Milstein about your single-chain antibody idea at the Miami 


3 


A. Yes. 


4 


Symposium? 


4 


Q. Did you tell him about your idea during that first 


5 


MR. VEZEAU: Objection, lack of foundation 


5 


call? 


6 


and leading. 


6 


A. Yes. | 


7 


BY MR. HARTH: 


7 


Q. And there were subsequent discussions with him? \ 

i 


8 


A. Yes. 


8 


A. Yes. 1 


9 


Q. What did she tell you? 


9 


MR. HARTH: Would you make this, please. 


10 


A. I can't remember exactly. She just said that she 


10 


(SMITH DEPOSITION EXHIBIT NO. 16 WAS MARKED j 


11 


had talked to Cesar Milstein about the idea of a phage 


11 


FOR IDENTIFICATION BY THE REPORTER.) f 


12 


antibody, what now are called phage antibodies. 


12 


S 


13 


Q. Did she tell you what his reaction or response 


13 


BY MR. HARTH: j 


14 


was? 


14 


Q. I've handed you Smith Exhibit 16. Do you | 


15 


MR. VEZEAU: Objection, lack of foundation 


15 


recognize that document? ] 


16 


and hearsay. 


16 


A. I believe this is just a summary of my schedule of ' 


17 


BY MR. HARTH: 


17 


a visit that I had to Genex Corporation. 


18 


A. I can't remember. 


18 


Q. When was that visit? 


19 


Q. Do you recall whether she mentioned talking to 


19 


A. Well, this memo is dated January 5, 1989. And 


20 


anyone else at the Miami Symposium about phage antibodies? 


20 


that would make sense as to when I got there, when I went \ 


21 


A. No, I can't remember anyone else. 


21 


there. I don't have independent verification of the time. 


22 


Q. William Dower's name appears on the poster paper, 


22 


Q. All right. Do you remember making a visit to j 


23 


Smith Exhibit 15. Was he involved in your work at this 


23 


Genex? | 


24 


time? 


24 


A. Oh, yes. 


25 


A. We -- I've got to tell you that I'm not sure why 
85 


25 


Q. Where is Genex located? | 
87 


I 


his name is on this abstract. But in a general way, we 


1 


1 

A. It's in, I guess -- well, at that time it was in 


2 


certainly cooperated with their group; for example, by 


2 


Bethesda or Gaitherburg. Gaithersburg, probably, something 


3 


supplying the vector parent for phage display that they used 


3 


like that. Around Washington, D.C. 


4 


as well as we used, I mean, they made their own vector 


4 


Q. Did you address a group while you were at Genex? 


5 


from it. The parent was a phage construct called fd Tet. 


5 


A. I don't recall. I don't think so, but I don't 


6 


And we talked on the phone. In a general way, we cooperated 


6 


know for sure. 


7 


with Bill Dower. 


7 


Q. The exhibit has you meeting with different people 


o 

o 


Q. Are you saying that Bill Dower or Affymax supplied 


8 


on the half hour. 


9 


you with fd Tet? 


9 


A. Uh-huh. 


10 


A. Oh, no, we supplied him with fd Tet. 


10 


Q. Do you remember doing that? 


1 1 


Q. Okay. 


11 


A. Yes. 


12 


A. But, as 1 said, I don't know why he's on here 


12 


Q. The exhibit also says that you are going to be 


13 


because generally we hadn't formally - he hadn't been a 


13 


here - "here" being Genex - "to discuss the possibility of 


14 


formal member of - you know, like authorship. I'm not sure 


14 


expressing a single-chain antibody as part of a phage coat 


15 


why he's on this poster. I don't recollect. 


15 


protein." Do you see that? 


16 


Q. Did you ever discuss with William Dower phage 


16 


A. Yes. 


1 1 
i / 


antibodies? 


17 


Q. And did you in fact discuss that topic while you 


1 c 
1 o 


A. 1 don t know. I don t remember. 


18 


were at Genex? 


19 


Q. Did you ever discuss phage antibodies with Dr. 


19 


A. Yes. 


20 


Bird? 


20 


Q. What do you remember discussing in that regard? 


21 


A. Doctor...? 


21 


MR. VEZEAU: Objection, lack of foundation. 


11 


f\ T"\_ T\ * JO 

Dr. Bird? 


22 


BY MR. HARTH: 


23 


A. Dr. Bird? 


23 


A. Well, the things I can specifically remember is 


24 


Q. Yeah. 


24 


talking with Ann Rose about what kinds of commercial, you 


25 


A. Oh, yeah. Oh, yes. 

86 


25 


know, patent protection agreements and things would have to 

88 | 
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1 


be put in place. She was the person responsible for that 


1 


A. Yes. 


2 


aspect of the company. 


2 


Q. Did you have any written materials that you used 




Q. Put in place in order to do what? 


3 


during your meetings at Genex, do you recall? 


A 

4 


A. In order to - for the company and the University 


4 


A. I don't remember. 


< 


of Missouri to collaborate on this research. 


5 


Q. Did you designate any of the information that you 


£ 
0 


That was maybe the first time I talked to her. 


6 


communicated during your visit to Genex as being 


7 


And then I certainly talked with Bob Bird at 


7 


confidential information under the terms of this agreement? 


8 


length about, you know, how you would design a vector. 


8 


A. No, I didn't. Not that I can recall. 


y 


Maybe we - I -- it would be speculation. I'm not « I do 


9 


Q. In the foreword that you wrote to "Phage Display 


i n 
10 


know we definitely talked about, in some detail, about how 


10 


of Peptides and Proteins," you talk about the closing of the 


1 1 


you would design a phage display of their single-chain 


11 


eventful year of 1 988 and on December 1 5 of 1 988, sitting in 


i o 

1Z 


antibody. 


12 


Jim Larrick's's office at Genelabs, Inc. Do you have a 


13 


Q. All right. 


13 


recollection of meeting with Dr. Larrick? 


14 


A. So I - and I'm afraid that I can't remember 


14 


A. Yes. 


1 c 

ID 


specifically what we talked about in the other meetings that 


15 


Q. Where is Genelabs, Inc.? 


16 


we had there. 


16 


A. It's in the Bay Area. I can't remember what the | 


1 *7 

1 7 


Q. Were there other meetings? 


17 


town is, but it's in the Bay Area. I 


1 0 

lis 


A. No, this -- 1 believe 1 met with all these 


18 


Q. During the course of your meeting with Dr. | 


19 


people — 


19 


Larrick, did you discuss phage antibodies with him? 


20 


Q. Oh, I see what you're saying. 


20 


A. I don't believe so, no. 


21 


A. that are on the schedule. 


21 


Q. What were you discussing? 


22 


Q. All right. Was there any agreement, 


22 


A. Drugs. His idea, which I really had not focused 


23 


confidentiality agreement or otherwise, in place with Genex 


23 


on before, was that peptide antibodies could be used as a 


24 


prior to your trip there in January? 


24 


way of finding leads for drugs; peptides that bind receptors 1 


25 


A. I don't know. 

89 


25 


would be potential leads to new classes of drugs. That was [ 
91 | 


1 


MR. VEZEAU: There is an agreement in the -- 


1 


the basic tenor of that. 




THE WITNESS: Maybe you know. Maybe you know 


2 


Q. All right. On both the November 1988 grant ||| 


3 


because I haven't looked at this folder for a long time. 


3 


application, which I'll ask you to dig out, and the 


4 


miv.. vexcavj. Are you aware 01 tnis : its — 


4 


Is^i i 

application for continuation grant, there is a box on the M§ \ 


5 


one of the documents Dr. Smith produced is a January 5, 


5 


form which appears at the front page. Item 11, "Inventions *f|| \ 
(see instructions)," no and yes? \ 
A. Uh-huh. H 1 


0 


1989, confidential disclosure agreement with Genex. 


6 


7 


MR. HARTH: Is that in the pile? 


7 


8 


MR. VEZEAU: Yeah. 


8 


Q. Do you see that? S 




(bMI TH DEPOSITION EXHIBIT NO. 17 WAS MARKED 


9 


A. Yes. g 1 


1U 


rUK IDbN 1 1HLA I ION BY THE REPORTER.) 


10 


Q. Is it a fact that you checked the "no" box with ^$i'k 


1 1 




11 


respect to- 


1 2. 


DV \AV It A n Til . 

BY MK. rlAKlti. 


12 


'■ 

A. Yes. 


13 


Q. I'm going to hand you what we've marked as Smith 


13 


Q. -your November 1988 grant? 


14 
1 *f 


Exhibit 17. I'd ask you to take a look at that and tell me 


14 


A. Yes. 


i c 
I j 


whether that refreshes your recollection as to the existence 


15 


Q. And you also checked the "no" box with respect to 


16 


vi u uuniiucniiaiiiv agreement/ 


16 


your application for the continuation grant on Exhibit 8? i|| \ 


17 


/\. i uciicvc uicrc — us very piausiDie uiat tnere 


17 


A. Yes. |||' * 


i ft 


- it's obviously plausible there was a confidentiality 


18 


Q. What was the significance of checking that box, to 


19 


agreement, and this would seem to indicate there is. It 


19 


you? M 


20 


doesn't contradict my memory. 


20 


A. The significance was that we did not feel we had |; 


21 


Q. AN right. And is this your signature on « 


21 


anything — we had developed something that we wanted to % 1 


22 


A Ye<: 


22 


consider as an invention. j 


23 
24 


Q. - on the second page? 


23 


(SMITH DEPOSITION EXHIBIT NO. 1 8 WAS MARKED 1 


A. his. 


24 


FOR IDENTIFICATION BY THE REPORTER.) j 


25 


Q. Did Genex prepare this agreement? 

90 


25 


92 ! 
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1 


BY MR. HARTH: 


1 


MR. VEZEAU: Before you do that, these 


2 


Q. I've handed you what we've marked as Smith 


2 


documents are designated highly confidential under the 


3 


Deposition Exhibit 1 8. Can you identify this document? 


3 


protective order. \ 


4 


A. It's a cover letter that we sent with preprints of 


4 


MR, HARTH: Well, I think if you listen to 


5 


the paper by Jamie Scott and me that was to be - was going 


5 


the testimony that's forthcoming, you'll realize that it j 


6 


to be published in "Science" in 1990. 


6 


meets one of the exceptions in the protective order. 


7 


And the purpose of the letter was to spell out 


7 


MR. VEZEAU: What's the exception? f 


8 


what our policy was going to be about distributing libraries 


8 


MR. HARTH: This is his document. 1 


9 


and vectors and things like that because we knew there was 


9 


MR. VEZEAU: Okay. j 


10 


going to be an increase in interest in obtaining these 


10 


Which ones — which one is -- let me see \ 


11 


materials. 


11 


these so I can conform these. 


12 


Q. How did you know that? 


12 


MR. HARTH: That's 19. That's 19. 


13 


A. How did we know? 


13 


MR. VEZEAU: The two-page? { 


14 


Q. Yeah. 


14 


MR. HARTH: Uh-huh. | 


15 


A. Well, we guessed. 


15 


BY MR. HARTH: [ 


16 


Q. Okay. Were you right? 


16 


Q. Can you identify what I've just handed you as \ 


17 


A. Yes. 


17 


Exhibit 19? j 


18 


Q. Do you still have a copy of the pre-print, by any 


18 


A. Well, it would be one of our manuals, what we call j 


19 


chance, back in your office? 


19 


the manual, which is a set of protocols for how to use I 


20 


A. It's possible. I don't know. 


20 


filamentous phage display vectors, the fUSE vectors. I \ 


21 


O I will nut that in the letter and a^fc that vrm 




thint \iup rnlfprl it thp ft I^F vpptnr nr - vpah flnninc* and 


22 


check on that. 


22 


fUSE vectors. 


23 


Mow the 1ihrarie<; that vrm wprp rlictrihittino u/prp 
i^l/w, int. iiuicuiti men j^uu wcic uisuiuuutig were 




T rlrtn't trirtw if thic ic thp enmp vprcinn it 
i uuij i miuvv u LiiiD 15 me some vcisiuu, 11 


24 


the enitnrte Hhrariec rnrrprt*? 

11 1W t-JJlUJJJt- UUlCUlCd, WLHJClfl. 




iixn lull i7 is ine Same version as nxiuuu xu, 


25 


A Okav WpII whnt u/p'uc -- cav in itAm 
\si\.ay . tv tn , w 1 1 a i wc vc WJ lat wc j<xy III licm Z, 

93 


9^ 
ZJ 


(~\ W/oc t V\f±r{* o i r £*rc t /"vr - ! that *»victf»H 5lt trip timp f\i * 

\£. was mere a version uiai cxisieu ai mc nine ui ^ 

1 

95 


1 


is that "We will make our strains and general protocols- 


1 


\ 

your March 27, 1990, "Dear Colleague" letter? 


2 


available." And- 


2 


A. Yes. Yeah, there was. 


3 


Q. I'm talking about No. 3, M a limited amount or - 


3 


Q. And Exhibit 20 has a date subsequent to that? 


4 


A. Yes. 


4 


A. Yes. 


5 


Q. -"library"? 


5 


Q. I don't think you've identified Exhibit 20 yet. 


6 


A. Yeah. Okay. So in item 3 we say that we will 


6 


What is Exhibit 20? ] 


7 


distribute a small amount of the library to some people. 


7 


A. Okay. Exhibit 20 is the first page of an updated 


8 


But we're making the point that we're not making that 


8 


version of what we called the manual. And this would have 


9 


generally available because we only had a limited supply at 


9 


been a couple years after that 1 990 letter cover letter that 


10 


the time. 


10 


was Exhibit 1 8. j 


11 


Q. You're talking about the epitope library, correct? 


11 


Q. All right. 


12 


A. That would be the epitope library that Jamie Scon 


12 


A. And I think that Exhibit 1 8 would refer to a 


13 


constructed in my lab, yes. 


13 


version of the manual that was between - that was « that 


14 


MR. VEZEAU: Is this one exhibit? two 


14 


preceded this February 10, 1992, version that is Exhibit 20. 


15 


exhibits? or what? 


15 


Q. Is that the version that's reflected in Exhibit 


16 


MR. HARTH: Two exhibits. 


16 


19? 


17 


MR. VEZEAU: Do you know which ones? 


17 


A. I don't know. I don't think so, though. 


18 


MR. HARTH: Yes. I do. 


18 


Q. Was there another version somewhere? 


19 


MR. VEZEAU: Okay. 


19 


A. I don't know which one -- which version Exhibit 19 


20 


MR. HARTH: You will soon. 


20 


is. Exhibit 20 is it's actually the latest version that 


21 


(SMITH DEPOSITION EXHIBITS NOS. 19 AND 20 


21 


we made before we put our protocols on the internet. 


22 


WERE MARKED FOR IDENTIFICATION BY THE REPORTER.) 


22 


Q. All right. But there were earlier versions? 


23 




23 


A. Yes. There were -- before the version, the 


24 


BY MR. HARTH: 


24 


February 10, 1992, version, which is exhibit the first 


25 


Q. I'm showing you Exhibit 19. 

94 


25 


page of which is Exhibit 20, 1 think there was a version 
96 
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1 


around 1990, the middle of 1990. 


1 


s 

Q. Do you know the affiliations of the persons that 1 


2 


Q. All right. 


2 


you talked to? j 


3 


A. But I would have to go back to our records to find 


3 


A. 1 can't be sure, no. j 


4 


that. 


4 


Q. Do you know if you ever talked with anyone from | 


5 


Q. And then was there an even earlier version that 


5 


Cambridge Antibody Technology about phage antibodies? | 


6 


existed at the time you wrote the March 27, 1990, letter? 


6 


A. Well, I mean, ultimately, of course. 1 


7 


A. Yes. There was a version in 1989. 


7 


Q. During- | 


8 


Q. All right. So there is a 1989 version, a mid-1990 


8 


A. But during that period -- 


9 


version — 


9 


Q. Yeah. 


10 


A. I believe so, yes. 


10 


A. — I can't say. I don't know. 


11 


Q. and then the February '92 version? 


11 


Q. Did you ever directly supply fd Tet to anyone 


12 


A. Yes. 


12 


other than Dr. Dower? 


13 


Q. And after that it went on the web? 


13 


A. Yes, to many people. Oh, fd Tet? 


14 


A. We lived with this one for many years and... 


14 


Q. Yeah. 


15 


Q. Do you, do you have still copies of the three 


15 


A. Oh, yeah, well, to many people. 


16 


versions of the manual? 


16 


Q. Okay. Now, at some point was that deposited with 


17 


A. I know I have the 1989 version and I have the 1992 


17 


the American Type Cell Collection? 


18 


version; and I don't know about the 1990 version, assuming 


18 


A. American Type Culture Collection. j 


19 


there is one. 


19 


Q. Culture Collection. 1 


20 


Q. All right. I will ask you to provide us with all 


20 


A. Yes, it was. | 


21 


versions that you're able to get your hands on. 


21 


Q. Did you receive any notification from the ATCC I 


22 


Did you discuss phage antibodies at any other 


22 


when another scientist would request a sample from what you ] 


23 


conferences or sympozia prior to, say, the end of 1 990? And 


23 


had deposited? j 


24 


when J say "other," other than the Banbury Conference in 


24 


A. I don't remember. 


25 


April of '89 and the departmental seminar in '89? 
97 


25 


Q. Do you recall ever having provided yourself or I 
99 I 


I 


A. So the Banbury Conference was April of 1 990. 


1 


your lab fd Tet to any of the scientists with Cambridge 


2 


Q. '90, I'm sorry. 


2 


Antibody Technology or the Winter Lab? j 


3 


A. 1 don't remember specifically. 


3 


A. I don't recall specifically. ! 


4 


Q. Generally? 


4 


Q. I'm going to show you what was marked as Exhibit ! 


5 


MR. VEZEAU: I object 


5 


20 from the deposition of Dr. Brian Kay. Why don't you just 


6 


A. I don't remember generally. 


6 


take a minute and take a look at that. 


7 


MR. VEZEAU: I object to that. I don't know 


7 


A. Okay. 


8 


what that means. 


8 


Q. Do you recognize the second page of this exhibit? 


9 


BY MR. HARTH: 


9 


A. This is 1 can't remember exactly where this - 


1U 


Q. Do you remember discussing phage antibodies with 


10 


this is a foreword to another book, right? It's — but I 


1 1 


any other scientists, perhaps not as part of a formal 


11 


can you refresh my memory? 


12 


presentation, but informally? 


12 


MR. VEZEAU: Well, the - you ought to answer 


13 


A. Yes, I remember you're going to be asking about 


13 


his question first and then he'll work on that. The 


14 


the same period, before the end of 1990? 


14 


question was, do you remember? 




Yes. 


15 


BY MR. HARTH: 


10 


A. Oh, I can't remember specifically. I just don't 


16 


Q. Take a second to look at it. 


1 1 


know. 


17 


A. Well, it's a foreword to a book. And 1 -- I'm 


1 c 

1 0 


Q. When you say you don't know, are you recalling 


18 


afraid I can't remember which one it is. 


19 


something vou don't know when the date wa^9 


to 

1 y 


Q. All right. And I think I can refresh — 


20 


A. Yes. 


20 


A. It's the same one? 


21 


Q. What do you recall? 


21 


Q. Right. 1 




A, I know I had at least a couple of phone 


22 


A. All right. Okay. All right. Certainly the same j 


23 


conversations about phage antibodies. 


23 


language. Okay. \ 


24 


Q. With whom? 


24 


Q. There is a sentence about a quarter of the way j 


25 


A. I don't know. 1 can't tell you specifically. 


25 


down the page. It starts, "The new idea..." Do you see j 




98 




100 \ 

\ 
< 
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1 


that? 


1 


on living things. j 


I 


A. Un-nun. 


2 


Q. What happened to those notebooks? j 


3 


Q. The new idea, which I dubbed infectious < 


3 


A. They were lost in the mail. j 


4 


antibodies (now called phage antibodies), became a key ; y 


4 


Q. How do you know that? j 


5 


aspect of the new grant proposal I submitted to the NIH on f 


5 


A. Well, of course, when they didn't appear at the s 


6 


November 1, 1988." f 


6 


firm, we called up Mr. Goldstein and asked about them. And \ 


7 


A. Uh-huh. j| 


7 


he said he never received them and he would go to their j 


8 


Q. I will represent to you that that sentence did not f 


8 


mailroom - apparently, they have a systematic - a system j 


9 


make it into the published foreword. 


9 


for checking in mail - to find if anything had been checked j 


10 


A. Uh-huh. 


10 


in. And nothing had. j 


1 1 


Q. And my question to you is, do you recall having 


11 


So we filled out this complaint to the post * 


12 


conversations with anyone with respect to editing out this 


12 


office. But nothing has been - they never succeeded in j 


13 


sentence? 


13 


finding anything. j 


14 


A. I don't. I don't recall. I might have, but I 


14 


I believe we also pursued this on the phone with 


15 


don't recall. 


15 


the post office, talking with people. 


16 


Q. Do you recall any recollection of discussing your 


16 


Q. I've handed you what with we've marked as Smith \ 


17 


foreword with Dr. Kay? 


17 


Exhibit 21, which is a copy of a document from your files. j 


18 


A. 1 don't. 


18 


What is this exhibit? 


19 


Q. Did you receive a copy of the book after it was 


19 


A. This is a complaint form from the post office, and 


20 


published? 


20 


this was filled out by Robert Davis, my tech. He's also the 


21 


A. Yes. Yes, I did. 


21 


person that wrote the — that packed the materials and sent 


22 


Q. Did you realize that a sentence had been edited 


22 


them in the first place. 


23 


out of the foreword? 


23 


Q. All right. And this form reports a loss in the 


24 


A. No, I didn't realize. 


24 


mail, is that the idea? 


25 


Q. Have you ever known about that until the last 
101 


25 


MR. VE2EAU: Objection, lack of foundation 

| 

103 | 


1 


couple of days? 


1 


and leading. 


2 


A. I didn't remember anything about it, no. 


2 


BY MR. HARTH: 


3 


Q. Were you even aware of it before yesterday? 


3 


Q. You can answer. 


4 


A. I may well have been, but I don't remember now. 


4 


A. Yes, it reports a loss in the mail. 


5 


Q. Okay. 


5 


Q. The form indicates that the article was mailed 


6 


(SMITH DEPOSITION EXHIBIT NO. 21 WAS MARKED 


6 


March 29, 1996. Do you see that? 


1 

D 
0 


rUK liJfcN 1 1MCA I ION BY THE REPORTER.) 


7 
8 


A. Yes. 

Q. Is that accurate to your knowledge? 


o 


Q. Dr. Smith, you had testified earlier that you had 


9 


A. It would - yes. 


10 


sent — 


10 


Q. Have you ever located those notebooks since they 


1 1 
1 1 


WD \/C7CAIl. \i;l >( ■ «l* _ | j . #. 

MR. VbZbAU. What is this you placed in front 


11 


were mailed? l k}-y 


12 


of the witness? Excuse me. 


12 


A. No, we have not. 


1 1 


BY MR. HARTH: 


13 


Q. Have you ever received notification from the re- 


1 A 
IH 


Q. - that you had sent out your laboratory notebooks 


14 


united States Department of Health and Human Services that - 


1 c 


concerning the first display of the anti-fludrescein 


15 


copies of your November '88 grant application had been ^ 


16 


fragment on phage? 


16 


requested by third parties under the Freedom of Information : *^J | 


1 7 


a. un-nun. 


17 


Act? n \ 


1 fi 
lo 


Q. You have to say yes or no. I'm sorry. 


18 


A. Yes, I have received such - 1 have received such j 


19 


A. Yes. Yes. I'm sorry. 


1 0 


notifications. ! 


20 


Q. Who did you send those notebooks to? 


20 


(SMITH DEPOSITION EXHIBIT NO. 22 WAS MARKED 


21 


A. 1 sent them to Jorge Goldstein, who was in this 


21 


FOR IDENTIFICATION BY THE REPORTER) 


22 


1 1 J 1 * i ui oiciiic r^ciaicr vjuiuaicin oc rox, Ano iney were 


22 




23 


representing at the time Enzon, who were trying to ~ trying 


23 


BY MR. HARTH: 


24 


to support what the patent that originally Genex had filed 


24 


Q. I'm showing you what we've marked as Exhibit 22. 


25 


for displaying domains, including single-chain antibodies, 


25 


Can you identify that document? 
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1 


MR. VEZEAU: Well, that question lacks a 


1 


MR. VEZEAU: Objection, calls for 


I 


proper foundation. 


2 


speculation, lack of foundation. 


3 


BY MR. HARTH: 


3 


BY MR. HARTH: 


A 


Q. Have you ever seen this document before? 


4 


A. No, I wouldn't have. 


3 


A. I can't remember it. I think I have, but - 


5 


Q. Why not? 


0 


Q. AH right. Do you see at the « 


6 


A. It just wasn't my policy. I was also talking j 


7 


A. I filed it probably. 


7 


freely about the technology, so I wouldn't have seen any 


8 


Q. Do you see at the end of the third paragraph the 


8 


point to. 


9 


sentence, "A copy of this letter has also been sent to 


9 


MR. HARTH: Why don't we take a short break. 


1U 


ueorge omitn / 


10 


I think I'm just about, if not, done with my questioning. 


1 1 


A. Uh-huh. 


11 


But I want to consult with my colleague. 


12 


MR. VEZEAU: Dr. Smith, you'll note there is 


12 


(Recess.) 


13 


a number at the bottom. That's document produced by 


13 




14 


MorphoSys. That is not from your files. 


14 


MR. HARMON: Back on record. 


15 


THE WITNESS: Oh, it isn't? Okay. 


15 


MR. HARTH: Dr. Smith, I have no further 


lo 


BY MR. HARTH: 


16 


questions for you at this time. 


17 


Q. No, it is not and I don t mean to suggest that it 


17 


Mr. Vezeau, I'd ask that you leave me about 


18 


is. 


18 


20 minutes for any redirect. 


19 


A. Okay. Well, all right, so can I just amend that 


19 


MR. VEZEAU: I'll see how we go with that. I 


20 


to say that 1 don't specifically know that I've seen this 


20 


just can't make any promises right now, David. 


21 


particular request. 


21 


22 


Q. Have you seen similar requests? 


22 


EXAMINATION BY MR. VERZEAU: 


23 


A. Yes. 


23 


Q. Dr. Smith, would you want to take a short break 


24 


Q. Do you know how many such requests, approximately, 


24 


and take a walk or what's your preference? You tell me. 


25 


you've been notified of over the years? 

105 • 


25 


A. My preference is we go on. 

107 


1 


A. No. 


1 


Q. Okay. So that's exactly what we'll do then. I do 


J. 


\l. Less man ten / 


2 


have some questions. 


3 


A. Probably less than ten. 


3 


First of all, when was the first time you met 


4 


Q. All right. And do you know when the first such 


4 


either Mr. Harth or Mr. Booth? 


< 
-> 


request was made? 


5 


A. Mr. Booth, I met in probably November of 1 999. 


0 


A. No. 


6 


It's around that time. 


7 


Q. Do you know if any requests were made prior to 


7 


Q. Did he represent you as an attorney? 


o 
5 


reDruary 24. iyy4. ; 


8 


A. Mr. Booth represent me as an attorney? 


y 


A. I can't say. 


9 


Q. Yes. Did he? 


in 


Q. All right. Did you ever reply to any of these 


10 


A. No, no. 


1 1 

I 1 


requests : 


1 1 


Q. Okay. What was the occasion of you meeting him? 


1 0 


A. No. | 


12 


A. It was this lawsuit and « I think -- 1 think the 


13 


Q, Did you ever — f | 


13 


idea was that I would be a witness for the -- an expert 


14 


A. Oh, sorr>'. I'm not sure of that. I never replied 


14 


witness. I'm not sure actually the exact, what the exact 


1 £ 

15 


that I wanted to remove any materials. But I might have 


15 


subject was. 


1 c 


replied to the effect that it's okay to release the whole 


16 


Q. An expert witness for MorphoSys? 


1 7 


thing. 


17 


A. Yeah. I hope I've got this right. 


J o 


Q. That was going to be my next question. Did you 


18 


Q. How many times in 1 999 did you meet with Mr. 


19 


ever, in response to any of these requests, ask that any * »4 


. 19 


Booth? 


20 


portion of your grant application be redacted? j 


20 


A. Once. 


21 


A. No. 


21 


Q. Once?. 




Q. If you had received a request or a notification 


22 


A. I believe so. 


23 


from Health and Social Services similar to Exhibit 21 back, 


23 


Q. Okay. Did you meet with anyone else from 


24 


say, in March of 1990, would you at that time have requested 


24 


MorphoSys in 1999 or earlier concerning the McCafferty 


25 


that any part of it be redacted? 

106 


25 


patent or the Griffiths patent, either U.S. or European 
108 
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1 


versions? 


1 


L 

Q. You've now read it? | 


I 


A. I can't recall specifically, so I don't know. 


2 


A. Yes. 


J 


Q. Do you believe you did? 


3 


Q. Does that refresh your recollection at all about 


A 

4 


A. I don't want to speculate on whether I talked to 


4 


meeting Dr. Vimekas? 


5 


them. I just don't know. 


5 


A. Yes. Evidently, I met him in that phage, 


6 


Q. Do you remember Dr. Virnekas? 


6 


so-called phage club meeting in Smolenice. 


7 


A. I don t specifically remember talking with Dr. 


7 


Q. All right. And Dr. Virnekas, in paragraph 2, 


8 


Virnekas. 


8 


says, "When I discussed the phage display patent issues you 


9 


Q. Do you recall receiving correspondence from Dr. 


9 


mentioned inter alia the NIH grant you had at that time, but 


10 


Virnekas? 


10 


you expressed your wish not to get involved in this patent . 


1 1 


A. I don't recall. I really cannot recall 


11 


dispute, and I definitely wanted to respect that." 


12 


specifically. 


12 


Do you recall that discussion? 


13 


Q. Do you know who Dr. Virnekas is? 


13 


A. Vaguely, I recall that discussion. 


14 


A. I - he s one of the scientists at MorphoSys. 


14 


Q. What do you recall? 


15 


Q. And do you know he's in charge of their 


15 


A. Expressing exactly that point. 


16 


intellectual property at MorphoSys? 


16 


Q. Which was...? 


17 


A. I believe 1 know that now. Whether I knew it 


17 


A. That I was not going to be a witness for either 


1 o 

18 


then, I don't know. 


18 


side, an expert witness. 


19 


Q. Have you ever met Dr. Virnekas? 


19 


Q. Now, in the second-to-the-last paragraph starting 


20 


A. 1 might have, but I don't know. 


20 


"In the meantime..." - 


21 


Q. Okay. Have you corresponded with Dr. Virnekas 


21 


A. Uh-huh. 


22 


either in paper form or electronic form? 


22 


Q. - Dr. Virnekas mentions an attempt to get 


23 


A. I might have, but I have no records of that and I 


23 


information from the NIH via the Freedom of Information 


. 24 


cannot say for sure. 


24 


Office, and he states - this is Dr. Virnekas speaking - 


25 


Q. Do you believe you had e-mai! correspondence with 
109 


25 


"I was informed that, at least as far as I understood, the 

1 1 1 \ 


i 


anyone representing MorphoSys? 


1 


Office would ask the Principal Investigator whether or to 


I 


A. I don't « I really can't recall specifically. I 


2 


what extent he allows giving access. Therefore, 


3 


mean, I so 1 don't think I would 1 prefer not to 


3 


unfortunately, it might happen that they will bother you." 


4 


answer a question about whether I believe or not. 


4 


Do you know if, indeed, you were contacted by the 


5 


MR. VEZEAU: I'll ask the reporter to mark 


5 


Freedom of Information Office, you or the University of 


c 

o 


for identification as Defendant's Deposition Exhibit 313 a 


6 


Missouri, in connection with any request to have access to 


7 


document produced by MorphoSys in this litigation. What I 


7 


your grant proposal by MorphoSys? 


o 

o 


will do is just mark it now; you can put a label over it. 


8 


A, I don't specifically recall. My usual response to 


Q 


And Dr. Smith will hold onto it. That might expedite this. 


9 


those requests was simply to ignore them, which would mean 


1 A 


Is that all right? 


10 


that I did not withhold any materials. f 


j i 


I rlt KtrUK 1 hR: That s fine. 


11 


MR. VEZEAU: I'll ask « will you get another | 


12 


MR. VEZEAU: Okay. 


12 


copy? 


13 


(DEFENDANTS DEPOSITION EXHIBIT NO. 313 WAS 


13 


I'll ask the reporter to mark for 


1 A 


MARKED FOR IDENTIFICATION BY MR. VEZEAU.) 


14 


identification as Defendant's Deposition Exhibit 314 another 


1 c 
1 J 




15 


document from the files of MorphoSys bearing production 


J D 


DV MR VF7F AU- 
DI rVLTA. Vlll/\U. 


16 


numbers M81978 and 81979. 


1 7 


K} . All right. Dr. Smith, 1 11 hand you Defendant s 


17 


(DEFENDANTS DEPOSITION EXHIBIT NO. 314 WAS 


1 fi 
lo 


Deposition Exhibit 313. This also bears a MorphoSys 


18 


MARKED FOR IDENTIFICATION BY MR. VEZEAU.) 


19 


production number Ml 1 801 . I'll ask you to please review 


19 




20 


that because I will have a question or two. 


20 


BY MR. VEZEAU: 


21 


A. Okay. I okay. 


21 


Q. I'll hand you Defendant's Deposition Exhibit 314 


22 


V- nave you reao it r 


22 


and ask you to please review that and let me know if you 


23 


A. Not no. 


23 


indeed received this document. 


24 


Q. Okay, maybe you should. 


24 


A. All right. This is nineteen - the date of this 


25 


A. Okay. 

110 


25 


letter is August of 1999? 

112 



28 (Pages 109 to 112) 

BRJEDEMAN & ASSOCIATES, INC. 
(573)636-2742 * (888) 828-2742 * (573) 364-6336 



5/14/2002 



George P. Smith, Ph.D. 



1 

1 


Q. Yes. 


1 


A. Uh-huh. 


2 


A. You know, I don't know if I responded to this 


2 


Q. And that he was responsible and interested in 


3 


with, for example, that folder. I can't remember. Did 


3 


identifying prior art which could help his company to attack 


4 


you -- well. 


4 


some patents or patent applications in the field. Do you 


5 


Q. This came from the files of MorphoSys, not your 


5 


see that? [ 

r 


6 


files. 


6 


A. Uh-huh. Uh-huh. Yes. \ 


7 


A. Right. I know. I'm just wondering if you found 


7 


Q. Did he ask you or did anyone else from MorphoSys ; 


8 


something in my files that responded -- 


8 


ask you to assist in connection with the litigation against \ 


9 


Q. No, I didn't. 


9 


Cambridge Antibody Technology? j 


10 


A. -to this one? 


10 


MR. HARTH: I'm going to object to that 


1 1 


Q. And that's why I'm asking you. 


11 


question as being leading. \ 


12 


A. I don't remember responding to this. 


12 


May I have a standing objection to leading j 


13 


Q. Had you informed Dr. Virnekas that, at least to 


13 


questions in light of your position? \ 


14 


your way of understanding, the discussions at the Banbury 


14 


MR. VEZEAU: As far as I'm concerned, you \ 


15 


Conference were confidential? 


15 


can. I don't think it's proper, but you do what you want. | 


16 


MR. HARTH: Objection, leading. 


16 


Would you please read the question back? j 


17 


MR. VEZEAU: Of course. This is cross. 


17 


THE WITNESS: I'm sorry, read the question | 


1 o 

Is 


MR. HARTH: He s not an adverse witness, he s 


18 


again. \ 


19 


not a hostile witness. 


19 


(The reporter read the last question as j 


20 


MR. VEZEAU: This is - all right, you stated 


20 


follows: . | 


21 


your objection, Mr. Harth. Let's 


21 


"QUESTION: Did he ask you or did anyone else \ 


22 


THE WITNESS: So your question is...? 


22 


from Mor-foe-fus - Mor 


23 


MR. VEZEAU: Do you want to hear it again? 


23 


THE WITNESS: MorphoSys. 


24 


THE WITNESS: Could you read that question? 


24 


THE REPORTER: » "MorphoSys or Cambridge, 


25 


(The reporter read the last question as 
113 


25 


Cambridge Antibody Technology in connection with the 

1 15 \ 


I 


follows: 


1 


litigation" — no. Let me start over. 


2 


"QUESTION: Had you informed Dr. Virnekas 


2 


MR. VEZEAU: Please. 


3 


that, at least to your way of understanding, the discussions 


3 


THE REPORTER: I'm sorry. 


4 


at the Banbury Conference were confidential?") 


4 


MR. VEZEAU: No, that's okay. 


5 


DV \ / r> VP7P AIT. 

BY MR. VEZEAU: 


5 


THE REPORTER: "Did he ask you or did anyone 


o 


A. I don't remember saying that specifically to Dr. 


6 


else from MorphoSys ask you to assist in connection with the 


1 


virnekas. I do remember saying that on several occasions, 


7 


litigation against Cambridge Antibody Technology?") 


o 
0 


but I don't remember specifically saying it to Dr. Virnekas. 


8 


BY MR. HARTH: 


9 


Q. And what was the basis for your belief that the 


9 


A. I have -- 1 believe so. I believe I was asked to 


10 


discussions were confidential? 


10 


help their side. 


1 1 
1 1 


A. The materials that Banbury sends out to the 


11 


Q. And you were indeed sent materials by attorneys 


12 


participants have language to that effect. I don't know if 


12 


representing MorphoSys; is that correct? 


1 1 


I have a copy of that of those guidelines. I know it's 


13 


A. I'm going to have to say I don't recall but maybe 


1 A 

14 


not in this folder, but it could be in another Banbury 


14 


my files will tell — give the answer to that question. 


1 C 
ID 


Conference folder of one of the other Banbury Conferences 


15 


Q. Do you recall receiving materials from Mr. Booth 


lo 


tnat 1 ve attended. 


16 


in 1999? 


1 7 


But it seemed 1 recall being impressed on the 


17 


A. Yes, I do. 


1 0 
1 0 


participants that these were confidential and that all, any 


18 


Q. And what do you recall receiving? 


19 


material, anything cited from it would have to be cited as 


19 


A. 1 received copies of patents, patent applications. 


20 


personal communication, not as a publication or as a talk or 


20 


That would be 103 -- 108 and 793, 1 think. These are two 


21 


anything like that, as a formal talk. 


21 


patent applications that are at issue here. And I guess 




Q. Now, on page 2 of Defendant's Deposition Exhibit 


22 


asked for comments. And we had a few exchanges by e-mail, 


23 


314, you'll note in the first full paragraph, starting "Of 


23 


short exchanges. 


24 


course," that Dr. Virnekas identifies himself as the 


24 


Q. You were asked to make - for comments, your 


25 


internal MorphoSys patent attorney. Do you see that? 

114 


25 


comments? 
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1 


A. I was asked to make comments, yes. 


1 


A. Whatever is in my computer. j 


z 


Q. Had you previously agreed to provide comments? 


2 


Q. Do you have a file for - that contains these j 


3 


A. Before that? I don't remember. I don't remember 


3 


letters? \ 


4 


whether I - whether I agreed - I don't -- actually, I 


4 


A. No. \X would — no. j 


5 


can't remember specifically whether I agreed in advance to 


5 


Q. Okay. How would you go about finding this j 


6 


provide comments on them. 


6 


correspondence? | 


7 


Q. Do you believe you just received a letter out of 


7 


A. Just what's on the e-mail -- the e-mail folder in | 


8 


the blue from 


8 


my computer. 


9 


A. No, no - 


9 


Q. Yes. And that's what I meant by a file. I meant 


10 


Q. -Mr. Booth? 


10 


an — I 


11 


A. - no, no, no, no. 


11 


A. Oh. | 


12 


Q. Okay. What I'm trying to find out is what 


12 


Q. -- electronic file. 


13 


occasioned his, if you know, his sending you these documents 


13 


A. Yes. I 


14 


to review, these patents? 


14 


Q. Excuse me. 1 


15 


A. We had some we had some kind of communication. 


15 


A. I'm sorry. Yes. 1 


16 


I don't remember if it was e-mail, letter, phone. Some kind 


16 


Q. The correct term is folder. B 


17 


of communication. And in the con -- and the net effect « 


17 


A. Yes. | 


18 


the net result of that was that they sent these documents to 


18 


Q. You're absolutely right. S 


19 


me I cnnM lnnt at thpm TTint'c m v r^mltprtinn 
ins* a\j i wuuiu iuuk <u mem. i iiai s niy iccuiiccuuii. 




A. No, no -- j 


20 


Q. And you agreed to review these? 


20 


Q. You're right. f 


21 


A. To look at them, yes. 


21 


A. Wait- | 


22 


Q. Why? I thought you had previously said you didn't 


22 


Q. What do you call that - I 


23 


want to get involved? 


23 


A. I do have -- \ 


24 


A. Well, I guess you could say that I was 


24 


Q. Yeah. What do you call that folder? 


25 


reconsidering. 


25 


A. Yes. 1 

i 
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119 | 

1 


1 


Q. Okay. 


1 


Q. What is did you give that folder a name? j 


2 


A. If - I'm not sure the responses that I made to 


2 


A. Well, that folder is called "trash" in my e-mail j 


3 


requests to help that side, so I'm very fuzzy on any kind of 


3 


program. But it's a folder of materials that are seen. And 


4 


chronology here. 


4 


if you ask it to go to trash, it's saved, but it's out of j 


5 


Q. Now, when - your responses were provided in what 


5 


the in and out boxes, in and out folders. \ 


r 

0 


manner, by e-mail? 


6 


Q. All right. We are going to ask you for copies of 1 


7 


MR. HARTH: Objection, lack of foundation. 


7 


all correspondence. And we previously asked you for that. 


8 


BY MR. VEZEAU: 


8 


And I think you've produced some written correspondence, 


n 
y 


A. I think I made some responses by e-mail. And I 


9 


which we'll get to. But certainly we also requested e-mail 


10 


might have sent things, I just don't know, actually sent a 


10 


correspondence. So we will ask you to please retrieve that. 


1 1 


paper. But I don't know. Actually, I cannot remember. And 


11 


A. Okay. 


12 


I might have made responses during the meeting, the actual 


12 


Q. Whether it was you sending copies to MorphoSys or 


i *3 


meeting, with Mr. Booth in 1999. 


13 


its representatives or their sending copies « e-mails to 


1 4 


Q. Did you bill for your time? 


14 


you. 


15 


A. No. 


15 


A. All right. 


16 


lift „ 1 **A — ^ . M, 

Q. What became of the e-mail? Did you retain copies 


16 


Q. Do you understand that request? 


17 


of the e-mail responses? 


17 


A. Yes. 


1 fi 
1 0 


A. I think I have those e-mails, yes. 


18 


Q. Thank you. 


19 


O. Now. we didn't see those in thp fnlHprc that vnn 
>< • viimii i ovrv uiuDfv hi nit luiuvio nidi you 


1 o 
1 y 


We'll make the same request, of course, of 


20 


produced -- 


20 


MorphoSys, which I thought we already did. 


21 


A. No, I should have - 


21 


Where did you meet with Mr. Booth in 1999? 


LI 


Q. « and we previously asked for that. 


22 


A. We met here in Columbia at a coffee shop, a cafe, 


23 


A. Yes, yes. I'm afraid that was an oversight. But 


23 


and then at a restaurant. 


24 


I could produce those. 


24 


Q. How long was your meeting? 


25 


Q. Okay. Do you have -- 


25 


A. Well, I won't be able to be exact about it, but 
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1 


probably of the order of three hours. 


1 


you and ask you to please review it and tell me if you know 


2 


Q. And during the course of that meeting, did you 


2 


what it is. 


3 


review documents? 


3 


A. Well, it's -- 1 might have seen this before, but 


4 


A. At least short documents, I think. But I'm afraid 


4 


I'm going to have a hard time saying if I specifically 


5 


I'm a little fuzzy on what — I'm fuzzy on exactly what we 


5 


recollect what this document is. 


6 


looked over during that meeting. 


6 


Q. Do you believe you received this document? It 


7 


Q. Who was present at that meeting? 


7 


came from your files. \. 


8 


A. Mr. Booth and another attorney from his firm, and 


8 


A. It came from my files? Well, I believe 1 received 


9 


I can't remember his name. He'll refresh my memory. Not 


9 


this document, yes. ** Vm : '~ 
Q. Okay. And you believe you received it from Mr. 


10 


one of the - not anyone that's here. 


10 


11 


Q. Do you recall the topics that were discussed 


11 


Harth? 


12 


during that meeting? 


12 


A. Well, it certainly looks like I got it from Mr. 


13 


A. Well, the general topic was the challenge to the 


13 


Harth. 


14 


CAT patents. I think most of the conversation concerned the 


14 


Q. Okay. 


15 


McCafferty patent, which I guess is the 108, the one 


15 


A. I did not remember who I got the document from. 


16 


numbered 108. 


16 


Q. Do you see a fax header on the document? 


17 


And 1 think the idea « I hope I'm right about 


17 


A. Yes. 


18 


this, but my recollection is that the idea was — the 


18 


Q. Do you believe you received it on or about the 


19 


question was whether I would help that side; which I said ~ 


19 


date of the fax header, which is November - 


20 


as, you know, as their witness. And I said no. 


20 


A. Yes - 


21 


Q. Did you also - 


21 


Q. 24 - 


22 


A. I ultimately said no. 


22 


A. - that makes sense. 


23 


Q. Did you also discuss the Griffiths patent, 793? 


23 


Q. - 1999? 


24 


A. 793. We -- I'm 1 think we did, but I'm not 


24 


A. Yes. 


25 


sure actually. 

121 


25 


Q. Okay. And do you understand that the document 
123 


1 


Q. Was that at the same meeting or a different 


1 


attached to the fax transmittal sheet is an opposition by 


2 


meeting? 


2 


MorphoSys in the European patent office? 


3 


A. We only had one. 


3 


A. Yes, the European opposition. But, see, I'd have 


4 


Q. Did you meet Mr. Harth before this week? 


4 


to - the reason I'm hesitating about what it is, is I'm not j 


5 


A. I don't think so. 


5 


even sure which patent it is that they are opposing here. 


o 


Q. Have you corresponded with Mr. Harth or has he 


6 


Q. Do you see - 


/ 


corresponded with you? 


7 


A. I mean, I'd have to read through it to find — to 


o 
5 


A. Not that I can recall. 


8 


figure that out. 


9 


(Mr. Vezeau and Ms. Choi conferring out of 


9 


Q. I'll direct your attention to the third page of 


10 


the hearing of the reporter.) 


10 


the Exhibit Ml 6441. 


1 1 


MR. VEZEAU; Let s check and see -- maybe we 


11 


A. Okay. 


12 


can go off the record for a second. Jane « 


12 


Q. And do you see the European patent identified at 




(Oil the record.) 


13 


the top, entitled "Methods for producing functional, single- 


1 A 
1** 




14 


chain Fv antibody fragments on the surface of bacteriophage 


15 


MR. VEZEAU: Let's go back on. 


15 


particles"? 


1 f\ 


X XT) II ink jf /"VVT. T~> _ _1 . • 

MK. HARM ON: Back on record. 


16 


A. Is that 441? Oh, I'm sorry. Yes, here it is. 


17 


MR. VEZEAU: I'll ask the reporter to mark 


17 


Yes. Right. Okay, shoot. Yes, I've got it. 


1 9 
IS 


for identification as Defendant's Deposition Exhibit 315 a 


18 


Q. So does that ring a bell? 


19 


document documents produced from your files yesterday, 


19 


A. My yes. My guess is this is the McCafferty 


20 


Dr. Smith. 


20 


patent - this is an opposition to the McCafferty patent. 


21 


(DEFENDANTS DEPOSITION EXHIBIT NO. 315 WAS 


21 


Q. Do you know what occasioned this document being 




MARKED FOR IDENTIFICATION BY MR. VEZEAU.) 


22 


sent to you by Mr. Harth?" 


23 


BY MR. VEZEAU: 


23 


A. I think that in preparation for our meeting, I 


24 


24 


believe that I requested some information about what the 


25 


0- I'll hand Defendant's Deposition Exhibit 3 1 5 to 
122 


25 


patent issues were. 
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1 Q. Had you spoken to Mr. Harth? 

2 A. I do not recall speaking to Mr. Harth. 

3 Q. Do you recall to whom you spoke? 

4 A. It would have almost certainly have been Mr. 

5 Booth. 

6 Q. AH right. 

7 M ask the reporter to marked for identification 

8 as Defendant's Deposition Exhibit 3 1 6 another document from 

9 your files that you produced yesterday. 

1 0 (DEFENDANTS DEPOSITION EXHIBIT NO. 316 WAS 

1 1 MARKED FOR IDENTIFICATION BY MR. VEZEAU.) 
12 

13 BY MR. VEZEAU: 

1 4 Q. I'll hand that to you and ask you if you can tell 

1 5 me what that is? 

16 A. Okay, so this is, Mr. Booth arranged for this 

1 7 patent to be sent to me. And I guess this patent was cited 

1 8 probably in the other document. So this is a patent from 

19 Dower, etal. 

20 And it 1 think I glanced through this one, so 

2 1 I'm not - I'm not very - I'm not entirely sure of what is 

22 covered by the patent. But it's in general a display of 

23 proteins on filamentous phage. 

24 Q. And starting partway -- in the back of the Dower 

25 patent, attached to the Dower patent is a copy of an 

125 


1 A. I can't remember whether I was asked to review it 

2 or not. 

3 Q. Okay. Dr. Smith, I'm asking this question on 

4 purpose, but I don't want to you take offense. Sometimes 

5 people's memories dim with time. I want to know if there's 

6 any condition you're aware of, any medical condition, that 

7 affects your memory? 

8 A. No. 

9 Q. Okay. Are you taking any medication that may | 

1 0 affect your memory? j 

11 A. No. | 

12 Q. All right. Do you believe your memory was— no, | 

13 let me -- I'll withdraw that part ( 

1 4 Do you believe your meeting with Paul Booth was t 

1 5 subsequent to November 24, 1 999? 1 

16 A. Yes, I believe it was. 

1 7 Q. Okay. Do you know whether it was in 1 999 or ! 

18 2000- | 

19 A. No-- | 

20 Q. -or 2001? 

21 A. it was 1999. I'm pretty sure -- 1 think it was 

22 November 29 of '99. But it was the very, very end of j 

23 1 999 -- of November, I mean. 

24 Q. What occurred, if anything, subsequent to that j 

25 meeting in connection with any assistance by you to j 

127 j 

i 


1 official action from the United States Patent and Trademark 

2 Office. Do you see that? 

3 A. Okay. So would this be the very last page - 

4 Q. No.no. 

5 A. -- or the last few pages? 

6 Q. The last few pages. 

7 A. Okay. 

8 Q. Let me see if I can find that for you. 

9 A. Okay. 

10 Q. The page I showed you is entitled "Examiner's 

1 1 Action" at the bottom. 

12 A. Uh-huh. 

1 3 Q. And it's that page and the following pages of the 

1 4 exhibit. Do you know why that document was sent to you? 

15 A.I might have known at the time, but I can't recall 

16 now. 

1 7 Q. And the time is, that you're referring to, either 

18 the date of this -- 

19 A. Well - 

20 Q. - transmittal or shortly thereafter? 

21 A. The -- yes, that would be — I might have realized 

22 at the time whv that was included in the dnenmematinn AnH 

23 the time would be November of 1 999. 

24 Q. Were you asked to review that official action, 

25 examiner's action? 

126 


i 

1 

1 MorphoSys? j 

2 A. At some point, and it was probably after that 

3 meeting, I communicated that I'd declined to be, you know, a 

4 witness for MorphoSys's side. 

5 Q. Did you do that in writing? 

6 A. Not that I know of. It probably would have been 

7 by e-mail. And I probably could find that e-mail. 

8 Q. Okay. Again, we'll ask you to -- 

9 A. Yes. 

10 Q. search for all - 

11 A. It was an oversight on my part -- 

12 Q. I understand. 

13 A. - not to find those e-mails. 

14 Q. Now, subsequent to declining to serve as an expert 

15 witness, did you have any further conversations with 

1 6 MorphoSys or any representative of MorphoSys in connection 

1 7 with the McCafferty patent or the Griffiths patent? 

18 A. The - it -- there might have been something, you 

19 know, an e-mail or two, right around that time, you know, at 

20 the very end of 1 999. But I don't recall any other 

21 communications until this deposition came up. So that would 

DC JUM d mUDul agU Ul »U. 

23 Q. When did you - when and how did you learn that 

24 MorphoSys wished to take your deposition in this case? 

25 A. Hmm, how did I learn? I believe I got a 
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1 

1 


turn muni canon irom Mr. oooui. 


i 
l 


\J. were you snown any uocuIIlCIU^ uuiuig uic iajuioc oi 


£. 


wnat — 


2 


that meeting? 


-1 
J 


A. And it was probably a phone conversation or an 


i 

j 


/\. was i snown any uotuiiiciub; iviuaiiy i woo i 


A 


e-mail. I don't know. I can't remember which. 


A 
H 


snoweo uiem uocumenis. 1 orougni me aocumcnib uiai you 


J 


Q. If it's an e-mail, we'll all know soon, though, 


c 

J 


saw. 


0 


ngnt ; 


0 


Q. That were produced? 


/ 


A. Yes. well, deiinitely we 11 know by — u it s 


7 


A. That I was producing in response to the subpoena. 


Q 

o 


e-mail. 


o 
6 


And did I -- did they produce any documents to me? 


o 

y 


Q. Okay. As best you can recall, what was the 


Q 

y 


I actually can't remember any, seeing any documents that 




substance of that conversation or e-mail? 




they produced for me. Oh, yes — no, hold it. Yes, they 


1 1 
1 1 


A. Just alerting me that a deposition would be taken. 


i i 
1 1 


did. I do remember. They did produce the — that 


1 T 
1Z 


vj. UKay. 




introduction to the — 


1 1 
1 J 


A. And it would be in Columbia. And trying to find a 


1 j 


\j. i ne a ran iorewora — 


1 4 


scneuuie mai wouiu worK coin ior ineir siae ana your siae. 




a. i ean. 


1 C 
1 J 


v^. L/ia you nave any ionow-up discussions or e-mail 


ID 


v^. — lo me dook co-eaueo oy ur. rvay — 


ID 


in connection with your deposition? 


10 


A. wen — 


1 *7 


A. Apart from the request for a meeting alone 


17 


Q. ur. Winter and — 


1 Q 
1 O 


yesterday, none that I can recall. 


1 0 
15 


A. Well, no, I'm not sure that I saw any of the * 


19 


Q. None that you can recall, you're saying? 


19 


edited -- 1 


20 


A. Yes. And I don't think there was anything except 


20 


Q. Okay. 


21 


just the mechanics of setting up the deposition. 


21 


A. -business. But that book was brought up and the 


22 


Q. Now, who made the request to meet with you alone? 


22 


introduction -- 


23 


A. I believe that was Mr. Booth. 


23 


Q. I see. 


24 


Q. Do you know when that was made? 


24 


A. -- to it. 


' 25 


A. That would have been - I can't say the specific 


25 


Q. Okay. And that was the topic of your -- 










j 


HatP hut it u'ac tint « it wcx c i/prv Tp>(*e*r\i 1 \> 
ualv, Dili ll v\ do IlUl ll Wai vciy ICt-CIlliy. 


i 
i 


a. l m aciuany geuing comuseu oeiween me iwu 




L/i\i ivir. Doom explain 10 you wny ne wisnea 10 meei 


L 


sides. 


J 


with you alone? 


i 
3 


Q. Okay. 


4 


A. No. 


A 


a. rJccause i Know mai your siae aiu onng uiui up. 


5 


O "Nriw vmtVp Qwnr^ thnt wt* rm hphalf rtff'AT 
ixuw, yuu it av%oic uiai wc, Oil UCilail OI \*>r\ 1 , 




Anu l aciuauy can i rememoer in wnai ways uiey orougni u 


u 


rpmiPCtpH trt hp nrpcpnt at anu mpptino — - 
IClJUCblCu IU UC UIC3CI11 ol ally IllCCUIlg " 


0 


up. 


7 


f\. I Cd. 


/ 


UKay. dui tnai, you oeneve, was a topic 01 your 


g 


O with Mnmhn^VfC rf*r\rf*cf*r\tat i i/z^c*^ 
V* vviui iviui piiuoyo icpi CiCIllall VCb . 


Q 
O 


discussion — 


9 


A Yei 


o 


A Voc 

a. Yes — 


10 


O Anfi what wac vnnr rpsnnnw trt thnt rprmpct9 
• rvnu wnai v> ao y uui icsjJUlliC tu lllal ICIJUCM. 


1 0 


v^. yesxeraay; 


1 1 


rt. ivi^ i cojjuiiac woo i wuuiu aoK jviurpnuoya 


1 1 
1 1 


a. -- it was among me topics, yes. 


12 


Q Anc j 


1 7 


v^. UKay. as oest you can recan, wnai otner topics 


13 


A. -- and thev wanted a meetinp bv themselves And 


1 J 


WCIC UldWUbdCU. : u < 


14 


mv rpsnnnsp tn thnt u/ac rtVav hut T u/ac oAmo trv I urmilsJ 

Iliy ItSjJUliat IU lllal Wa5, UKay, UUI 1 WcLb going lO 1 VVOU1U 


1 A 


a. i ne topics nao 10 oo wun me main inrusi 01 n 


i j 


extend to you the same opportunity, extend to your side, the 


13 


had to do with whether the invention of single-chain 


16 


\^aiuuiiugc rviuiDouy i ecunoiogy siue, me same opponuniry. 


1 A. 


antibodies displayed on phage -- phage — phage antibodies v f 


1 7 


Q. And you did meet yesterday with Mr. Booth and Mr. 


17 


was publicly disclosed as a result of the grant proposal I 


18 


Harth? 


1 8 
1 0 


mai i suDmmeci anu as a resuu 01 puuiiciy laiKing auoui 11,- 


19 


A. Yes. 


19 


the grant proposal. j|| 


20 


Q. For how long? 


20 


Q. Now, you indeed attempted to get patent protection 


21 


A. A little bit less than two hours. 


21 


that would cover the display of single-chain antibodies on \ 


22 


Q. Okay. And that was in your offices? 


22 


a living — \ 


23 


A. No, it was in a conference room — 


23 


A. Yes. ; 


24 


Q. Oh. that's right. 


24 


Q. - organism — 


25 


A. -- in our building. 


25 


A. I agreed » 
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1 


Q. « is that correct? 


1 


MR. HARMON: This is tape 3. Back on record. 


2 


A. I agreed to be a co-inventor on that patent 


2 


BY MR. VEZEAU: 


3 


application, yes. 


3 


Q. I had directed your attention to exhibits j 


4 


Q. And that was with Ladner; is that correct? 


4 


Defendant's Deposition Exhibits 3 1 5 and 3 1 6, which was 


5 


A. Well, was with the company - it was ultimately 


5 


correspondence paper or facsimile correspondence with % 


6 


with Enzon, which was the company that took over the patents 


6 


MorphoSys counsel. Do you know if you had any other 


7 


from Genex Corporation, who filed the original patent 


7 


correspondence with MorphoSys counsel? 


8 


application. 


8 


A. Well, we've already mentioned -- 


9 


And the first inventor on that application was 


9 


Q. Dr.Virnekas? 


10 


Ladner. But at the time when I ever had any contact with 


10 


A. - with Mr. Booth and we've already mentioned Dr. 


11 


Genex, Ladner had left the company. So I never had talked 


11 


Virnekas. I can't recall, but I might have. I don't know. 


12 


about this with Ladner himself, even though I know htm, 


12 


Not that I know - not that I can remember now. 


13 


about that -- about this patent. 


13 


(DEFENDANTS DEPOSITION EXHIBIT NO. 3 1 7 WAS [ 


14 


Q. Why were you interested, if you were interested, 


14 


MARKED FOR IDENTIFICATION BY MR. VERZEAU.) 


15 


in being a co-inventor? 


15 




16 


A. Well, I'm not quite sure about my — about why I 


16 


BY MR. VERZEAU: 


17 


did it. But certainly I had cooperated with them at the 


17 


Q. Okay. I'll place before you Defendant's 


18 


beginning trying to set up this collaboration where my lab 


18 


Deposition Exhibit 317 and ask you to please take a look at f 


19 


would be doinp nhapp diinlav nf ^tnolf* rhain antiKriHipQ 

"VUIU Uv Wiring J-' 1 * O UIOlJluj \J 1 Olllt£ll< VilCUll CU ill LA/UILj . 


19 


that. } 


20 


And when they brought up the idea of my coming in to help 


20 


A. Okay. Okay. All right. \ 


21 


their patent, I agreed to it. And I guess, are you asking 


21 


Q. You tell me when you're - 1 have some questions 


22 


what my motivation is or what 1 thought was in it for us? 


22 


about this document -- 


23 


Q. Yes. 


23 


A. Okay. * 


24 


A. I certainly thought this potentially could be a 


24 


Q. - so you tell me ™ I 


25 


viable patent that would make money for the university and 


25 


A. Could I just - 
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1 


for my laboratory. So I thought there was a chance that 


1 


Q. Yeah, you might want to take a look at it and read 


2 


this would be - I'm putting my mind back in those days, but 


2 


it. | 


3 


I thought there was a chance that this could be something 


3 


A. Can you tell me -- let's see. 


4 


valuable. 


4 


Q. This document, by the way, Dr. Smith, is from your : 


5 


Q. When did you get involved with Jorge Goldstein? 


5 


file. 


6 


When did you start your involvement? 


6 


A. Right. Okay, I- 1 


7 


A. That was probably in 1991, maybe late in 1 99 1 . 


7 


Q. Have you read it? { 


8 


I'm actually not sure. I'd have to look at the chronology 


8 


A. Yes. | 


9 


of when the -- when Enzon acquired the patent from Genex and 


9 


Q. Now I'd like to direct your attention to the last j 


1U 


when the this company, Stern, et al., came to represent 


10 


page of Defendant's Deposition Exhibit 317, Is that your \ 


1 1 


Enzon in that matter. But I think it was 1991. Maybe late 


11 


signature? ! 


12 


1991. 


12 


A. Yes. j 


13 


Q. And in connection with that effort, do you recall 


13 


Q. And the date that appears there, June 30, 1995, is ] 


1 A 


preparing a declaration that was submitted to the United 


14 


that the date you believe you signed this document? j 


1 c 

13 


States Patent and Trademark Office? 


15 


A. Yes. ! 


Id 


A. I believe that I helped to prepare one. 


16 


Q. Okay. Now, you stated right above it that "I j 


i / 


Basically, sort of edited their version. I'm actually not 


17 


further state that all statements made on our own knowledge j 


1 fi 
10 


sure of this. It's a long time ago and I'm having a hard 


18 


are true and that all statements made on information and 


19 


time recalling the SDeciflc events hut I think thnt'c what 


10 

1 7 


kaliaf o» tn Kp fnip nnH further thuf willful ! 
UC11C1 dXC DC11CVCU IU DC II UC oJlu 1UIM1C1 Ulal WII11U1 j 


20 


I did. 


20 


false statements and the like are punishable by fine or j 


21 


MR. HARMON: I need to change tapes. 


21 


imprisonment or both under Section 1001 of Title 18 of the j 


LI 


MR. VEZEAU: Sure. Go ahead. 


22 


U.S. Code and may jeopardize the validity of the application 1 


23 


(OfT the record.) 


23 


or any patent issuing thereon." j 


24 




24 


Did you understand that when you signed this ; 


25 


MR. VEZEAU: Shall we go back on? 


25 


document? j 
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136 j 



34 (Pages 133 to 136) 

BREDEMAN & ASSOCIATES, INC. 
(573)636-2742 * (888) 828-2742 • (573) 364-6336 



5/14/2002 



George P. Smith, Ph.D. 



1 


A. Yes, I think I did. 


1 


i 

A. So the title here is changed from his original j 


2 


Q. And did you believe the statements you made in 


2 


title. | 


3 


this declaration by you were true? 


3 


Q. Okay. 


4 


A. Yes. 


4 


A. So I'nvguessing that that's correct, yes. Okay. j 


5 


Q. Is it a fact that you would not have made these 


5 


Q. Regardless, the statements you believed were true ; 


6 


statements if you did not believe they were true? 


6 


when you made them; is that correct? j 


7 


MR. HARTH: Objection, leading. 


7 


A. Yes. 


o 
5 


BY MR. VEZEAU: 


8 


Q. All right. Now, in the paragraph 2 of this 


9 


A. Yes, I think it's true that I would not have made 


9 


declaration, Defendant s Deposition Exhibit 3 1 7, you 


10 


the statements if I didn't think they were true. 


10 


identify the Smith 1985 publication and the Parmley and 


1 1 


Q. Now, you also identified let s go to page 1 of 


11 


Smith 1988 publications that you discussed during your 


12 


this document, please, this declaration by you. This was 


12 


questioning with Mr. Harth today. Do you see that? 


13 


submitted, do I understand correctly, in the Ladner, et al., 


13 


A. Yes. 


14 


application that you were working on with the Enzon lawyers? 


14 


Q. All right. Now, do you see in paragraph 4 on the 


15 


MR. HARTH: Objection, leading. 


15 


next page of this exhibit where it was your opinion that the 


16 


BY MR. VEZEAU: 


16 


'Parmley and Smith' and 'Smith' publications in combination 


17 


A. I don t recall the context in which I made this 


17 


with the HUES-tun HUS-tun patent - 


f 0 

15 


declaration. 


18 


A. It s HUES-tun. 


19 


Q. All right. I'll ask you to look at the heading - 


19 


Q. Huston. -- "would neither have taught nor 


20 


A. Okay. 


20 


suggested the claimed invention to one of skill in the art" 


21 


Q. -- in the upper left-hand portion. Do you see 


21 


for the reasons you subsequently set forth? 


22 


Ladner, et al. — 


22 


A. Yes. 


23 


A. Yes. 


23 


Q. Now, at the end of — I'll withdraw that partial 


24 


Q. -- application so-and-so? Does that help? 


24 


question. 


25 


A. Well « okay, the reason I'm hesitating is I'm not 

137 


25 


In paragraph 8 you state: "However, the 

139 1 


I 


sure which Ladner, et al., application this is. 


1 


additional conformational constraint posed onto a molecule 


I 


Q. Okay. 


2 


such as an SCA that is expressed on the surface of an 


3 


A. Is this the February 1987 application for the — 


3 


organism may have been expected to interfere with its 


4 


on displaying single-chain antibodies and other molecules on 


4 


ability to fold properly and thus, with its ability to 


5 


the surface of living organisms? 


5 


retain binding functionality. The SCAs of the present 


6 


Q. I just got this document from your files. 


6 


invention are subject to such an additional conformational 


/ 


A. Yean. 


7 


constraint not only because they are larger molecules than 


O 
0 


Q. I hope you understand that. 


8 


the antigens in the prior art, but also because they are on 


n 

y 


A. Yes. Okay, so I'm -- the reason I'm hesitating is 


9 


the surface of a phage, and not in solution. 


i n 
1 u 


I'm not exactly sure which Ladner, et al., this is, but I 


10 


Do you see that? 


1 1 
1 1 


Dciieve h was prooauiy to ao witn mat Laaner, tne Ladner 


1 1 


A. Yes. 


to 


patent, but I'm not — I'm just not sure. 


12 


Q. What did you mean by conformational constraint ? 


1 7 
1 J 


wnatooes niea meannere/ What does that 


13 


A. The expressing a protein on the surface, on the 


1 A 


filing date mean? 


14 


complex surface of an organism and this organism is being 


15 


Q. That's the filing date of the application number 


15 


used to cover filament - things like phages or viruses as 


i ✓ 

lo 


set forth above. But ~ 


16 


well as cells that can grow autonomously like bacteria or 


1 7 

1 / 


A. It may not — 


17 


mammalian cells. Anyway, it was saying that being -- lying 


1 Q 
10 


Q. — it may be a continuation — 


18 


on the surface, on the complex surface of an organism, would 


19 


A. Yes. 


19 


provide opportunities for interactions that might interfere 


20 


Q. - application. 


20 


with the ability of the protein to fold autonomously the way 


21 


A. All right. So this is -- this is plausibly that 


21 


it would if it were completely free of associations with 


LL 


original Ladner application on phage — on displaying 


22 


other molecules in solution. 


23 


single-chain antibodies and other binding molecules on the 


23 


Q. Now, the SCAs referred to in this paragraph 8 and 


24 


surface of living things. 


24 


elsewhere in this declaration, do I understand those are the | 


25 


Q. All right. 

138 


25 


single-chain antibodies you discussed in « j 
140 
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A. Yes, single-chain antibodies. 


1 


» 

not insisting. I'm just asking you if you will answer it. j 


I 


Q. Okay. Now, on paragraph 9, you refer to the SCAs 


2 


If you will not, that's fine. Because I don't want you to [ 


3 


of the present invention as consisting of "around 240 amino 


3 


be uncomfortable here, in view of David Harm's comments. j 


4 


acids which are encoded with approximately 800 base pairs." 


4 


THE.WITNESS: Can you repeat the question? j 


5 


Do you see that? 


5 


(The reporter read the question as j 


6 


A. Uh-huh. Yes. 


6 


follows: 


7 


Q. And you -- you state that "In 'Parmley and Smith* 


7 


"QUESTION: Did you at any time, in 


8 


and 'Smith,' we recognized" - 


8 


connection with your work on this application, identify your 


9 


The we, do I assume it is you and/or you and 


9 


grant proposals submitted to the NIH?") 


10 


Parmley? 


10 


THE WITNESS: Repeat it again. I'm sorry. \ 


11 


A. Yes. 


11 


I need to hear the first part of the question again. | 


12 


Q. « "recognized that the length of a molecule or 


12 


(The reporter re-read the question.) 


13 


fragments thereof and the length of the gene encoding the 


13 


BY MR. VEZEAU: j 


14 


molecule or fragments thereof is a factor that might 


14 


A. So this is in connection with this grant propo ~ j 


15 


obstruct its successful expression on the surface of a 


15 


this grant application? 


16 


filamentous phage." 


16 


Q. This is not a grant — this is a patent j 


17 


And then you go on -- you have a colon there and 


17 


application. E 


18 


you go on to quote from both Smith and Parmley. Do you see 


18 


A. Sorry. Sorry. Patent application. 


19 


that? 


19 


Q. Yes. ( 


20 


A. Yes. 


20 


A. In connection with this patent application 


21 


Q. Did you at any time, in connection with your work 


21 


Q. Yes. 


22 


on this application, identify your grant proposals submitted 


22 


A. -- did I identify my - the role of an NIH grant? 


23 


to theNIH? 


23 


I can't remember. 


24 


MR. HARTH: I'm going to object to that 


24 


Q. Okay. That's fair. 


25 


question as being vague. Identified to whom? 

141 ) 


25 


In paragraph 1 1 of Exhibit 317 you state, "In 
143 

: 


I 


MR. VEZEAU: To anyone. 


1 


i 

'Parmley and Smith' we recommended on page 315, left column, 


2 


MR. HARTH: Well, if that's the question, the 


2 


'using fragments of 100 to 300"' -- 


3 


witness should be advised that the question will encompass 


3 


Is that base pairs? 


4 


communications with your attorneys, and I would advise you 


4 


A. Yes. 


5 


to contact Mr. Hoskins before you would answer that 


5 


Q. — "as inserts, because we expected a construct 


6 


question. 


6 


larger (sic) than that to be unstable." Do you see that? 


7 


m / t~» \/r7rill. a t j * j i 

MR. VEZEAU: Are you being advised by 


7 


A. Yes. x 


5 


MorphoSys counsel now? 


8 


Q. All right. "Additionally, we had observed an 


y 


MR. HARTH: He can take or leave the advice. 


9 


extensive breakdown of molecules encoded by more than 300 - 


10 


But Mr. Hoskins, before he left, made his statement. You 


10 


base pairs and a reduction in phage assembly and infectivity \ 


1 1 


have - clearly are asking him to communicate or testify to 


11 


as a result thereof." 


12 


communications with his attorneys and in that he is not 


12 


What was the extensive breakdown of molecules you ) 




currently being represented here, I feel it's perfectly 


13 


refer to? 


14 


appropriate to warn the witness of what you're up to and to 


14 


A. Well, it's possible to, and Steve Parmley did, in 


15 


advise him to call his counsel. He can do it or not. It's 


15 


connection with that 1988 paper, examine the state of the 


1 A 
IO 


up to him. 


16 


gene III protein in the various phage displaying different 


1 7 
I / 


di MK. VtZ,tAU: 


17 


domains. 


I ft 


Q. Are you going to answer the question or not? 


18 


And what he observed was that in the clone that 


19 


THE WITNESS: Well, can you « could you 


19 


was displaying the longest of the fragments that he studied, \ 


20 


repeat the question, please? 


20 


which was about a little bit more than a hundred amino ; 


21 


THE REPORTER: (Nodding head.) 


21 


acids, the gene III protein,. the intact gene HI protein was 




DI MK. VCtCnU. 


22 


a very minor component. There was a component that ■ 


23 


Q. Before you do that, Dr. Smith, I'm not here to try 


23 


consisted of the protein minus the foreign domain. And then 


24 


to pry this type of » if you're at all uncomfortable with 


24 


there was also a strong component that was just about half 


25 


the question and don't want to answer it, that's fine. I'm 
142 


25 


of the gene III protein. \ j 

v ^ 

144 " j 

i 
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1 


oo mat wouiu oe — inai would imply mat this 


1 


J 

signed this declaration and said it was true by at the time \ 


2 


foreign domain that had caused the protein to be degraded, 


I 


oi tiling/ i 


3 


nui just mc ioreign uomain useii, uui also me pan oi me 


•2 

5 


MK. rlAKl n. well, l m going — 1 m going to j 


4 


protein that lies adjacent to the foreign domain. That was 


A 

4 


interpose an objection here. Dr. Smith was kind enough to j 


j 


me oDservaiion. Ana mat was wnat tnat s reiemng to. 


< 


give both sides — 


A 
u 


/\na men u goes on 10 say inai me pnage were 


0 


mk. vtitAU. uavia, not a speech. Just an 


7 


less in recti ve ana iney were proaucea in less yieia. 


/ 


objection, please. That's ~ 


8 


(f yah ftlcn in nnraoranh 17 cau " A nAtKpr rtKcta/»lp 
v^. i uu, aiMJ in uajagiapn Say, za.hu m cr uuslaCic 


O 

o 


ivitv. ri/\K i ri . ur. omiin — 


9 


tu inc success oi mc present invention was me possiDUiry 


0 


Please don't interrupt me. 


to 


ui mc i cLuiiiumani pm-ov_*/\ moiecuie wouia oe uegraaea 


1 A 

iu 


\AX> VC7C ATT. TU;«- le p«aa-1, 

mk. vfcXfcAU. J nis is speech. 


1 i 

1 1 


during its transversion of the periplasm ic space of the 


1 1 
1 1 


MR. HARTH: You can make any comment you care 


12 


piiagcpr uuucing ecu. 


i *> 

XL 


to make after I'm done. But please don't interrupt me. 


i j 


What did you mean by the recombinant pIII-SCA 




\/D \/r7r iff, a 11 i _ l ■ « _ ♦!.;„ 

MK. VnZhAU: All ngnt. I object to this 


14 


IIIUJCIUIC ; 


1 A 
14 


type of speechmaking as intruding on the limited time we 


15 


/a. pin ur gene j proiein, Decause mey re synonyms, 




have for cross. I really do. Make your objection. You 


16 


is mc protein to wmcn me ioreign uomain was rusea ano 


10 


have no right to do anything more now. 


17 


1 c prtnett*! if*tc "I Ko mrpmn /"l/"\i*rtQtr» tn t h 1 0 /*» 0 0 0 +V«a 

cuiiMiucio. 1 iic luicigi) uumain in inis case isine 


1 7 
1 / 


mk. HAKin. ur. bmitn was kind enougn to 


18 


<;inp!p-rhain antiKoHv 

3111£IVr villain ulJuLrUUY. 


1 o 


furnish both sides with copies of his files. It is apparent 


19 


So the pIII-SCA fusion, that protein is the « 


19 


that he has not looked at these documents in some time. 


20 


this modified coat protein. And in filamentous phage 


20 


He has asked you what I consider to be a 


21 


assembly, that coat protein starts by being secreted through 


21 


reasonable question. You shot back, "Well, they're your 


22 


the membrane so that most of it lies in the periplasmic 


22 


words." But there are a number of other documents that he 


23 


space. 


23 


produced that would provide him with answers to his 


24 


And the periplasmic space was known to have potent 


24 


question. And I object to your proceeding without giving 


25 


proteases or protein degrading enzymes. So it was a strong 
145 


25 


him a chance to look at those documents. 

14/ : 


] 


notsiHilitv it cppttipH a ctmno tv^ccihllitw ot tliA fim 0 
pvooiLUiuy * 11 dCClllcu a Miung pusblulllty at luc lime 


I 


i 

MR. VEZEAU: That s absolutely absurd. And 


2 


that the nlTI ^inplp-t**hain nntihnHv mnlp/Milp 11/rutlH Kp 

inai LiiVr pill auigif WlOill OllUUUUy IIIUICWUIC WUUIU DC 


I 


this is a speech. This is an attempt to interfere with 


3 


Suhiect to ^trontr HporsiHation fnrrpc 




examination. And I'm going to ask the court for appropriate 


4 


O In nnrfltrrnnh 1 ^ vnn ctntp "Thp nfV»»-rY» oti/-\r«ol 
V^. 111 ytaia^nifJll u VOU alalc, 1 ne WillUI UlallOnai 


A 

4 


sanctions in view of this speech. That's not an objection. 


5 


Constraint nncpn nn an ^f^A pvnrpccpH nnt in c/tlntinrt Kut stm 
w7iiou an 11 pjjwj uii an o\_rv cApicsicu not in suiunun out on 


5 


That's a speech. And you know ~ you should know better, 


5 


mc ^uiiacc 01 a inonicnious pnage, tne expecieu lnsiaDiuty 


6 


David. 


7 


of an in^rt of thp lpnofh nf a Qf^A anH thp s\Kcpf-u«»rl 
\ji an nidvi 1 \ji mt itu^iii ui a o\w/A djiu mc ODScrvcQ 


7 


MR. HARTH: In the meantime, I do not believe 


g 


QCPradation of thp nrrtHllftc of enrh incprtc ac \i/p11 oe thp 
uwgiauauuu wi ins jjjuuuiio ui MiCIl uibCris, ao VVCll aS inc 


o 
0 


there is a question pending. 


9 


Dossibilitv of nerinlfl^mir rlpcrrnHatinn n*nr\e*rt>A thp ch^acc 
j^/o^tuiiii^ v» pvi jpiGLMiuv ucgi auaiiui 1, ICIIUCICU mc success 


o 
y 


MR. VbZbAU: 1 here was until you interrupted. 


10 


to exnrp*;^ n functional A nn thp cnrfar>p r\fa fllamontnur 
iu v-Apit^a a luiiwiivjuoJ UII LI1C SUllaCC OI a IlIalTlcritOUS 


1 A 

10 


MR. HARTH: Mr. Vezeau, you just read, in a 


1 1 


nhape auite nnnrpfiirtnhlp nt thp timp nf fllino "Wr^ 
pnagv. l|uhw uupibuiwiauic ai ti ic nine ui iiimg. r\o 


1 1 

1 1 


dramatic fashion, the paragraph. But there was not a 


12 


reasonable exoectation of success wac availflhlp from mv wrkrt- 




question. 


13 


On antigen fusions in 'Smith' nnH 'Pnrmlpv nnH ^mith 


I J 


MR. VEZEAU: Then you didnt listen, sir, 


14 


A Okav r^OIllH WP cav wh*at thp "timP filmn " , m „ 

*** v-'ft.aj'. vuuiu wc aay vvilal mc lime OI Illing, yOU 


14 


because I asked the witness if he recalled what he meant by 


15 


iviiuv> wuuju y uu gucas wnai *- wouiu you oe auic to neip me 


15 


"at the time of filing." 


16 


hv hdnino mp to intpmrpt wh^t "tima i.. 

iicipiu^ mc iu inicrprei wnat nme or ruing means in 


16 


BY MR. VEZEAU: 


17 


that context -- 


17 


A. So is that the question? 


18 


Q. Dr. Smith -- 


1 c 
1 o 


Vj. Yes. 


19 


A, would you know? > 


19 


A. I do not recall now what "the time of filing" 


20 


Q. - no, I can't. 1 


20 


meant in that context. 


21 


A. I know I'm supposed to know. 


21 


Q. And you — 


22 


Q. — these are your words. 


T> 
11 


A. I m atraid I don t. 


23 


A. 1 know, I know. 


23 


Q. I understand. You also state in the same 


24 


Q. In fact. I was going to ask you that precise 


24 


paragraph: "No reasonable expectation of success was 


25 


question. Do you know what you meant in 1995 when you 

146 * 


25 


available from my work on antigen fusions in 'Smith' and . j 
148 
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1 


'Parmley and Smith Do you sec that? 


1 


- were not interested in this response? 


2 


A. Yes. 


2 


MR. HARTH: Objection, leading, 


3 


Q. What was the basis for that statement? 


3 


argumentative, misstates his testimony. 


4 


A. The basis was what went before, which were the 


4 


BY MR. VEZEAU: 


5 


reservations that we expressed — well, especially that 


5 


Q. Do you know whether you reviewed this amendment 


6 


Steve Parmley and I expressed in the 1988 paper about the 


6 


and this response? 


7 


possibility of expressing large domains on gene III protein. 


7 


A. I don't recall — 


8 


So it was wasn't clear at the time that you 


8 


Q. Okay. 


9 


would have success with a complex and relatively large 


9 


A. so I can't tell — answer your question. 


10 


domain like a single-chain antibody. That was the burden of 


10 


Q. Did you work with Jorge Goldstein in connection 


1 1 


that statement. 


11 


with preparing this response? 


12 


MR. VEZEAU: I'll ask the reporter to mark 


12 


A. To some extent, yes. As you saw, there were 


13 


for identification as Defendant's Deposition Exhibit 318, a 


13 


correspondence — 


14 


document entitled "Amendment and Response." 


14 


Q. Okay. 


15 


(DEFENDANTS DEPOSITION EXHIBIT NO. 3 1 8 WAS 


15 


A. - between us. But I would say that I did not 


16 


MARKED FOR IDENTIFICATION BY MR. VEZEAU.) 


16 


work very hard on this patent matter. 


17 




17 


Q. Let me ask you this. Do you recall objecting to j 


18 


BY MR. VEZEAU: 


18 


any comment in this amendment or response? j 


19 


Q. Dr. Smith, I'll hand this to you and ask you to 


1 7 


A I Hnn't rpps*Il oKipotino nn E 

r\. 1 UUII l ICUail UUJCUllIlg, E 


20 


please take a look at it and tell me if you recognize that 


20 


Q. Okay. 


21 


document. Again, this came from your files that you 


21 


MR. VEZEAU: Let's take just about a three- 


22 


produced yesterday. 


22 


or four-minute break. It's a little warm in here. Catch 


23 


MR. HARTH: 318? 


23 


your breath and we'll continue. 


. 24 


MR. VEZEAU: Yes. 


24 


THE WITNESS: Okay. 


25 


BY MR. VEZEAU: 


25 


(Recess.) 




149 




151 


1 


A. Okay, I see the document. 


1 




2 


Q. Okay. Now, your declaration is referred to in 


2 


MR. HARMON: Back on record. 


3 


this document at page 4, at the bottom, the last full 


3 


BY MR. VEZEAU: 


4 


paragraph or the last paragraph, "Applicants respectfully 


4 


Q. Dr. Smith, do you have any way of knowing whether 


5 


direct..." Do you see that? 


5 


in fact the notebooks you discussed that -- for which you 


6 


A. Yes. 


6 


filed a request to the post office to look, indeed, actually 


7 


Q. Did you participate in the preparation of this 


7 


made it to Mr. Goldstein's office? j 


8 


amendment and response or did you comment upon this 


8 


A. Sorry, could you ask the question again? g 


9 


amendment and response? 


9 


Q. Yeah, was that a little too convoluted? S 


i n 
10 


A. I don't remember doing so. 


10 


A. Yeah, it was. | 


1 1 


Q. Okay. Do you know why this document was in your 


11 


Q. I'll try again. Yeah. I was a little puzzled 


12 


files, this exhibit -- this amendment and response, 


12 


with the exhibit that was marked - what was the last 


13 


Defendant's Deposition Exhibit 318? 


13 


one? - yeah, Exhibit, Smith Exhibit 2 1 . Do you see that? 


14 


A. Well, I intended to file, though not terrifically 


14 


A. Uh-huh. Yeah. 


15 


systematically, the correspondence having to do with this 


15 


Q. If you look at the top where the post office 


16 


matter in that - well, it was in another folder, not the 


16 


apparently checked, do you see that? It says, "We did not 




one that I gave you because ultimately I gathered alt of 


17 


locate the article and the addressee failed to reply to our 


1 O 
1 0 


them into one folder. I just filed it all into one folder. 


18 


inquiry" -- et cetera. 


19 


But I DUt the corre^nnnflpnrp intn a fr»Mpr nnH it 


1 Q 


A. Okay. Yes. 


20 


wasn't unusual for me to not even glance at it. So I may 


20 


Q. Do you know if there was ever any follow-up? 


21 


well never have read this, this response. 


21 


A. Yes. I'm pretty sure we followed up on this 


ll 


VJ. Well, you were a co-inventor at that time of the 


22 


pretty vigorously, actually, making phone calls. And this 


23 


application; is that right? 


23 


might have been the first response we got back. And we 


24 


A. Yes. 


24 


followed up and insisted that they try to get ahold of the 


25 


Q. All right. And are you saying that you wouldn't 


25 


addressee. And I either called him or he called us. 
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1 I actually talked to Mr. Goldstein himself at some 

2 point in the context of these missing lab books. And so he 

3 described how their mail system had worked and why he was 

4 convinced that it never got to their firm. 

5 Q. Why did you send your lab books to that firm? 

6 A. Upon their request. 

7 Q. Now, you also discussed that there was a delay in 

8 concluding an agreement with Genex, between the University 

9 of Missouri and Genex. And part of the reasons were, I 

10 think you mentioned, patent concerns. Can you tell me what 

1 1 you meant by that? 

12 A. I can't recall at this time exactly what the 

1 3 issues were. I just know that we had a hard time coming to 

14 an agreement. So I'd mentioned patents as just commercial 

1 5 protection. It's not that I remember specifically talking 

1 6 about patents. I really can't remember this far « this 

1 7 long afterwards what we talked about; you know, what the 

1 8 issues were. 

1 9 And I'm not — I don't know if I have any 

20 correspondence on that issue. Maybe there is. I believe 

21 Mr. Hoskins would have found anything from the university's 

22 office that was run by Connie Armentrout at the time that 

23 would have to do with that. So I think he probably produced 

24 anything they had, but it's doubtful that there is anything. 

25 Q. Do you know what, if any, restrictions were 
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1 responsible for the criticism itself, but it would have been | 

2 Gene Zimmerman, the executive secretary. j 

3 Q. Okay. And do you - do you know -- \ 

4 A. So he's actually not allowed to have any part in i 

5 the judgment or anything like that? He summarizing I'm 

6 very familiar with this process since I've been on study S 

7 sections myself. The members of the study section submit j 

8 their comments to the secretary, and the secretary creates 3 

9 the critique out of those comments. \ 

10 Q. Do you know any of the individuals that were part ■ 

1 1 of the reviewing group? j 

12 A. Mark Davis, Philip Tucker, Marty Weigert, and « j 

13 well, that*s it that are on the study section. \ 

14 Q. Do you know what criteria, if any, are used for : 

1 5 selecting individuals to be part of a study section? j 

16 A. Well, at NIH a study section or review group is j 

1 7 formed around a topic that — or an area, a field of \ 

18 research. In this case, it's allergy and immunology study | 

19 section. There's actually quite a few study sections in the 

20 whole structure of the review branch that deal with 

2 1 immunology, but this would be immunology with a slant 

22 towards allergy. 

23 And the people in that area are selected by, 

24 mostly by the secretary who reads the literature and makes a 

25 judgment of people that might be good contributors to those 
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1 imposed on you or the University of Missouri as a result of 

2 the collaboration with Genex in connection with the - 

3 A. I can't remember - 

4 Q. -- a single-chain antibody - 

5 A. I certainly can't remember it now. 

6 Q. Do you recall that there were restrictions? 

7 A. I can't even recall that. 

8 Q. Now, have you ever -- I'll withdraw that. 

9 (Mr. Vezeau and Ms. Choi conferring out of 

1 0 the hearing of the reporter.) 

1 1 Q. I'd like to direct your attention to what you 

1 2 called the pink sheets or the summary sheet that is marked 

13 as Smith Exhibit 8. 

14 A. Okay. 

15 Q. I'm sorry, Smith Exhibit 6. 

16 A. It should be at the bottom of this pile; I don't 

1 7 quite -- remember setting it there. I'm sorry, I need to go 

1 8 through my -- here it is. It just got clipped together with 

19 another document. Okay. 

20 Q. Thank you. This summary statement you received 

2 1 from the NIH; is that correct? 

22 A. Yes. 

23 Q. And do you know who prepared the critique at 

24 page 2? 

25 A. Yes, I believe so. This is not someone that was 
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1 study sections and then gets them to agree to be on a study j 

2 section for a term of, I think it's three years. I've 

3 actually never been on a standing study section. I've been 

4 on many ad hoc ones. 

5 Q. Now, the critique that's set forth at page 2 of 

6 Smith Exhibit 6, to your understanding, to what extent, if ] 

7 at all, is that a consensus view of the study section? j 

8 A. In the study section there's « one member of the j 

9 study section is designated as a primary viewer. And j 

10 depending on the particular study section, one or two are 

1 1 designated as secondary reviewers. Each of those writes the 

12 comments for the particular - for that particular proposal. 

1 3 And the comments on the - in the the summary 

1 4 statement, the critique in the summary statement would be 

15 very influenced by the comments of the primary and secondary 

16 reviewers. So it would be a consensus of them. 

1 7 And they're very strictly asked to reflect what 

1 8 the consensus of those reviewers is. Now, they're supposed 

19 to take into account the views of other members of the study 

20 section as well because every proposal is also discussed in 

21 the meeting with the primary viewers and the secondary 

22 reviewers presenting them in open discussion. Though that's 

23 usually pretty brief. I mean, I would, of course, have no 

24 idea in the case of this particular one. 

25 Q. Now, I note in this critique, about the middle -- 
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previously lucniuicu as ^>/\i j\j\v}\\j) cajiiuu zz. amu ujm * 
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proteolysis — 
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A I Jh-Vnih 
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1 J 


A. yes. 


14 


V* moreover, me inseneu o^a.d moiety may 
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17 
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aooui maL, oui my guess is mat i wouia nave. 


IK 
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II IC proposal. 


1 fi 


Q. Okay. I'm going to direct your attention to the 


19 


Did you provide that information that is this last 


19 


top of page 2 - j 


20 


sentence, "In any case, the SCAB project is a minor part of 


20 


A. Oh, I'm sorry. 


21 


the proposal," or is that a view that the study committee 


21 


Q. - of this exhibit - I 


22 


came up with? 


22 


A. Yes. Okay. Right. j 


23 


A. I think that's more a view of what the study 


23 


Q. — and just ask you to read the first three j 


24 


section interpreted it at. 


24 


sentences on that page - or the first two sentences. ] 


25 


Q. Okay. 
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25 


A. "George Smith privately is candid that he had j 


1 


A It WftC H Cm oil niimKpr nf l \rr\rA c in f K nrAnncnl 

rt. it woo a Milan numoer oi woros in me proposal, 
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tried and failed to put an scFv from Genex into gene III in I 
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"Genex were clearly not over" — oh, 1 see. I 
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see. He's saying that I tried but didn't get the gene. 
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antibodies." | 
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Q. Do you remember any such discussion with Dr. 1 


10 


A. Yes. 




cnisweii: r 


11 
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1 1 
1 1 


A. I'm a little surprised at this. 1 mean, I think | 


12 


in Mav. Mav 21 of 1990 do von qpp that*? 


1 z 


ne s puinng oui oi me conversation prooaoiy a minor pan g 


13 


A. Yes. 


1 T 
1 J 


of it. But I may well have said, and I certainly thought at ; 


14 


0 Okav Al of Anril of 1 Q00 U'hnt u/nrlr ifonv Yi*A 


1/1 
1 *l 


the time, Genex was certainly ~ had certainly delayed a lot j 


15 


ufctn jjci iuj iiicu in Lonnecuon wnn consiruction oi a Horary 


1 c 
10 


in giving us the gene. j 


16 


of infectious antibodies? 


1 A 
lO 


I would have thought that I would have — I s 


17 


A None I didn't start till T hnH thpir nntihrt/K/ 
t\. i^vuv. i uiuu i auui iiu i iiau uieir dniiuouy, 


1 7 


believe that the sentence is bringing together two, or j 


18 


referrinc to Dhvsical work Think inp ahnut it nnH writino 


1 ft 
1 o 


coniusing iwo inings. jo me ursi pan oi 11, ineu ano j 


19 


constructs on paper had progressed. 


19 


failed to put an scFv from Genex into gene III," that's the ] 


20 


Q. And the work, again, that was performed in your 


20 


sort of thing that I expect I talked to him about, saying j 


21 


lab was documented in the six laboratory notebooks that no 


21 


what problems we encountered putting a single chain into 


22 


longer can be located 


77 
ZZ 


gene III. j 


23 


A, Yes. 


23 


And what he implies in the next sentence was that 


24 


Q. - is that correct? 


24 


Genex was not overhelpful and that -- the '88-'89 date would 


25 


A. That's correct. 


25 


refer to the era where Genex wasn't very helpful because 
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1 


they didn't give us the gene. 


1 


opposition to the opinions expressed by Dr. Kay. 1 would 


2 


Q. I see. 


2 


object to that. 


3 


A. That's my interpretation of that sentence. I 


3 


BY MR. VEZEAU: 


4 


mean, I think the sentence is just sort of garbled a little 


4 


Q. So you understand my question, I would like to j 


5 


bit from what he really meant to say. 


5 


know if there are any statements made by Dr. Kay that you 


6 


Q. Okay. All right. Do I understand correctly you 


6 


disagree with in paragraphs 1 3 through the end? 


7 


do know Dr. Kay? 


7 


MR. HARTH: Including statements of opinion? 


8 


A. Yes. 


8 


MR. VEZEAU: David you stated your objection, 


9 


Q. Brian Kay? 


9 


period. If you have an objection, state it. 


10 


A. Yes. 


10 


MR. HARTH: I'm asking you to clarify. If \ 


11 


Q. Do you consider him a credible scientist? 


11 


you don't want to do that, that's your choice. j 


12 


A. Oh, absolutely. 


12 


MR. VEZEAU: I said all statements. [ 


13 


Q. And do you regard -- do you regard him highly in 


13 


MR. HARTH: Including opinions? j 


14 


your field? 


14 


MR. VEZEAU: I'm not going to sit here and j 


15 


A. Yes. 


15 


debate with you. j 


16 


Q. If Dr. Kay testified that he attempted to get 


16 


MR. HARTH: I'm asking you, sir. j 


17 


ahold of you in connection with a draft foreword for the 


17 


MR. VEZEAU: I view these as statements, \ 


18 


book he co-edited, would you believe that he did make an 


18 


period. e 


19 


attempt? 


19 


MR. HARTH: I'm asking you, sir. j 


20 


A. And failed? 


20 


(Witness is reading.) 


21 


Q. Yes, apparently. 


21 


BY MR. VEZEAU: 


22 


A. Yes, I think that's entirely credible. 


22 


A. I think these - these statements are all about 


23 


(Mr. Vezeau and Ms. Choi conferring out of 


23 


opinions. I'm not sure if there is anything factual that's 


24 


the hearing of the reporter.) 


24 


at issue here. So you're really asking my whether this 


25 


Q. I'm going to place before you a document 
161 


25 


reflected my own opinion now or then? 
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1 


previously marked as - is this Kay 24? « Kay Exhibit 24. 


1 


Could you be a little more specific of what it is 


2 


This was an exhibit marked during his, Dr. Kay's, deposition. 


2 


you're asking me to comment on here. 


3 


And, first, if you'll take a look at, I'd like to 


3 


Q. Sure. 


4 


know if you've seen this document before? 


4 


A. I mean... 


5 


A. If I didn't see it yesterday, I don't think I 


5 


MR. HARTH: I'll also object on grounds of 


6 


have. I saw a lot of documents yesterday and this might 


6 


multiplicity. If there are particular statements, as you 


7 


have been one of them, but I don't remember. 


7 


like to call them, that you'd like Dr. Smith to comment on, 


8 


Q. Okay. For your information, this particular 


8 


I suggest that you call his attention to those statements 


9 


declaration was filed in connection with a refutation of 


9 


rather than six or seven paragraphs containing probably 


10 


arguments made by opposers in the European patent office to 


10 


seventy or eighty different statements. 


11 


the European McCafTerty application. Did all that make 


11 


MR. VEZEAU: Are you through? That, again, 


12 


sense to you? 


12 


is a speaking it's not an objection; it's a brief. 


13 


A. Yes. Yes, it does. 


13 


And I'd ask you once again, David, to please 


14 


Q. All right. What I'd like you to do is please read 


14 


cut it out because I have a limited amount of time and I 


15 


- and you're welcome to read any part of this you want, but 


15 


want to get through with this witness. So please stop. 


16 


I would like you to read paragraphs 1 3 through 1 7, which 


16 


BY MR. VEZEAU: 


17 


concern your « well, paragraph 16 gets to your grant 


17 


Q. Let me ask it this way. Do you know « do you 


18 


application. And, basically, when doing that, I'm going to 


18 


have any reason to believe that Dr. Smith - I'm sorry. Let 


19 


want to know if there's anything in Dr. Kay's declaration . 


19 


me try that once more. 


20 


you would disagree with, 


20 


Do you have any reason to believe that Dr. Kay is 


21 


MR. HARTH: I'm going to object to the extent * 


21 


not a truthful man? 


22 


you're asking the witness to offer an expert opinion. 


22 


A. No, I have no reason to believe that at all. 


23 


If the request is, are there any factual 


23 


Q. Okay. Do you I'll withdraw that partial 


24 


matters that are incorrect, I don't have a problem with 


24 


question. 


25 


that. If the question is, do you have an opinion that is in 
162 


25 


Now, MorphoSys apparently sent to you MorphoSys 
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] 


arguments made to the European opposition division in 


1 


Q, Whether under this cover letter or a different 


X 


connection with the McCafferty application. Do you recall 


2 


cover letter. 


"J 

J 


that correspondence from Mr. Harth? 


3 


A. I don't. I sent some proposal to — I know I sent 


A 
H 


A. Yes, I remember receiving those arguments. 


A 

4 


one proposal to Bob Ladner. And that would have been pretty j 


J 


Q. I'm sorry. 


5 


— that would have been early in the nineties, I'm sure. \ 


o 


A. Go ahead. 


0 


And I don't remember which one it would be, actually — 


7 

/ 


Q. Okay. Did you ever receive from MorphoSys the 


1 


Q. Okay. 


Q 

5 


decision of the European opposition division in connection 


8 


A. — whether it was the one that I submitted in '87 | 


Q 


with the European McCafferty — 


o * 
y 


or the one i suDmittea at tne end ot lysis. 


10 

IU 


A. I don't know if I received that decision. 


1 A 


Q. You state in the fourth paragraph that, "As you'll 


1 1 
1 1 


vj. via you asK tor it/ 


1 1 


see if you read the account, it's very hard for anyone, 


1 o 


A. I don't think I asked for it. 


12 


including me, to take serious credit for the 'invention' of 


1 1 
1 J 


MK. VfcZhAU: 1 11 ask the reporter to mark 


13 


anything in this field!" Do you see that? 


In 


for identification as Defendant's Deposition Exhibit 319 


14 


A. Un-nun. Yes. 


1 C 

1 J 


documents produced from the files of MorphoSys bearing 




Q. Now, you indeed were pursuing, though, a patent 


1 A 
10 


production numbers Ml 17U5 and I 1706. 


16 


along with Enzon to attempt to obtain coverage, broad 


17 


tUcrfciNL/AiN 1 a DfcrUM 1 1UN bArilUl 1 NO. 3 ly WAS) 


17 


coverage, that would encompass the display of SC antibodies, 


18 


MARVPH FOR rnP\TTTFTP ATTf^XJ DV TTXP D rnAn ttd \ 


18 


single-chain antibodies, on living organisms; isn't that 


19 




19 


correct? 


20 


BY MR. VEZEAU: 


20 


A. That's correct. 


21 


Q. Dr. Smith, I'm going to hand you deposition 


21 


Q. Do you recall in the document you produced 


22 


Exhibit 3 19 and ask you to take a look at it and then 


22 


yesterday ~ 


23 


basically verify that this is a letter that you prepared. 


23 


A. Is -- 


24 


A. Yes. 


24 


Q. — which was a draft patent application that you 


25 


Q. You refer in the first sentence to your having 

10j 


25 


were working on with Enzon, that you made numerous suggested 

1 £.1 E 
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ucen approacneu oy numerous colleagues, Who were trie 


1 


i 

changes to that draft application/ 


2 


UUllCagUCb, UulCi III all ui. VimcKaS; 


I 


A. So this was the draft that we are withholding, i 


j 


A. I would have a hard time saying who, specifically. 


i 
j 


that— I 


4 


v^. l/u yuu uciicvc mere was anyone eise omer tnan 


A 
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\l . i es. 


5 


MArnnn^uc at that ttrm& r ) 
iviuj (JUUoja al UlaL iimc. 


< 

J 


A. — Mr. Hoskins has? j 


D 


A. I'm afraid I don't know, actually. I'll just have 


6 


Q. Yes. j 


7 


iu picau lauh. ui r cLdii, i guess mere were enougn 


/ 


A. And I enumerated — j 


s 

o 


inquiries mai prompiea me to write this letter, sort ot a 


o 

O 


Q. I he pages. | 


9 


form letter 


A 


A, — the pages on which those amendments or those j 


10 


y. rxow, wun mis iorm letter, you say, I o this end 


10 


suggested editings were done, yes. j 


1 1 


i enuose copies 01 iwo grant proposals submitted to N1H. 


1 1 


Q. And one of the pages you enumerated was page 40. ! 




UK) yuu iCC Ulal . 


12 


I don't know if you remember that? j 


13 


A. Yes. f 


13 


A. (Shrugging.) 


14 


Q. Is this the first time you can recall sending out * 


14 


Q. But do you recall striking reference to the ; 


15 


conies ot these ornni nrAnAcnlc tA anv/Kr\rl*7 ram lartlnn i+o 
wvptvo \ji uiwt giaiu piupubaia lo anyoouy rcouesiing 11/ 


ID 


McCafferty paper on page 40? i 


16 


A fin tin I'm Otlt* A T cant tliA n^nmt «,*a««.-ia1 »a. 

*** uiiy uu, i m burc i sem me grant proposal to 


16 


A. I can't remember. t 


17 


outer peopie. out i wouia nave — i woulan t be able to 


17 


Q. Okay. j 


18 


icu yuu specmcaiiy wno, just on my own. 


18 


A. AH I did while I was -- 1 haven t looked at that j 


19 


Q. Do you have any records that show that? | 


19 


in many years. And I was just paging through those and just ! 


20 


A. No, not that I have found. I guess not that you | 


20 


noting the pages where they were marked. That's all I did j 


21 


found in those files. 


21 


while I was glancing through those. i 


22 


V* isv you nave any recollection oi wno you sent them 


22 


Q. Who is Mats Persson? ! 


23 


to or when you sent them? 


23 


A. He's a scientist. I'm afraid I don't know his j 


24 


A. I'm afraid 1 don't. You mean this - these - 


24 


affiliation. 1 


25 


under this cover letter, you're talking about? ■ 
166 


25 


Q. Karolinska? j 
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A. Karolinska Institute in Sweden. 


1 


L 

320 documents produced in this litigation. | 


2 


Q. Stockholm. 


2 


(DEFENDANTS DEPOSITION EXHIBIT NO. 320 WAS 1 


3 


A. And he was someone that was involved in display of 


3 


MARKED FOR IDENTIFICATION BY MR. VEZEAU.) | 


4 


protein domains on living organisms. I mean, he sort of was 


4 


' — I 


5 


in that general field and interested in that general field. 


5 


BY MR. VEZEAU: 


6 


Q. Let me ask you, you've use the term "domain" 


6 


Q. You certainly saw this yesterday; is that correct? 


7 


throughout your testimony here today. What do you mean by 


7 


A. Yeah. From Mats Persson, yeah. 


8 


the term "domain"? 


8 


Q. Now, do you recall the phone conversation referred 


9 


A. Well, domain in pFOteins means a part, a subpart, 


9 


to on the third page of this exhibit? 


10 


of the protein, not the entire protein, that folds up and 


10 


A. No, I am afraid I don't recall it. 


11 


can act pretty much autonomously apart from the other parts 


11 


Q. Now, in the second paragraph on the third page, to 


12 


of the protein. 


12 


see if I can refresh your recollection, I want to read this 


13 


THE REPORTER: Excuse me. Pretty much on...? 


13 


portion of that paragraph: 


14 


THE WITNESS: Autonomously apart from other 


14 


"GPS admires (sic) Ladner and is positive that he 


15 


parts of the protein.. 


15 


independently and early on had the ideas presented in the 


16 


A. So, for example, an antibody as it's usually made 


16 


patent. Still, GPS opposes the principle that biotechnology 


17 


has two so-called Fab domains that are about a third of the 


17 


patents can be issued without having to reduce the ideas to 1 


18 


antibody each, and each of them is able to bind to antigen. 


18 


practice: Ladner had the idea but chose the wrong phage - it 


19 


And then there is another domain called the Fc domain. And 


19 


would not have worked, and only by adding things to the... 


20 


each of them can be sort of separated from the others and 


20 


application did it end up having sufficient substance." ; 


21 


retain its structure and some of its functions. 


21 


Does that accurately reflect your view as of that 1 


22 


Q. Have you used the term domain in connection with 


22 


time frame, 1997? i 


23 


peptides? 


23 


A. Yes, I think that - that's my - how shall I put 1 


24 


A. Have we ourselves, for my own publications? I 


24 


it? - my majority opinion. I don't think I'm always 1 


25 


can't remember using - talking about that except — yes, 
169 


25 


consistent, but that would be - that would certainly be the E 

| 

171 | 

I 


1 


very' recent publications have talked about peptides that can 


1 


1 

way I would usually -- the opinion I'd usually have on this E 


2 


iorm self-sufficient domains, sub-domajns. 


2 


subject. 


3 


Q. Candidly, I thought you used that term this 


3 


Q. Now, the Ladner referred to in the patent « or 


4 


morning when the topic was peptides. And that's the only 


4 


the original application, what, if any, relationship did 


c 

J 


reason I asked it because I thought — I had a different 


5 


that have to the application in which you were named as a 


0 


impression what domains were. So I'm wondering how you use 


6 


co- inventor? 


/ 


that term. 


7 


A. Well, I believe that the application that I was 


o 
o 


MK. HAK in. Well, I m going to object to 


8 


added to as a co- inventor derived from that original Ladner 


o 


counsel's speeches about his understanding of the testimony. 


9 


patent. That certainly is my understanding. 


10 


MR. VEZEAU: Fine. 


10 


Q. And is — now, you indicate -- well the statement 


1 1 


MR. HARTH: What is the question? 


11 


is made that "only by adding things to the original 


i *\ 

12 


MR. VEZEAU: You heard the question. 


12 


application did it end up having sufficient substance." Do 


13 


Would you please read it back? 


13 


you recall what was added to the original application? 


14 


THE WITNESS: I was -- 


14 


A. Well, that would be by citing other people's work 


15 


MR. VbZLAu: Could you read the question 


15 


that reduced « that could arguably be said to reduce the — 


16 


back? 


16 


Ladner's idea to practice. And that would also refer to my 


17 


BY MR. VEZEAU: 


17 


own work. 


1 o 


Q. Let me ask it this way. Is that term used loosely 


18 


Q. Your work on what? 


19 


by you or very strictly by you in your discussions? 


19 


A. On single-chain antibodies displayed on 


20 


A. I was using it loosely in that context. And I 


20 


filamentous page. The work with the anti-fluorescein 


21 


would use it much more strictly when the confirmation of a 


21 


antibody. 




complex displayed peptide was at issue. So I was using it 


22 


Q. And that's the work in the lab books that were 


23 


loosely in that - when I was talking about peptides. 


23 


lost in the mail? 


24 


MR. VEZEAU: I'm going to ask the reporter to 


24 


A. Yes. 


25 


mark for identification as Defendant's Deposition Exhibit 
170 


25 


Q. What do you mean by "reduced to practice" in your 
172 
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1 last answer? And if you'd like, we'll have the reporter 

2 read it back. 

3 MR. HARTH: Would you read it back, please. 

4 MR. VEZEAU: Yeah. 

5 THE REPORTER: I'm sorry, what am I reading 

6 back? 

7 MR. VEZEAU: Just his last answer. 

8 THE REPORTER: His last answer? 

9 MR. VEZEAU: Yeah. Please. 

1 0 (The reporter read the answer as follows: 

1 1 "ANSWER: On single-chain antibodies 

12 displayed on filamentous phage. The work with 

13 anti-fluorescein antibodies.") 

14 MR. VEZEAU: I think there's » 

1 5 THE REPORTER: Did I read that correctly? 

1 6 MR. VEZEAU: Yeah, that was fine, but there's 

1 7 more that preceded that, 1 think. It's a longer answer. 

1 8 THE REPORTER: I'm sorry. The answer that 

19 preceded that was: 

20 "ANSWER: Well, that would be by citing other 

2 1 people's work that reduced « that could arguably be said to 

22 reduce the - Ladner's idea to practice. And that would 

23 also refer to my own work." 

24 BY MR. VEZEAU: 

25 Q. Yeah. And that's what I was wondering, what you 

173 


1 And "presented his ideas," this must mean - be 

2 referring to the idea of what I call the epitope library 

3 because I wouldn't, certainly, have been presenting any ] 

4 ideas concerning phage antibodies in 1988. j 

5 Q. GPS - the next statement: "GPS would support an j 

6 opposition solely on the grounds to oppose the fact that the 

7 ideas had not been reduced to practice; he is not willing to 

8 personally support an opposition based on other aspects." 

9 Do you know what opposition is being referred to 

10 here? 

11 A. You know, I'm afraid I don't. I don't know what 

12 opposition. This might be an opposition to a Ladner patent 

13 is my guess because Ladner -- and that's probably what Mats 

14 was asking me about. This is a communication from Mats ] 

1 5 Persson to Cambridge Antibody Technology? 

16 Q. Sean Walton, who is outside British counsel for j 

1 7 Cambridge Antibody. 

1 8 A. Uh-huh. Well, I don't recall the conversation 

19 with Mats and I -- my guess would be about the Ladner patent 

20 on, you know, most aspects of phage display. He has an 

2 1 issued patent in the U.S., and I don't know about in Europe, 

22 that broadly covers display of things on filamentous phage. 

23 But certainly nothing Ladner can't touch 

24 single-chain antibodies. When he left the company, he had 

25 to sign some kind of -- 

175 


1 meant by that term "reduced to practice" as you used it? 

2 A. In that context, Ladner put forth the general idea 

3 of displaying foreign things like single-chain antibodies on 

4 living organisms, and he would include phage and other 

5 viruses in that context. 

6 But he didn't propose « he didn't cite any actual 

7 experiments showing that that could be accomplished. So 

8 reduction to practice in this ~ what I meant by reduction 

9 to practice was doing an actual experiment that showed, in 

10 principle at least, that this display could be accomplished. 

1 1 Q. (Nodding head.) Now I'd like to direct your 

1 2 attention further down to « on this page where it states, 

1 3 "GPS has gone through his date books from 1 988, but has no 

14 record or memory of any public appearance, or publishing any 

1 5 text during this time at which he may have presented his 

16 ideas." 

1 7 Do you know to what that is referring? 

18 A. Give me a second. 

19 Well - any public appearance, or publicizing any 

20 text, during this time at which he may have presented his 

21 ideas. 

22 Looking at that, it looks like I meant that I 

23 didn't go to a meeting, like a public meeting. But I did 

24 make visits in 1 988, as you well know. So I guess that's 

25 what I meant there. 
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1 THE REPORTER: When he left the company...? 

2 ■ THE WITNESS: He had to sign some kind of 

3 undertaking not to deal with single-chain antibodies. At 

4 least, that's my understanding. 

5 BY MR. VEZEAU: 

6 Q. Do you know with -- under the Genex agreement, in 

7 connection with the provision of the single-chain antibody 

8 from Genex to the University of Missouri and to you, you 

9 were obligated to report any significant research results in 

10 connection with that single-chain antibody? And that's 

1 1 report back to Genex? 

12 A. I believe I was. 

13 Q. Okay. Did you do so? 

14 A. I believe I did. I'd have a hard time documenting 

15 that, though. 

1 6 Q. Did you see anything in the files that you 

1 7 produced for us yesterday along that line? 

1 8 A. You know, 1 didn't look at those files and I 

1 9 haven't looked at them for years. 

20 Q. All right. 

21 (Mr. Vezeau and Ms. Choi conferring out of 

7/ trip Vif»at*Ino f\i tViP rpnnrtpr 1 \ 

uic Hearing ui mc rcpur icr.j 

23 MR. VEZEAU: We can take a minute or two 

24 breather. 

25 (OrT the record.) 
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1 




1 


1 

whether in hard copy or electronic form? 8 


2 


MR. HARMON: Back on record. 


2 


A. Not that I know of. I can look in my files — 


3 


MR. VEZEAU: I'm going to ask the reporter to 


3 


Q. Okay. 


4 


mark for identification another document from your files 


4 


A. — but I don't think I've found anything to that 


5 


that you produced here yesterday. And this will be 


5 


effect in the e-mail files. 


6 


Defendant's Deposition Exhibit 321. 


6 


Q. Have you had any discussions with Dr. Barb as 


7 


(DEFENDANTS DEPOSITION EXHIBIT NO. 321 WAS 


7 


concerning either the Griffiths patent or the McCafTerty 


8 


MARKED FOR IDENTIFICATION BY MR VEZEAU.) 


8 


patent? 


9 




9 


A. Again, not that I can remember. 


10 


BY MR. VEZEAU: 


10 


Q. The same question with respect to Dr. Burton, have 


11 


Q. I'll hand that exhibit to you, Dr. Smith, and ask 


11 


you had — 


12 


you to review it and tell us what that is, if you can. 


12 


A. Dennis Burton? 


13 


A. Well, it's obviously a review of the Breitling, et 


13 


Q. Yes. 


14 


al., paper, also after McCafTerty, et al., displaying 


14 


A. Again, I can't remember talking to him about that 


15 


antibodies on phage. 


15 


subject | 


16 


I'm pretty sure that I didn't write this review. 


16 


Q. Okay. Have you had any discussions with Dr. E 


17 


And someone sent it to me, I would guess, asking for 


17 


Von Ruden or correspondence with Dr. Von Ruden in connection I 


18 


comments. 


18 


with either the McCafTerty or Griffiths patents? 


19 


Q. Okay. Do you know, there are a bunch of letters 


19 


A. Von Ruden, R-u-u-d-e-n? 


20 


on here and a bunch of numbers, handwritten. Do you know 


20 


Q. R-u-d-e-n. 


21 


what they mean? 


21 


A. I can't remember him, even. 




A. That's typical doodling, so I don't think they 


22 


Q. All right. 


23 


mean anything. 


23 


A. I'm sorry. 


24 


Q. Is that your writing? 


24 


Q. Okay. 




A. Yes, that's my writing. 


25 


A. So I don't -- 
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179 


1 


Q. Okay. So you did see this, apparently, at one 


1 


Q. Do you remember, have you ever met Simon Moroney? 


2 


stage. And do you believe you reviewed it? 


2 


A. Simon Moroney? Again, I can't remember. 


3 


A. Yes, I think I looked at this. 


3 


Q. Do you know if you've had any correspondence with 


4 


Q. Okay. But you don't recall - do I understand 


4 


him? 


5 


from your testimony you don't recall who sent this to you? 


5 


A. Not that I remember. 


6 


A. No, I don't. 


6 


(Mr. Vezeau and Ms. Choi conferring out of I 


7 


Q. Okay. 


7 


the hearing of the reporter.) | 


8 


MR. VEZEAU: Okay, let's take about a 


8 


Q. As you sit here today, Dr. Smith, do you recall B 


9 


five-minute break. And I'm going to try to wrap up rather 


9 


precisely what you said at the April 1990 Banbury Conference g 


10 


promptly. 


10 


in your 1 5 -minute presentation? 1 


11 


(Recess.) 


11 


A. Precisely? | 


12 




12 


Q. Yes. g 


13 


MR. HARMON: Back on record. 


13 


A. You mean word for word? | 


14 


BY MR. VEZEAU: 


14 


Q. Yes. B 


15 


Q. Have you, Dr. Smith, met with Dr. Pluckthun? 


15 


A. No, of course not. 1 


16 


A. I've seen htm at numerous meetings, yes « 


16 


Q. Did you ever make a library of single-chain | 


17 


Q. Okay. Have you had ~ 


17 


antibodies displayed on phage? 


18 


A. - several meetings. 


18 


A. No. 


19 


Q. any discussions with him concerning the 


19 


MR. VEZEAU: Dr. Smith, my turn is over. 


20 


McCafTerty patent or the Griffiths patent? 


20 


It's now Mr. Harth's turn to ask you some more questions, so 


21 


A. I don't recall whether I've talked to him about 


21 


listen up! 


22 


that subject. 




mk. nAK in. 1 only nave a tew. 


23 


Q. Do you know - 


23 


24 


A. I can't remember. 


24 


RE-EXAMINATION BY MR. HARTH: 


25 


Q. Do you know if you've corresponded with him, 


25 


Q. Dr. Smith, did Mats Persson inform you that he had 
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1 been asked by the attorney for Cambridge Antibody Technology 

2 to seek out your views? 

3 MR. VEZEAU: Objection, lack of foundation. 

4 BY MR. HARTH: 

5 A. I don't remember. 

6 Q. Did you know that Dr. Persson was in 

7 communications with Sean Walton, the attorney for Cambridge? 

8 A. I don't know now whether I knew it. I might or 

9 might not at the time. I didn't 1 don't know. 

10 Q. All right. Did you know that Dr. Brian Kay was a 

1 1 paid expert for CAT? 

1 2 A. When are you asking when I knew that? 

13 Q. At any time. Before today, but did you know that? 

14 A. I — it didn't register with me before today. If 

1 5 I knew it, I had forgot it. 

16 Q. All right. In your "Dear Colleague" letter of June 

17 27, 1997, Exhibit 319, at the bottom of the page - actually 

18 on the second page you say that "I believe that Banbury has 

19 a rule that talks given there are to be considered, quote, 

20 personal communications, unquote." What does that mean? 

2 1 A. That means that if you write a paper, you can't 

22 cite a talk at a Banbury Conference as a reference. For 

23 example, it must be cited as persona! communication. And 

24 for personal communication, of course, you have to have the 

25 permission of the communicator. 

181 


1 your eyes. What do you mean by that? I 

2 A. The single-chain antibody could be displayed on J 

3 the surface of the phage. I think we demonstrated that. j 

4 But its binding specificity was rather marginal, to our | 

5 interpretation. It performed - the discrimination in a ] 

6 tight control was about a hundredfold. Discrimination J 

7 between specific and nonspecific finding was about a 

8 hundredfold, and we were used to discriminations in the / 1? 

9 epitope library clones in the order of a millionfold. So we I ft* 

10 considered a hundredfold as quite marginal performance. / [[' 

11 And we also regarded - the single-chain antibody \ £ 

12 that we displayed did reduce the yield of phage and the \., 

13 infectivity of the phage. So the phage - as phage, the ; 

14 phage performed less well than wild-type phage or phage f f; 

15 displaying a short peptide. ; ,; 

1 6 Q. But you did, in fact, display the ami fluorescein 

1 7 antibody on phage as you reported to the NIH in your 

1 8 progress report? 

19 A. Yes. 

20 Q. Are the pink sheets that you get from the NIH 

2 1 reviewers available to the public, to your knowledge? 

22 A. No, I think not. You can get the study section 

23 composition, but you can't get the comments. 

24 Q. All right. 

25 (SMITH DEPOSITION EXHIBIT NO. 23 WAS MARRED 
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1 Q. All right. Are you aware of any rule or custom 

2 followed by the organizers of the Banbury Conference that 

3 prohibits participants from discussing the substance of the 

4 meetings with people who weren't there? I.e., could you go 

5 and tell Dr. Scott when you got back what happened, or would 

6 you be violating the rules? 

7 A. I don't think I would be violating the rules, not 

8 that I was aware of, anyway. I don't think there are any 

9 such statements. I doubt it. 

1 0 Q. Mr. Verzeau showed you a memo by a David Chiswell 

1 1 which is an account of a conversation he had with you at the 

12 Banbury Conference. The first sentence says that George 

13 Smith privately is candid that he had tried and failed to 

14 put a single chain from Genex into gene III in 1988-89. Do 

15 you see that? 

16 A. Yes. 

17 Q. Did you have a single-chain Fv from Genex in 

18 either 1988 or 1989? 

19 A. No. I think the meaning, his meaning, there was 

20 not - is not expressed by the words. But I think what he 

2 1 meant was that I tried to get the gene in *88-'89, Genex 

22 wasn't verv heloful. And then in aHHirinn whpn I finally 

23 did get it, I tried to display and wasn't very successful, 

24 in my eyes. 

25 Q. All right. And you say wasn't very successful in 
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1 FOR IDENTIFICATION BY THE REPORTER.) 1 

2 I 

3 BY MR. HARTH: E 

4 Q. Let me show you what we've marked as Smith 

5 Deposition Exhibit 23. 

6 A. Okay. 

7 Q. This is a - on its face, at least, a fax message 

8 to you from David Chiswell, dated July 2 1 , '95. Do you see 

9 that? 

10 A. Yes. 

11 Q. Do you have a recollection of Dr. Chiswell asking 

1 2 you to provide an expert opinion for an auction in the 

13 European patent office? 

14 A. I'm afraid I do not recall. Actually must have -- 

1 5 I think he was at a meeting in Italy earlier that summer 

1 6 that I was at. I do not remember what I replied to this. 

1 7 Well, I'm pretty sure I would have replied that I wasn't - 

1 8 wouldn't act as a witness on their side. 

19 Q. All right. Do you have any recollection of, in 

20 fact, acting as a witness on CATs side? 

21 A. No, I didn't. I didn't. I would have remembered 

0*5 that « 

mat. j 

23 (SMITH DEPOSITION EXHIBIT NO. 24 WAS MARKED J 

24 FOR IDENTIFICATION BY THE REPORTER). j 
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1 BY MR. VEZEAU: 

2 Q. Showing you Smith Exhibit 24 -- 

3 MR. VEZEAU: May we see that? 

4 MR. HARTH: Yes. It's in your pile. 

5 Q. Before you go through that, do you know what 

6 position the patent office took with respect to the 

7 statements that you made in your declaration? 

8 A. Which declaration are we talking about? 

9 Q. We're talking about the declaration in connection 

10 with the 

11 A. Ladner87? 

12 Q. Yes, that Mr. Verzeau was asking you about. And I 

1 3 think it's Defendant's Exhibit 3 1 7. 

14 A. Well, this patent was denied and ultimately 

1 5 abandoned. And I'm afraid I do not know where in the 

1 6 chronology this comes. So I - the patent was denied and 

1 7 the Goldstein -- 1 mean, Stern, et al., and Enzon didn't 

1 8 ultimately abandon the patent. 

19 Q. Do you recall ever receiving a copy of Smith 

20 Deposition Exhibit 24, an office action, following your 

2 1 subm ission of y our declaration? 

22 A. So this is their action, is that 

23 Q. Says "office action" on the front page. And I'll 

24 represent to you that this comes from your files. 

25 A. Okay. So, obviously, I received it. But I « so 
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2 MR. HARMON: Back on record. j 

3 MR. VEZEAU: Dr. Smith, thank you for your f 

4 kindness bou\yesterday and today. And for your patience | 

5 here today. It's been a long day. We do thank you, though. 8 

6 THE WITNESS: You're welcome. | 

7 MR. HARTH: Thank you. f 

8 ! 

9 (Defendant's Deposition Exhibits Nos. 3 1 3 

10 through 321 were re-marked for identification by the 

1 1 reporter.) 
12 

13 
14 
15 
16 
17 
18 
19 

20 (Signature on next page.) 

21 

22 

23 

24 

25 
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1 I received it, yes. 

2 Q. Do you have any recollection of reviewing it or 

3 what it says? 

4 A. I don't. 

5 Q. Ail right. Mr. Verzeau asked you about a fax that 

6 I sent you, DDX 3 1 5, which has a multi-page submission 

7 attached in connection with the opposition proceedings in 

8 the European patent office on the McCafferty patent. Simple 

9 question: Did you ever read this document? 

10 A. I read parts of it, yes, I did. 

1 1 Q. Now, you mentioned in your earlier testimony that 

12 you had offered the attorneys for CAT the opportunity to 

13 meet with you privately yesterday? 

14 A. Yes. 

1 5 Q. Did they take you up on that offer? 

16 A. Yes. 

17 Q. Did you meet yesterday with Mr. Verzeau and Ms. 

18 Choi and Mr. Clough? 

19 A. Yes. 

20 Q. How long did that meeting last? 

21 A. A little bit less than two hours. 

z * i>iK. HAKi H. I nat s all 1 nave. Thank you. 

23 MR. VEZEAU: Just one second. You're almost 

24 free. 

25 (Off the record.) 
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b e paid in the normal course of business. 
IN AFFIRMATION THEREOF, I have hereunto set my hand on 

this 16th day of May, 2002. 



Sally Bredeman Harmon 
BREDEMAN & ASSOCIATES, INC 
527 East High Street (P.O. Box 866) 
Jefferson City. MO 65101 (65102-0866) 
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